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The TRADE-MARR REPORTER 


Part I 


INDUSTRIAL PROPERTY AND ECONOMIC DEVELOPMENT 
By Stephen P. Ladas* 


Each age has its own challenge. Our free world of today has 
the challenge of achieving, as rapidly as is possible to do so, a 
higher economic development and a consequent rise in the stand- 
ard of living in the world. 


To meet this challenge, we in the free world rely largely on 
private initiative and organization, though we also welcome and 
invite essential governmental control, by policies caleulated to 
permit the highest unfolding of free private activity. We have a 
dominant belief in the rights and powers of the individual and in 
the consequent release of individual energies as the best means of 
preserving and developing resources which are the basic founda- 
tion of progress, power and happiness. 


The peoples of the earth differ widely in physical resources 
or tangible things. But for thousands of years particular kinds 
of goods have moved from regions of relative abundance to re- 
gions of relative scarcity. Production factors are so unequally 
divided that every country, even the smallest, has a comparative 
advantage in the production of some goods and a comparative dis- 
advantage in the production of some other goods. The composite 
of the many factors in our world of today—increasing interde- 
pendence of peoples, development of international investment and 
expansion, increase of rate of production and variety of products, 
mobility of technicians, vanishing of frontiers and distances by 
aviation, radio, television and publications, new inventions of 
products and processes—create a limitless need for reaching out 
to every corner of the world for its unique contributions. 


* Address delivered at the Congress of the International Chamber of Commerce 
at Tokyo, May 16, 1955 by Dr. Ladas in his capacity as Chairman of the International 
Commission for Industrial Property of the International Chamber. 
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The strength of the free world depends on policies of coordi- 
nation and allocation of tasks between nations. Under such poli- 
cies there is a great scope for economic progress of smaller and 
less developed countries through the international communication 
of ideas, technical experience, skills, management and investment 
of private capital. 


International trade has the attributes of historical persistence 
and the quality of future permanence. For it relies not only on 
physical or tangible resources but also on human resources. These 
are dynamic in character and respond more readily to individual 
wants and social objectives. To a large extent the physical en- 
vironment is fixed and to that extent there is a struggle for ex- 
istence. But human resources have a constant pattern of expan- 
sion and retraction and can modify physical environment. They 
can do so not by elimination and force which is destructive and 
wasteful but by creative long-term effort which alone has lasting 
effects. 


Economic progress as all other progress is achieved by recon- 
ciling the conflicting demands of the need of stability and the need 
for change. For there can be nothing real without both. Mere 
change without stability or conservation is passage from nothing 
to nothing. Mere conservation without change cannot conserve. 


Nations are groupings of men. In our free world we believe 
that the welfare of the group depends on the freedom of the in- 
dividual. But we also look to the individual’s wants and demands 
in terms of his relationships to the group. Therefore, we have 
established controls to achieve the harmonization of the individual 
good to the social good. In these controls there is a part of re- 
ligion, a part of moral standards of conduct, a part of customs 
and community restraints and there is a part of law and legal 
justice. Through such controls we are striving to retain in a con- 
tinously evolving social environment those things which are 
achievements of value, for it is these that give endurance and our 
civilization depends on endurance. And we are trying to create a 
friendly environment which avoids the mad waste of the jungle, 
shields from violent change, provides for beneficent creativeness, 
and produces an ascent in the scale of life. 
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More and more as our world becomes complex, we rely on 
law as the principal element of control in the ordering of the 
relationship of the individual and the group, and the develop- 
ment of human resources. There is a relationship of husband, wife 
and child and of the community of which they form part and a 
Family Law has grown and developed around this relationship. 
There are similar relationships of employer and employee and 
society in Labor Law, of purchaser and seller and a mercantile 
society in the Law of Sales. There is a similar relationship of 
competitors and competing businesses and the public in the market 
place and our Industrial Property Law has grown and developed 
from these. 

We have analyzed these relationships in the past in various 
ways. We tried to find a natural law governing them. We sought 
to discover rights and correlative duties. We suggested inter- 
pretations in terms of ideals of peace, security or equality of 
opportunity. We discussed philosophical and sociological explana- 
tions. Our present day approach is a pragmatic one. We see 
behind these relationships interests, claims and demands of an 
individual and social order and we are seeking to recognize, 
_reconcile and satisfy all of these interests, demands and claims 
without the sacrifice of any. 

In the relationship of competitors for which we have adopted 
Patent Laws, Design Laws, Trademark Laws and Unfair Com- 
petition Laws, we are seeking similarly to recognize, reconcile 
and satisfy interests, claims and demands. Our task is the more 
intelligent and effective the more clearly we recognize what we 
are doing and why. Here is what we find in this relationship: 

(a) The interests, demands and claims of those who have 
invented new products or processes enriching our life, 
or who have created new designs ornamenting and beauti- 
fying our products, or who have adopted trademarks, 
trade names or other distinguishing elements by which 
they identify their origin and guarantee the standards 
of products we buy. 

(b) The interests, demands and claims of competing inven- 
tors, designers, manufacturers, or merchants who may 
have made similar inventions or designs or adopted 
similar trademarks or distinctive devices or who wish to 
use discoveries or creations or symbols of others as 
effective instruments for the promotion of their interests. 
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(c) The interests and claims of the community that wishes 
to prevent undue or excessive monopolies or restraints 
between those competing in the market and to gain the 
advantage of untrammeled competition and low costs of 
the good things of life. 

The interests and claims of the public who wish to avoid 
being deceived as to the worth or genuineness of what they 
buy and not to be the victims of fraud, confusion and 
mistakes. 

The interests of the social and legal order of the country 
which would be fatally injured if it would cease to en- 
courage the spirit of invention and creation and it would 
permit unlawful competition and free use of the creative 
work of others. 

The competitive relationships involving these interests, claims 
and demands are the same whether we are dealing with the 
national or the international market. Therefore, we have adopted 
legal controls not only by domestic law but also by international 
law in the form of bipartite and multipartite treaties and particu- 
larly through the International Convention for the Protection of 
Industrial Property. We have called the legal community governed 
by this Convention a Union for the Protection of Industrial Prop- 
erty because we recognize the unity of the world and the existence 
of international relationships. 

Law is not only the legal texts that propound principles and 
rules. It is also the application and interpretation of these texts 
by administrative agencies and tribunals and jurists. It also in- 
cludes the traditional techniques by which we apply the legal ma- 
terials at hand and also the political, economic and social ideas 
and ideals which nourish the human beings called upon to give 
effect to the legal ordering by reference to the goals we are striv- 
ing for. There is always room for discretion, for the exercise of 
wisdom and judgment, for the application of ideas and standards. 
This is the case with national and international law, and the com- 
mands of the national and international legislator must be obeyed. 
But his spirit and goal must be intelligently perceived and effec- 
tuated, but it will be only, when we are conscious of the interests, 
claims and demands which the law seeks to recognize, reconcile 
and satisfy. The ideal for which we strive is the satisfaction of 
the whole scheme of interests without the sacrifice of any of them. 
We will never rest unless this ideal is reached. 
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In considering the relationship of industrial property to eco- 
nomic development and the conflicting interests, claims and de- 
mands involved in this relationship, we may look first to patent 
law systems and the international protection of patent rights. 
This is a problem of preserving and developing human resources 
at its best. We recognize the usefulness of invention and the in- 
terest of society in promoting inventions and in granting rewards 
to those who render service. 

A superficial or short term view of patent protection may im- 
press one with its character of monopoly. But inventions are often 
fuses that blow and that enable society to short-circuit itself by 
following the lines of least resistance. In some countries, they de- 
velop as a result of scarcity of labor or of space—they are labor- 
saving devices or instruments of transportation and communica- 
tion. In others, they are directed to finding substitutes for ma- 
terials which are lacking. In still others they tend to save costs 
or increase production or fill other needs. Given peculiar needs, 
invention arises. And the process of interchange of scientific 
ideas throughout the world is so well developed now that invention 
develops in terms not only of local needs but also of foreign ones. 

The interests of a country probably would suffer as much if 
the inventor was not protected at all as they would, if his protec- 
tion were unlimited. There is no conflict in this connection be- 
tween a highly industrialized country and an economically unde- 
veloped country. England had an effective patent system since 
the Middle Ages and its industry flourished. As soon as the Amer- 
ican colonies, essentially of an agricultural economy, acquired 
their freedom, they wrote patent protection into their constitution. 
Austria could not develop industry until it adopted a patent sys- 
tem in 1899. Industry wilted in Holland when the patent system 
was abolished for the period 1869-1912, and then took a great re- 
sort. Soviet Russia and the Iron Curtain countries retain patent 
systems. 

Viewed from the point of view of the country which protects 
an invention made in another country, it may at times appear that 
the particular invention is not of particular interest. It is true that 
not all factors of production are equally available to all countries 
and not all markets are equally accessible, but inventions can pre- 
cipitate economic progress in many directions even in the less de- 
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veloped countries. The initial costs added to the patented prod- 
uct or process stimulate the making of cheaper products available 
to importing countries. Inventions generally reduce costs, increase 
the variety and improve the quality of products. Many inventions 
cannot be used and practiced without the subsidiary technological 
knowledge and practical procedures associated with the patented 
invention which enables this technological knowledge to be im- 
ported into an undeveloped country. Refusal of patent protection 
would deny such a country this practical knowledge so essential 
to economic development. 

In a world of trade barriers, the patent protection enables 
goods to flow over such barriers, encourages development of new 
industries, reduces the cost of production, and stimulates exports. 
When Switzerland, after long controversies, adopted a patent sys- 
tem, the fear was widely expressed in that country that foreigners 
would take patents there, thus preventing Swiss competition, and 
protected by the patents inundate the Swiss market with foreign 
goods. But Switzerland went on to develop a highly creative in- 
dustry in many fields and a prosperous economy. Invention begets 
invention. As long as the international protection of patents is 
limited with respect to what can be patented, with respect to dura- 
tion, and to the rights granted, it stimulates additional invention; 
it spreads technological knowledge, reduces costs and more fully 
satisfies wants and needs of the community. 

It is in the light of the recognition of the interests of inventors, 
of competitors, and of society in all countries that every problem 
of international patent protection must be dealt with, such as, 
the problem of novelty of inventions qualifying for a patent, the 
problem of processes and products, the problem of third party 
rights, the problem of period of grace for payment of annuities, 
of reinstatement of lapsed patents, the patentability of plant in- 
ventions, and the working requirements for patents. These are 
some of the questions that the International Chamber of Com- 
merce has labored on for some years past. We have sought in all 
these matters to recognize, reconcile and satisfy all interests con- 
cerning all countries. 

On all these subjects, legislation lays down rules adopted as 
a result of a legislative interest to recognize, reconcile and satisfy 
the whole scheme of interests involved. But these rules must of 
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necessity be interpreted and applied in particular and individual 
cases by tribunals and administrative agencies, providing a con- 
siderable scope for judgment, discretion and interpretation. This 
interpretation and application calls for continuous recognition 
and reconciliation of interests and demands and must proceed 
with intelligent understanding rather than by blind and formal- 
istic deduction of technically logical interpretation of texts. 


As an example of the interests involved, it is sufficient to deal 
here with the problem of working requirements of patents. In 
the United States, the law has never made such a requirement, 
while generally speaking such a requirement exists in all other 
countries. The difference may be explained partly by reason of 
the fact that in the United States the patent right stems from the 
Constitution so that a compulsory working requirement has been 
regarded as an invasion of the property right, while in other 
countries the patent is a conditional grant making the subject of 
the invention available to the public. But the difference is also 
explained by the fact that the United States patent system grew 
in the 19th Century, when the country was developing dynamically 
based on patents. There was little importation from abroad and 
an immense and limitless expansion of market in the process of 
conquering virgin territory and resources. On the contrary, in 
Europe small and large countries closely adjacent and competitive 
with a concept of a finite market feared economic subjugation, and 
considered that an alien manufacturer with patents in all of them 
and working only in one of them could dominate the economy in 
all other countries. The working requirement for patents was then 
conceived as self-protection. Therefore, the same effort to recog- 
nize and satisfy the scheme of interests involved resulted in the 
United States making no requirement for working a patent and 
the opposite in Europe. The rest of the world in adopting the 
European patent system carried along the obligation of the paten- 
tee to work his invention in the country granting the patent. 

What was wrong with the European system was the sanction 
of non-working which was the forfeiture of the patent. A for- 
feited patent is generally a loss to industry as it is to the inventor. 
By the forfeiture the public becomes possessor of the invention 
theoretically, but with the advantage of the exclusive right now 
having disappeared, there is no inducement to undertake the ex- 





622 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


tensive and costly experiments or to invest the capital required 
to put the invention into commercial use and to promote and adver- 
tise the new product. Since anyone can use the invention freely, 
no one will ordinarily use it. 

Thus, we have come to recognize that all of the interests 
concerned would be better served not by forfeiture of the patent 
but by subjecting patents, not worked in a particular country, to 
the grant of compulsory license. This is a pragmatic rather than 
a theoretical approach to the problem. Inventors may be right 
when they urge that many inventions cannot be worked on a 
business basis and brought into commercial use until extensive ex- 
periments and procedures have been devised to make it workable 
in the matter of costs and materials; or that the ‘‘art’’ is not 
always ready for many an invention; or that a scrapping of ma- 
chinery and change of tooling and manufacturing processes is 
necessary. The law recognizes these points by granting the pat- 
entee a certain period after the grant of the patent to permit these 
developments to work out. But after that it leaves it to the national 
industry and to competitors to decide whether or not they are in 
a position to practice the invention. The threat of compulsory 
license will lead most of the time to voluntary license agreements. 
They are, of course, preferable because they enable the licensee 
not only to use the invention as described in the patent but also to 
receive from the patentee communication of the technical know- 
how and practical procedures for applying the invention on the 
most economical basis. 

Practical experience with this system of law has now proven 
that there are in fact few cases of compulsory licenses applied 
for in the various countries. A good invention will be used in the 
country in which a patent is taken either by the patentee or a 
voluntary licensee. But all inventions may not be worked for the 
simple reason that the world is not waiting with open arms for 
every invention made. The majority of them cover improvements 
or alternatives. A labor-saving device may not find a market 
where labor is cheap and plentiful. Another may increase speed 
of production, and when or where the demand for the product 
cannot be increased, industry will not scrap costly plants to use 
it. A country may conclude that it is better off to import a certain 
patented product and devote its own resources, its labor skills 
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and its managerial ability, to the production of goods which bring 
the greatest returns in the long run. 

In our world of today where the challenge is to create higher 
economic development and produce a rise in the standard of living, 
and where countries with a high economic development are anxious 
to assist less developed countries, patent protection may contribute 
powerfully if the countries concerned will invite and urge private 
initiative by making possible the communication and importation 
into less developed countries of technological knowledge and prac- 
tical know-how by sponsoring and encouraging license agreements 
between foreign patent owners and local private industry. ‘Such 
procedures as guarantees of remittances, grants, in aid, taxation 
benefits, and the like, either by the exporting or by the importing 
country, will give a powerful impetus to patentees to bring into 
less developed countries technical services and know-how essential 
to economic development. Enlightened self-interest of private 
enterprises has done and is doing considerable good in this direc- 
tion by contractual arrangements even without the help of govern- 
ments. But the pace of economic development will be greatly 


strengthened and speeded up if the governments concerned will 
lend it their aid. 


Economic development also depends on the establishment and 
promotion of fair competition between competitors on the national 
and international market. This involves primarily an ordering 
of relationships of competitors with respect to trademarks and 
trade names. 

Starting as a means of providing evidence of ownership and 
liability for careless craftsmanship, trademarks matured into an 
indispensable servant of our 20th Century production and dis- 
tribution of goods for mass consumption. Free enterprise rests 
on trademarks and trade names. We cannot have competition if 
we do not distinguish the competing goods and give the purchaser 
a chance to choose between them. In protecting trademarks, we 
grant a remedy to the owner, but we also shield the purchaser 
from confusion and fraud. A trademark is but a species of adver- 
tising, its purpose being to fix the article and its producer in the 
mind of those who see it so that they may use this knowledge and 
spread it to other potential purchasers. As a Justice of the 
Supreme Court of the United States has said: ‘‘If it is true 
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that we live by symbols it is no less true that we purchase goods 
by them.’’ They are just as indispensable in our commercial life 
as other symbols are in religion, social custom, literature, law or 
philosophy. No mark, of course, can possess a character superior 
to the goods it sells, and the reputation of both mark and goods 
must be supported by true worth. The law must protect the trade- 
mark but it must also guarantee honest competition by requiring 
the trademark owner to desist from making false statements or 
false claims in his labels or advertising or from permitting mis- 
leading or inaccurate indications of source or origin. 


Fair competition requires the most complete protection of 
trademarks because all of the interest involved in the competitive 
relationships in the market place are thus satisfied. There is no 
difference in this respect between national and foreign markets, 
between agricultural and industrial countries, between small and 
big states. Manufacturers and traders built their reputation on 
trademarks. The public consumer is able to buy what he wants, 
what his individual and community experience has taught him to 
expect through his knowledge of the mark. The social interest 
in guaranteeing against deception and fraud is protected by the 
ensuring of the integrity of these symbols. Competing manufac- 
turers and traders will not long maintain their own position in 
the market if they should be allowed to destroy these symbols by 
imitation and encroachment. To condone infringement of trade- 
marks in an undeveloped country ‘‘in order to catch up’’ with 
highly developed countries is a snare and an illusion. This in fact 
prevents creative initiative and internal development. And it 
brings about a low level of business ethics which permeates the 
whole business community and leads to public indifference of 
dishonesty in trade in general. 

All problems of trademark registration and protection may 
best be resolved by taking into account all of these interests. 
Descriptive or generic words cannot be recognized and registered 
as trademarks, because they cannot function as symbols, and 
because they would withdraw from common use in the trade words 
and devices which present or future competitors may with equal 
right employ to describe or designate the nature or quality of 
their merchandise. But if the symbol claimed as a trademark is 
not clearly or merely descriptive and is shown to have been long 
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and exclusively used by a manufacturer or trader so that it has 
become in fact a symbol by which the public recognizes and 
identifies the maker of the goods, then the law must protect it, 
if fair competition is to be ensured. We then have to reconcile 
the interest of the public not to be deceived and the interest of a 
competitor to use the same symbol, and the reconciliation is made 
upon the basis that all the interests will be satisfied by recognizing 
the suggestive word as a trademark and yet permitting the com- 
petitor of the owner of such mark to use freely the variant which 
is the clearly descriptive word. 

Similarly in the case of surnames, the law of many countries 
will not admit them to registration as trademarks, because it 
wishes to ensure fair competition by permitting competitors legi- 
timately having the same surname, now or in the future, to engage 
in the same kind of business with the identical surname. But if 
the claimant has used long and extensively his surname as a trade- 
mark and this has reached the status of a symbol, the law will 
effect a similar reconciliation of the conflicting interests. It will 
recognize and register the surname as a trademark, thus protec- 
ting the owner and the public consumer against deception, and 
at the same time the law will enable a future trader legitimately 
entitled to use the same name in the same kind of business to 
employ his name as a name but to use a different mark. 

The same sort of recognition, reconciliation and satisfaction 
of various interests is involved in other problems of trademark 
law, for instance, in solving the problems involved as between a 
prior user’s and a prior registrant’s right or with reference to 
the use of a well-known trademark on dissimilar products. 

The conflict of the legal theory under which property in a 
trademark is based on priority of use and the theory that such 
property is based on registration, has been generally resolved 
today by the reconciliation of the interests involved through the 
principle of ownership based on uncontested registration for a 
specified period. This is the principle established by the law of 
most countries and this is also embodied in Article 6bis of the 
International Convention for the Protection of Industrial Prop- 
erty. We recognize that what we are seeking to protect is not 
the material sign which serves as a trademark but the good will 
and reputation symbolized by that sign. If follows that the person 
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who first used this symbol or made it known in the market is the 
true owner thereof even though he has not sought its registration 
under the Trademark Law. But if another person without frau- 
dulent intent has adopted the same or a similar mark and obtained 
its registration and the prior user for a certain reasonable period 
fails to object against such registration, the law will no longer lend 
its protection to this negligent prior user. The law will presume 
in such case, and this presumption will generally be correct, that 
the prior user has failed to fix the identity of his product and his 
origin in the mind of the public through his mark, or that he has 
abandoned such mark and he should no longer be permitted to 
divest the more diligent newcomer from the right he has obtained 
by the registration and subsequent use of the same or a similar 
mark. This may give rise to hardships in some cases, if the true 
owner of the mark was not aware of the infringing registration, 
but then he has himself to blame if he neglected applying for 
registration of his trademark during the term when a registration 
becomes incontestable. On the other hand, and because of this 
incontestability provision, the law must protect the prior user 
of a trademark without making unreasonable requirements about 
such user. For instance, it is inequitable to require that the 
prior user’s mark must have been extensively used in the foreign 
country so that it has become prominently recognized, as a 
condition to its protection against a subsequent registrant. Any 
showing that the mark has become known to a part of the 
trade or public in the foreign country by use or advertising 
should be sufficient to protect it against a subsequent appli- 
cant or registrant. To insist on wide recognition of the prior 
user’s trademark is to legalize piracy and imitation. It is a natural 
part of business practice that a foreign manufacturer or merchant, 
before he will decide to incur the expense of registration, will 
want to try the market by some limited use of the mark or pub- 
licity about it. To permit a pirate to claim that he is entitled to 
register that trademark or a confusingly similar mark in his name, 
because the prior user’s mark has not become prominent as yet 
or is not yet widely recognized in that country, is to permit the 
perpetration of a fraud, and a despoliation of another’s property 
right. Here is a problem which the legislative texts cannot solve 
and the proper recognition of the conflicting interests rests on 
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those entrusted with the application of the law, the Patent Office, 
or the Courts, and with their concept of proper moral atmosphere, 
business ethics and fair play. 

How far does fair competition require us to protect a trade- 
mark against its use by others on dissimilar goods? The primary 
function of a trademark is to distinguish the origin or ownership 
of what is being offered for sale. Its scope of protection then is 
measured by the extent of this function. If the mark identifies and 
distinguishes a photographic camera, competitors should not be 
permitted to use the same or a similar mark for photographic 
cameras. Our first Trademark Registration Statutes were drawn 
up with this end in view and to delimit the scope of rights we 
adopted official classifications of goods and required applicants 
to designate the class of goods for which they applied for regis- 
tration. Their act in choosing the class defined and delimited their 
rights, but the right to the trademark as used or as registered ex- 
tended always to similar products. For a long time we struggled 
with the concept of similar products. The Courts in interpreting 
the legislative text and in trying to satisfy the requirements of 
fair competition adopted various criteria for judging the simi- 
larity of products, such as similarity in the nature of the products; 
similarity of outlets through which they were sold; similarity of 
class of customers; side-by-side sale of the products, and the like. 

With the present day concept of a trademark as a guarantee 
of quality and as a species of advertising all of these criteria 
proved unsatisfactory and the concept of similarity of goods is 
not a workable one. When the trademark is a reflector of good 
will and of the reputation of the maker, when it becomes a magnet 
for would-be buyers, when the virtues of a producer and its prod- 
uct have been transmuted into customer acceptance through the 
trademark, what we want to protect is that reflector, that magnet 
and those transmuted virtues whenever they are unfairly used by 
others with no particular reference to the goods concerned. 

Take, for instance, the trademark Konak. This is a reflector 
of reflectors of good will and reputation. It is a magnet for would- 
be buyers. It invites everyone to remember all the agreeable 
things he knows or has heard about the business it represents. 
Another person would want to use such a mark on dissimilar prod- 
ucts for one reason and one reason only: to appropriate to him- 
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self and to his products this magnet and reflector of reputation 
and the value which it represents—a value created by tremendous 
effort and expense and a value consisting in bringing customers 
to buy this second person’s goods without any information as to 
their true worth. The public will inevitably be deceived in seeing 
the trademark KopaK on a watch, for instance, or on a bicycle. 
They will think that the maker of Kopak cameras is now also mak- 
ing watches or bicycles; or that he is somehow related with, or 
responsible for, the making of these watches or bicycles. But 
even though the public is not deceived, the newcomer will obtain 
and undue advantage or will be unjustly enriched by appropriat- 
ing to himself a reputation and a good will in the making of 
which he had no part. And when xopaxk is permitted today to be 
used for watches and bicycles, it will be permitted tomorrow to 
be used for refrigerators and washing machines, hats, shoes, shirts 
and cigarettes and other products. When this happens, a star of 
the first magnitude will gradually have become dimmer and dim- 
mer and the value it represents will have been largely destroyed. 

Thus, the true requirements of fair competition call for a 
different way of weighing the interests at stake than by a mere 
mechanical application of criteria of similarity of goods. We 
rather look at the mark and what it represents in our commercial 
life. We conclude that the whole scheme of interests pressing for 
recognition in the competitive relationship will best be satisfied 
by protecting a mark like kopak against any use by another on 
whatever goods. But we may reach a different conclusion for a 
mark such as sTAR, OF SMITH, Or EAGLE because we know that these 
are marks that have been used in the course of time by manufac- 
turers or merchants for different kinds of goods; that if they are 
magnets for would-be purchasers they are for particular classes 
of goods only; and that the public has learned to distinguish more 
than one kind of product under these marks; and that it will not 
be deceived by the appearance of one more mark of this type on 
a new kind of product. Here also the interest of competitors to 
be able to use certain words or devices because of their effective- 
ness or striking quality must be taken into account in recognizing 
the extent to which such a mark must be protected. 
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The necessity of broad protection without regard to particular 
products is imposed by the requirements of fair competition espec- 
cially when a trademark is also a trade name or a short form of 
designation of a manufacturer’s or trader’s commercial identity 
and reputation. Such marks may be used for particular classes 
of goods only, but they identify and crystallize reputations of such 
wide knowledge by the public that their use by others can only be 
a mark to hide them and their inferior face or to permit a decep- 
tion of the public. 

A very eloquent statement of the position is found in a deci- 
sion of the Indian Registrar of 1952 relating to the well-known 
name PLAYER’s for cigarettes, which was sought to be registered 
by an Indian applicant with respect to coffee. The Registrar said: 

‘**T cannot possibly sympathize with anybody who takes a well- 

known trade-mark and adopts it as his own and uses it as his 

own merely because the goods are of a different description 

. .. The Tribunal will not give any kind of assistance and 

official sanction to a practice which deserves condemnation. 

I have no doubt that the arm of the law is sufficiently long to 

reach and deal with persons who pilfer the goodwill of well- 

known business concerns in the manner in which the applicants 
in this case have done.’’ 

Licensing of the use of trademarks involves a similar recog- 
nition and satisfaction of conflicting interests, claims and demands. 
To understand the problem fully, we must consider certain essen- 
tials. We use the expressions ‘‘owner’’ and ‘‘ownership’’ of a 
trademark, but we do not really mean property in a word or 
symbol, as such. We would laugh at a person who would tell us: 
‘‘T own the word gacte and I forbid you to use it’’, but we would 
not dispute the right of manufacturer A who uses the word BacLe 
on a pencil to forbid the use of this word on pencils made by B. 
It is when the word or device symbolizes a business good will 
that the attributes of property attach to it. The use of the word 
EAGLE by others on pencils would be a representation that the 
pencils so marked were made by A when they were made by B. 
When a trademark is transferred by A to B, what is transferred 
is not the word as such, but the business or good will attached to it. 

But there is no magic in the words ‘‘business”’ or ‘‘ good will’’. 
Only analysis of each situation will disclose what the good will or 
business consists of. The trademark may have the meaning that 
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the article bearing it is exactly like every other article bearing 
such mark; or that the article was manufactured by a certain 
person; or that it was prepared according to a person’s specifica- 
tions and under his supervision; or that it has been tested by a 
certain person; or that it was selected by such person; or that a 
person warrants the article to be of a standard, quality or fit for a 
particular purpose; or that it has certain qualities suggested by 
the mark, etc. Thus, there is a guarantee function and an adver- 
tising function present as well as the function of indicating origin. 
The important thing is that whatever function the mark has should 
be preserved so that there will be no deception of the public by 
the use of the trademark. 

It is this realistic conception of trademarks and their function 
which explains the present general recognition of the system of 
licensing of trademarks under proper control and supervision 
by its owner. The public in such case is not led to purchase a 
product other than the one suggested by the trademark. 

In international trade particularly, licensing of trademarks 
is an instrument for facilitating investment, communication of 
know-how, and technical cooperation between manufacturers and 
development of local industry. Owners of trademarks who have 
established a good will and reputation in their country and abroad 
may more readily be induced to make arrangements with foreign 
manufacturers, giving them know-how and the fruits of technical 
information and higher standards of manufacture and processing 
of products and equipment, developed at great expense and after 
long research, if they may also license the use of their trademarks 
so as to obtain the benefit of an increased reputation and good will 
for such marks. If the standards and specifications of those foreign 
products made by the licensee are equivalent to those of the trade- 
mark owner, all of the interests are recognized and satisfied— 
those of the trademark owner, of the competitors, of the consuming 
public, and of the State which receives the benefit of increased 
industrial development for its national economy. 

The establishment of fair competition in the market place is 
not exhausted by the protection of technical trademarks only. 
Trademarks are one of the visible manifestations of the under- 
lying property which we are seeking to protect and which is good 
will. But good will may be symbolized in many other ways—what- 
ever enables the consumer to select the product he wants. 
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Various contrivances are used by manufacturers or traders— 
names which are not technical trademarks, labels, get-up of goods 
or packages, shapes of containers, ornamentation of articles, and 
numberless other components which identify one person’s goods 
from those of another. The common saying: ‘‘ Your face is famil- 
iar, but I can’t remember your name’’ has a common application 
to the products we buy. We do not remember the name of the 
manufacturer or even the word trademark, but we do remember 
a particular picture or color device or general appearance of the 
product. 

These items, just as much as a trademark, establish that mental 
impression by which we recognize an article of commerce. They 
create that collective friendliness, the element which makes to- 
morrow’s business more than an accident and which we call good 
will and to which the consumer’s friendliness is directed. In- 
fringers, being ingenious as they are unscrupulous, recognize that 
it is unsafe to counterfeit a trademark and usually direct their 
attention to imitating or copying these other manifestations of 
good will. But deception is just as surely established by imitation 
of these elements as by the counterfeiting of a trademark. And we 
have recognized that the theft of a man’s business or good will, 
however it is done, is just as morally wrong and legally indefensible 
as the stealing of a man’s purse or his coat. 

It must be accepted as a fact that all successful articles are 
imitated; that every success breeds parasites which prey upon it. 
It is just a normal phenomenon as is the fact that we catch colds. 

Moreover, such thefts of good will by imitators are contagious. 
There are hundreds of potential infringers in every line of business 
and when they see that one of them is not molested, it breeds a 
sense of security and others follow. If a pickpocket would go un- 
molested or not interfered with by police, pickpocketing would be 
more generally practiced. Counterfeiting of money is so rare, 
because it is generally known that the counterfeiter is caught and 
punished sooner or later. The same policy is called for in case 
of thefts of good will. 

The social interest for ensuring legal order, the interest of 
the public not to be deceived, the interest of the owner of the good 
will and the interest of competitors—all require vigorous and 
relentless action against such infringers. But it is not only moral 
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and legal considerations which compel this. Even more important 
are economic considerations. 

First, those who engage in unfair competition activities rarely 
succeed in really establishing a prosperous business for them- 
selves. They cannot create an independent good will of their own. 
Effective disguise never reveals the person under it. If the imita- 
tion is good, the imitator gets no credit. This goes to the maker 
of the genuine product. If the imitation is bad, it will not long 
survive. In the final resort, a successful business can only be 
built on creative effort and on ethical conduct. The imitator is 
usually deficient in these two essentials. 

Secondly, the country which tolerates unfair trade can never 
build for long a prosperous national economy. That country can 
never succeed in developing creative industry and productive 
economy. Every creative effort by intelligent manufacturers and 
traders is handicapped and finally discouraged by imitators and 
unfair traders. National industry finds no incentive to improve 
the standards of its products and finds it more advantageous to 
make cheap and inferior products which render unfair competi- 
tion and imitation more difficult or less remunerative. 

This is even more true and indeed more serious with respect 
to the foreign trade of a country tolerating unlawful imitation 
and unfair competition. This country may obtain a temporary 
advantage from being able to export cheap imitations to foreign 
countries. But soon enough such exportation will be harassed 
and stopped in its development by the action of those who will 
not tolerate the unfair competition. But more than that. This 
may hurt and destroy a large part of the good and honest foreign 
trade of the same country by creating a deleterious effect upon 
the good will of the country’s industry or trade as a whole in 
foreign countries. An eloquent example of this is the following. 
Certain unscrupulous manufacturers in a certain country, which 
shall remain unnamed here, have been exporting to a country on 
the Persian Gulf certain goods under trademarks and get-up which 
constituted flagrant imitations of the trademarks and get-up used 
by a well-known manufacturer of a third country. The latter 
manufacturer brought criminal proceedings in the country of im- 
portation and succeeded in obtaining a criminal conviction of the 
local merchant selling the imitations to six months imprisonment. 
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The publicity concerning this conviction made merchants in that 
country of importation loathe to deal with any goods originating 
from the exporting country for fear that any other goods may be 
spurious and this ruined the good will of the importing country’s 
trade in general. The conclusion, therefore, is that an unsavory 
reputation of one class of exporting manufacturers of a country 
in foreign trade may affect the whole foreign trade of that 
country and may ruin efforts of years to build up a foreign trade 
by respectable and able manufacturers and exporters. 


The experience of those dealing with unfair competition in 
national or international trade is that the difficulties which arise 
owe their source not so much to the lack of legal provisions making 
acts of unfair competition illegal, but to the inadequacy of legal 
remedies provided, or to the tedious formalism with which those 
entrusted with the enforcement of existing legal provisions ap- 
proach these problems which are essentially practical and ethical. 
This is why it was suggested previously that the spirit more than 
the letter of the law must guide the courts and the enforcing 
agencies; also the understanding that, as a great Justice of the 
Supreme Court of the United States said, in this field ‘‘the primary 
fact is that the law makes some rudimentary requirements of good 
faith’’; and lastly the determination to recognize the interest 
involved and try to satisfy them with the least sacrifice and waste 
of any interest. 


It took a long time and much labor on the part of legislators, 
the jurists, and the Courts to establish the law which deals with 
these cases, which we call unfair competition. And the struggle 
of the law is still continuing. We have generally in all countries 
crystallized the principle in a single sentence—no one has any 
right to sell his goods as the goods of another. It is of no con- 
sequence what the means are by which this false representation is 
carried out. This may be a deceptive use of geographical names; 
the deceptive use of personal names; the imitation of the appear- 
ance and color of labels; the imitation of the form and peculiar- 
ities of packages; the deceptive use of devices by which goods 
may be known; the refilling of distinctive genuine packages with 
spurious goods; oral false statements and silent substitution; 
deceptive advertising; etc. 
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A study of the history of the law will show that the applica- 
tion of this principle against unfair competition or passing-off 
has been laborious and unsteady. The infringer or imitator has 
always been a little ahead of the legislators or the Courts. By 
the time the legislation or judicial machinery arrives at a place 
where the pirate was yesterday, ready to deal with him, he has 
moved forward and is still a little ahead—at a place where the 
law will reach him tomorrow. 

Unless unfair competition is to be given a broader meaning 
than mere passing off or false representation, the unfair trader 
will still maintain his lead. This broader meaning encompasses 
any acts which are unfair placing the emphasis on the element of 
unfairness rather than that of competition. We have begun to 
realize that business should be conducted as games are played 
among gentlemen—not only in accordance with the letter of the 
rules but with a proper sense of sportsmanship. In business as in 
ordinary affairs of life there are things which decent people will 
not do. 

For many years past, the International Chamber of Com- 
merce, through its International Commission of Industrial Prop- 
erty, has labored to achieve agreement for the preservation and 
development of economic relationships among nations along lines 
which promote fair competition on the international market. Such 
subjects as the protection of translations of trademarks, unauth- 
orized registration by foreign agents or representatives, uniform- 
ity of concept of trademarks through definition of rules and ex- 
ceptions of registrability, assignment of trademarks without the 
good will of the business, licensing of trademarks under proper 
control and supervision, protection of well-known marks and 
marks of great reputation, definition of unfair competition acts 
and suppression of false indications of origin—all of these sub- 
jects are considered by our organization in the light of the goals 
and the challenge of a free world to the achievement of high eco- 
nomic development, and which are: 

(1) to preserve the quality of permanence of international 

trade; 


(2) to remove crippling obstacles to individual energy and 
private initiative ; 
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to recognize that law must be stable and yet it cannot 

stand still; 

to expand human resources and build on creativeness 

rather than on wasteful imitation; 

to think from a long-term and lasting effects point-of- 

view rather than the immediate and temporary benefits; 

(6) to harmonize the individual good and the social good. 

It is with this view that we best conceive the part that may be 
played by industrial property in the massive problem of a healthy 
world economy. 


eT Oy a 
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MA PERKINS RIDES AGAIN 
By Erastus S. Allen* 


Of course everybody knows who MA PERKINS is, and has for a 
long time. Probably in the whole history of the Trademark Divi- 
sion no person, living, dead or fictitious, has been so consistently 
and repeatedly battered down as MA PERKINS. But since she is an 
entirely fictitious person, she has taken it with her chin up. Now 
she ‘‘rides again.’’ 

She first incurred the disapproval of the Trademark Division 
in the case of Procter d Gamble v. Weiss Noodle Company, Oct. 14, 
1942, 55 USPQ 195, 33 TMR 45. Strangely enough the syllabus 
of that case begins with the statement: ‘‘ma PERKINS is not a fic- 
titious name but is name of an individual.’’ 

This is ‘‘dis-unexplained’’ later in the decision as follows: 

‘‘MA PERKINS is the name of a radio character who has 
been on the air at frequent intervals for many years pre- 


senting a program of interest to women, the primary purpose 
of which is to advertise opposer’s oxyDoL soap product.’’ 


The Courts however, were more generous with Mma since 
against this same Weiss Noodle Co. on Oct. 27, 1942, the Cuyahoga 
County Common Pleas Court issued an injunction wherein it is 
held: 


‘‘The Court further finds that the plaintiff, The Procter & 


Gamble Company, is entitled to the sole right to the use of 
the name Ma PERKINS to the exclusion of all others.’’ 


Further the District Court of the United States for the 
Western District of New York, in The Procter &d Gamble Company 
v. E. John Lucas and Ma Perkins Pies Inc. was also generous. It 
found: 

‘that plaintiff is now doing and for the past seven years has 
done business under the name and mark Ma PERKINS; that 
plaintiff has created a valuable reputation and good will em- 
bodied in and dependent upon the name ma pERKINS—the de- 
fendant was given until May 15, 1941 to change the corporate 
name to one entirely dissimilar to MA PERKINS.”’ 


* Partner in the firm of Allen & Allen, Cincinnati, Ohio, Associated Member USTA. 
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But the Court findings had no effect on the Trademark Divi- 
sion. It held in the Weiss Opposition: 

‘‘It may be, as opposer insists, that applicant is attemp- 
ting to trade upon Opposer’s good will, but that is a matter 
with which the Patent Office is not concerned.’’ 

An application was filed on Nov. 24, 1945, to register Ma PER- 
Kins under the Act of 1905 for Radio Scripts sold as publications. 
Use was claimed since August 31, 1933. 

This application was refused as comprising the name of an 
individual. The Examiner apparently went as far as the syllabus 
heading in the Weiss Noodle case, for he held: 


‘“wA PERKINS was held to be the name of an individual in 
Procter and Gamble Co. v. Weiss Noodle Company, 55 USPQ 
195, (33 TMR 45).”’ 


Had he read further he would have seen that this syllabus title 
was not justified by the decision. 

By that time the new 1946 Act had come into effect and the 
pending trademark application was changed under Rule 41.1 to 
a Service Mark application. This amendment was mailed Nov. 
14, 1947. The services were stated to be: ‘‘Radio Entertainment 
Service, For Entertainment and Promoting the Goodwill of Water 
Soluble Cleaners, Cleansers and Detergents. 

Six months later, May 4, 1948, a notice of receipt of the amend- 
ment was received, advising that it would be placed on the Exam- 
iner’s docket to be reached for action in regular order. That 
regular order was August 27, 1948. 

The service mark application was refused on the grounds: 

‘*1, That it was the name of a particular living individ- 
ual whose consent was not of record. 

2. That it was the title to a radio program advertising 
its goods and as such was not deemed subject to registration 
as a service mark.”’ 

As if predicting the unfortunate future of this application the 
Examiner stated: 


‘Tf applicant desires to prosecute this application further 
the following informalities should be corrected.’’ 


Of course, applicant did desire to prosecute the application 
further. A new declaration was required. The statement of serv- 
ices was amended to read ‘‘Radio Entertainment Services.’’ 
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The application was again rejected this time because: 

‘‘the claimed entertainment services are deemed to be 
merely incidental to and a part of the advertising of the 
applicant’s products.’’ 


About that time the Trademark Division passed for publica- 
tion a whole series of radio titles for: 


‘‘Services rendered through the medium of a series of 
dramatic radio programs.’’ 


Some of these service marks which were registered were: 
GRAND OLD opry, Published 4-18-50 
DUFFY’S TAVERN - 6-26-49 
THE SHADOW a 8-12-50 


A long argument was prepared based on what appeared to be 
a change in policy and attention was called to other radio program 
titles which had been registered, but this telling and effective 
argument accomplished exactly nothing. The Examiner still held: 


‘‘The attorney charges that the ‘Patent Office interpre- 
tation is highly discriminatory’ since it permits registration of 
marks for entertainment services which promote the sale of 
services, but denies registration of such marks which promote 
the sale of goods. But the statute itself requires that a 
servicemark shall be used in the sale or advertising of the 
applicant’s services, and when the applicant is selling goods 
rather than rendering services, it appears clear that the mark 
so used does not qualify as a service mark. Had it been the 
intent to provide in the statute for the registration of titles 
of radio programs as such, this could readily have been done, 
but the Congress has provided that the titles of radio pro- 
grams may be service marks, and therefore to be registrable 
they must measure up to the requirements for a service mark. 

The Examiner has not taken the view that only titles of 
radio programs which do not have a sponsor may be regis- 
tered. For example the case cited by the attorney, Registra- 
tion No. 517,546 for purry’s TaAvERN. That case is clearly dis- 
tinguished from the applicant’s, for in that case the mark 
was used in the advertising of services rendered by the 
applicant and the claimant of the mark.’’ 


Since applicant by this time was worn down by a complete 
lack of understanding of its position and repeated criticism of a 
word here, a word there, and had already filed three supplemental 
oaths, a final rejection was requested. 
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This final rejection came seven months later. It was crisp 
and characteristic of the attitude of the Trademark Division. It 
held: 

‘‘Responsive to communication filed January 10, 1951. 


The Examiner has carefully reviewed the record in this 
case, however, it appears therefrom that the applicant is en- 
gaged in the manufacture and sale of goods and that the 
mark sought to be registered is used in the advertising of 
these goods which is not deemed service mark use. Moreover, 
the claimed service as evidenced by the specimens filed is 
believed to be merely a vehicle which the applicant employs 
to advertise its goods and as such is not considered a service 
within the meaning of the statute. 

In view thereof and the reasons of record, registration 
is again refused and this refusal is made FINAL.”’ 


In the Notice of Appeal, the last ground of appeal was: 


‘*5. The Examiner erred in not interpreting the pro- 
visions of the statute Sec. 45, ‘and includes without limitation 
the * * * character names and distinctive features of radio or 
other advertising used in commerce’ as entitling applicant to 
have its application passed for publication.’’ 


Applicant thought at last he was out from under what he 
considered the prejudiced view of the Primary Examiner who 
had been rejecting the application. A very careful brief was pre- 
pared. The history of the act was developed and it was attempted 
to emphasize that Congress meant to permit the registration of 
radio titles as service marks. 


The author had been perplexed and annoyed by this consistent 
lack of what he considered realism in interpreting the last clause 
of the definition of service mark. To him it was clear that Con- 
gress had meant to permit the registration of the titles of radio 
programs as service marks. In fact as early as 1949, he had writ- 
ten an article in The Trade-Mark Reporter particularly empha- 
sizing what seemed to him an obvious misinterpretation of the 
statute. The article appears in 39 TMR 973. 

No one else seemed particularly upset by what he thought 
was a narrow, warped interpretation of the service mark defi- 
nition. In the 1949 article he had said: 


‘*T feel like a lone voice crying in the wilderness.”’ 















Vol. 45 T. M. R. 





THE TRADE-MARK REPORTER 


But now the time had come. He could advance the complete 
argument in his brief, and he proceeded to do this in a fifteen 
page memorandum. 

The Examiner’s statement was eleven pages long. This 
statement took the author’s brief and almost paragraph by para- 
graph challenged every single statement and argument which had 
been made. But when it came to explaining the effect of the words 
‘‘without limitation’’ in the definition of Service Marks, no at- 
tempt at explaining these words was made. 

The argument was made at oral hearing, and the author waited 
expectantly and continued to wait for almost a year. Then he 
received the decision. It was by the Examiner in Chief. He read 
the last page first: ‘‘The decision of the Examiner is affirmed.’’ 

Anyone who reads the Examiner in Chief’s decision, 97 
USPQ 73, 43 TMR 747, will be impressed with the thoroughness 
of the argument except that it seems to lack a realistic approach. 
The author’s comment on the decision is that it appears that some 
assumed and different facts were brought in, and the case decided 
on an assumed and unrealistic state of imaginary facts. 

To show what is meant, excerpts of one part of the decision 
is typical: 

‘* Applicant’s position is that the title of a radio program 


is registrable merely because it is the title of a radio pro- 
gram, without anything further.’’ 


The applicant had never stated this to be its position. 


6é * * *# 





Section 45, relating to construction and definitions, con- 

tains a definition of service marks reading as follows: 
‘<The term ‘service mark’ means a mark used in the sale 
or advertising of services to identify the services of one 
person and distinguish them from the services of others 
and includes without limitation the marks, names, sym- 
bols, titles, designations, slogans, character names, and 
distinctive features of radio or other advertising used in 
commerce.’’ 


This definition is considered in two parts, the first part 
reading ‘The term ‘service mark’ means a mark used in the 
sale or advertising of services to identify the services of one 
person and distinguish them from the services of others’ 
(which parallels the definition of trademark), and the second 
part reading ‘and includes without limitation the marks, 
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names, symbols, titles, designations, slogans, character names, 
and distinctive features of radio or other advertising used in 
commerce.’ Applicant’s position is that the words ‘without 
limitation’ in the second part of the definition mean that this 
part is not limited by the first part of the definition. In other 
words, the second part of the definition is an independent 
provision not limited in any way by anything previously 
stated. With this interpretation the second part of the de- 
finition would mean that ‘the marks, names, symbols, titles, 
designations, slogans, character names and distinctive features 
of radio or other advertising’ may be registered as service 
marks, without regard to whether they are marks used in the 
sale or advertising of services to identify the services of one 
person and distinguish them from the services of others. 

The phrase ‘the marks, names, symbols, titles, designa- 
tions, slogans, character names, and distinctive features of 
radio or other advertising’ may for convenience be referred 
to as equivalent to ‘advertising features and devices,’ and 
applicant’s position is that advertising features and devices, 
whether used for goods or not, can be registered as service 
marks.”’ 

‘‘While the paragraph is not free from an element 
of obscurity and doubt, applicant’s interpretation of the 
definition can not be accepted for several reasons. 

An interpretation, just as logical as applicant’s inter- 
pretation, of the words ‘without limitation’ would be 
that they were inserted to avoid the application of the 
maxim of statutory construction ‘expressio unius est 
exclusio alterius’, or perhaps ‘ejusdem generis’, to the 
items which follow these words. The listing of a number 
of items in a statute may be interpreted as excluding 
other items not mentioned in the list, and the words 
‘without limitation’ would then merely have the effect 
of preventing the list from being considered limitative.’’ 


What that last paragraph meant goes far beyond the author’s 
comprehension. 

There was nothing else that could be done in the Patent Office 
and encouraged by the decision in the District Court allowing the 
registration of THE FATE OF A FABRIC HANGS BY A THREAD an appeal 
was taken to the District Court of the District of Columbia. That 
case was never tried because with the change in the philosophy 
of considering service marks as expressed by the Assistant Com- 
missioner in charge of Trademarks in the decision in Ex parte 
Handmacher-Vogel Inc. 98 USPQ 413, 44 TMR 191, in which 
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WEATHERVANE was allowed as a service mark, there came an oppor- 
tunity for a trial balloon. 

Along about Jan. 18, 1949, The Procter & Gamble Company 
incorporated a subsidiary, Procter & Gamble Productions, Inc., 
to handle as a separate organization all activities in connection 
with radio and television programs. That corporation owned all 
the radio and television programs and, of course, one of the things 
it owned was the title to the ma PERKINS radio program. And, of 
course, being a distinct legal entity, it dealt only in radio and 
television matters, and it sold no goods. So despite the fact that 
there was an appeal pending in the name of The Procter & Gamble 
Company, a new application was filed in the name of Procter & 
Gamble Productions, Inc. Continuity of use of the title by succes- 
sion from its predecessor formed the basis for an application to 
register MA PERKINS as a secondary meaning mark. 

This application went through the Office without rejection. 
The mark Ma PERKINS was passed for publication and published 
in the Official Gazette of May 2, 1955, page TM 37, for Entertain- 
ment Services Rendered Through the Medium of a Series of Dra- 
matic Radio Programs, and so MA PERKINS rides again. 

The ascent of this trial balloon was completely successful. 
It did not take an amendment to the trademark statutes to make 
it so. 

It is the author’s opinion that the Examiner in Chief in his 
decision in the original MA PERKINS case merely decided an im- 
portant case the wrong way, and that the present philosophy as 
to the allowability of the titles of Radio and Television Programs 
as service marks may be summarized as follows: 

The sponsor who produces a radio or television program plans 
to have the program entertain listeners or viewers. He knows 
that unless the program does this it will not be seen or heard by 
very many people and the expenditure of any money to continue 
it would be foolish. The advertising agency takes the strictly 
entertainment program and works out the script for the announce- 
ments where the trademarked goods of the sponsor are advertised. 
Arrangements are then made with the broadcasting company and 
the program goes on the air. The Courts have repeatedly held 
that radio or television broadcasting is interstate commerce so no 
matter who applies for registration of the title of the program 
there is no use of the title except in interstate commerce. 


la te ical SR 8 Ste errata degre ans SDE 


EER 





Vol. 45 T. M. R. MA PERKINS RIDES AGAIN 643 
<element 


Let us consider the position of the sponsor-producer. His 
dealings are only with the advertising agency. The advertising 
agency may deal with the sponsor and the Broadcasting Company 
only in an intrastate capacity and nothing having any bearing on 
the advertising services of the agency is involved. 

Under former practice, if the advertising agency applied for 
registration of the title as a service mark, the registration would 
be granted for advertising services, but if the sponsor applied, 
the registration would be denied on the grounds that the services 
were merely incidental to the advertising of the Sponsor’s 
products. Yet, the actual service—that of entertainment would be 
the same. 

However, the controlling facts are self evident. The title 
identifies and distinguishes a radio or television program, which 
is an entertainment service pure and simple, and it is the title 
which is used in interstate commerce. It neither identifies the 
service rendered by the advertising agency nor the service of the 
performers on the program. It identifies and distinguishes the 
program itself. 

The sponsor pays for the arrangements and for the enter- 
tainment service and if anybody has a right recognizable in law 
and equity—the sponsor,—not the advertising agency owns it. 
Under the former practice the registration would issue for an 
advertising service which the title does not identify or distinguish 
and for a service which may not be rendered in commerce and to 
someone other than the owner. 

Suppose the advertising agency which had obtained the regis- 
tration under former practice should sell the program to a trans- 
portation company, and the transportation company by assign- 
ment acquired the Service Mark registration of the title. The 
owner of the registration then would be engaged in interstate 
transportation services owning a registration for advertising 
services neither of which had anything whatever to do with the 
entertainment services which are actually rendered. 

As to past practice, the query naturally arises: How can the 
Trademark Division require, in connection with registration of 
radio titles (which are under the statute registrable ‘‘without 
limitation’’) that the applicant be engaged in rendering a 
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‘‘service’’, i.e., advertising agency, insurance company, trans- 
portation company, etc., when the program title identifies the 
entertainment service resulting from the program itself, rather 
than the advertising, insurance, or transportation service? 

It would seem that the question in these cases should properly 
be resolved by a determination of the ownership of the property 
right in a title identifying an entertainment service. 


| 
| 
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PROTECTION OF INDUSTRIAL PROPERTY RIGHTS ABROAD 
By F. E. Ahern 


As a part of its international trade promotion program, the 
International Trade Development Division, Office of Intelligence 
and Services, Bureau of Foreign Commerce, U. S. Department of 
Commerce, collects and disseminates information concerning the 
protection of industrial property rights in all of the countries 
of the world. This material, which includes copies of laws govern- 
ing patents, trademarks, and copyrights in many countries, is 
available on a loan basis to trade associations, attorneys, and 
other interested inquirers. The information also includes current 
changes in the laws and regulations concerning industrial prop- 
erty, as reported by the Foreign Service of the United States. 

As part of its program for the dissemination of this informa- 
tion, the International Trade Development Division is now pre- 
paring and publishing studies on patent and trademark regulations 
on a country-by-country basis. As of May 1, seven of these ‘‘coun- 
try studies’’ had already been published, while others were in 


progress. The published studies cover Colombia, Japan, Mexico, 
Hong Kong, Guatemala, Ecuador, and Argentina. These publica- 
tions, issued in part 2 of the World Trade Information Service, 
are available from the Superintendent of Documents, U. 8S. Govern- 
ment Printing Office, Washington 25, D. C., or through any of the 
33 Field Offices of the U. S. Department of Commerce, for 10 cents 


a copy. 
In individual cases of infringement or unfair trade practices, 


the Division will, on request, forward details to the appropriate 
Embassy or Consulate and request that a complete investigation 
be made regarding the activities complained of and that steps 
be taken, as indicated, in an effort to effect discontinuance of such 
unfair activities. In addition, the Foreign Service may be requested 
to discuss specific cases with the appropriate authorities of the 
foreign government concerned, with a view to obtaining coopera- 
tion, so that United States interests will be safeguarded. Also, 
efforts are made through bilateral commercial treaty or through 
adherence to some existing trademark or patent convention to 
give effective protection to United States nationals in the country. 


* Chief, Industrial Property Rights Section. 
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When the Division receives information that an application 
has been filed for the registration of a generic term as a trade- 
mark, the Embassy or Consulate is requested to enter opposition 
to the registration. In such cases, it is important that the name 
of the applicant for such registration, the application number, the 
date of filing, and the class or classes of goods be furnished. It 
is also important that the matter be referred promptly to the 
Division, since the time limit for filing opposition in many 
countries is 30 days. 

The International Trade Development Division is not in a 
position to advise on step-by-step procedures in obtaining indus- 
trial property rights abroad, nor does it maintain data on fees, 
taxes, and other costs incident to obtaining or maintaining such 
rights. 


Persons wishing to acquire industrial, literary, or artistic 
rights in foreign countries should consult an attorney. The latter, 
through his associates abroad, should be able to obtain all neces- 
sary information on how to acquire and maintain such property 
rights. He should also be in a position to prepare the application 


and other pertinent data and can advise respecting the legalization 
of documents, costs of registration, taxes imposed, and so on. 

A list of attorneys in any specific country is available for $1 
a copy from the Commercial Intelligence Division, Bureau of 
Foreign Commerce, U. S. Department of Commerce, Washington 
25, D. C., or any of the Department’s Field Offices. 
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KOREAN TRADEMARK LAW 
By Soon Yung Cha* 


The Korean Trademark Law was passed by the Korean 
National Assembly and came into force on November 28, 1949. 
This law was modelled on the Lanham Act and the German Trade- 
mark Law, but there are some important differences. 

The Republic of Korea is not a member of the International 
Convention, but it is making a treaty of commerce and navigation 
with the United States. 

I hope this short article will be helpful to those who register 
their trademarks in Korea. 

Definitions 

A ‘‘trademark’’, as defined in Art. 1, signifies a symbol, 
character, or device, or any combination thereof, used in com- 
merce by a man who makes a business of producing, manufactur- 
ing, working, certifying or selling, for the purpose of distinguish- 
ing the goods from those of others. A trademark thus indicates the 
origin of the goods. 

In order to be registrable, a trademark must be distinctive, and 
not descriptive, geographical, or a proper name. 

In addition to a trademark, there is a service mark which dis- 
tinguishes services performed by the owner of the mark. 

A ‘‘service mark’’ signifies a mark used by some person in 
order to distinguish or identify his services to the public. 

The provisions relating to trademarks apply, mutatis 
mutandis, to the service marks. 

Trademarks identify and distinguish goods produced or sold; 
service marks identify and distinguish services rendered. 


Unregistrable Marks 
Art. 5 of the law states what cannot be registered. The pro- 
vision reads as follows: 
A trademark cannot be registered if it— 

1. Comprises or is similar to the flag or insignia of Korea, 
or military colors, decorations, badges, medals, coats of 
arms of Seoul Municipality or any province, flag or in- 
signia of any foreign nation, or the emblem of the Red 
Cross or its name. 


* Former Commissioner of the Korean Patent Office, partner in the firm of 8. Y. 
Cha & Co., Seoul, Korea. 
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Comprises matter which may disparage or falsely sug- 
gest a connection with nations, peoples or organizations 
or bring them into contempt or disrepute. 

Comprises a mark containing a figure the same as or 
similar to a prize medal, honorable mention, certificate of 
merit awarded by an exposition officially held or recog- 
nized by a government in a foreign country or by an ex- 
position held by the government or by sanction of the 
government, excepting in the case of such a prize medal, 
honorable mention or certificate of merit being used by 
its recipient as a part of his mark. 

. Comprises immoral or scandalous matter. 

Comprises or is similar to a mark commonly used on 
goods the same as or similar to the subject of the 
application. 

. Comprises a mark which is merely descriptive of some 
quality of the goods, or which includes pictures of the 
goods with which the mark is used. 

Comprises a mark which is merely a geographical term 
or map or abbreviation or symbol. 

Comprises a mark which is likely to cause confusion or 
mistake or to deceive. 

Comprises matter which may disparage persons, living 
or dead, or falsely suggest a connection with them. 
Comprises the name, denomination, trade name, portrait, 
signature, or seal of another person, except with the 
written consent of such person. 

. Comprises or is similar to a registered trademark of 
another person upon the same or similar goods. 

. Comprises or is similar to a trademark of another person 
upon the same or similar goods where the registration 
of such trademark has not lapsed for more than a year, 
except when such trademark has not ben used for a period 
of more than a year prior to its having lapsed. 


Associated Marks 


A trademark similar to another trademark belonging to the 
same person and which is to be used for the same person or similar 
goods, is registered only as an associated trademark. (Art. 5). 


Colors, Series of Marks, Certification Marks & Collective Marks 


Colors, series of marks, certification marks and collective 
marks are not mentioned in the Korean Trademark Law. 
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Foreign Trade Marks 

A foreigner who has neither a domicile nor an establishment 
in Korea is also entitled to registration if he is a national of a 
country which, by treaty, convention or law affords to citizens of 
Korea the right to possess such right without having a domicile 
or an establishment in the country where protection is claimed. 
(Art. 6). 

Acquisition of Rights 

A trademark right is not acquired by use, but by registration. 
In this respect the Korean Law is entirely different from the 
American Law. Use is only a condition precedent to obtain reg- 
istration. Registration creates the rights in a trademark which 
the court protects. Only registration gives the exclusive right to 
the owner of a trademark to use the mark and gives rights to the 
owner to recover all the profits realized by the infringer and any 
damages actually sustained by the owner. 


Application for Registration 
He who has used a trademark in commerce may file an appli- 
cation to register his mark in the Patent Office. The owner may 
file and prosecute his own application for registration, or he may 
be represented by an attorney. 
A complete application for registration comprises: 
1. A written application. 
A description of the mark. 
Certificate of nationality. 
Certificate of incorporation (if applicable). 
Power of attorney. 
Five prints of the mark. 


An electrotype of the mark (length or width not over 
10 em). 


1 Sm SS fe 


Documents are to be drawn up in the Korean language. 
A power of attorney, certificate of nationality and other docu- 
ments drawn up in a foreign language must be accompanied by 
a translation thereof. 

In addition to the above requirements, the applicant, if not 
domiciled in Korea, must appoint a patent attorney who is resi- 
dent in Korea and is registered to practice before the Patent 
Office. 
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Classification of Marks 

For convenience in administering the registration of trade- 
marks, goods are classified into 53 classes, and services are classi- 
fied into 12 classes. 

Each applicant, subject to the classification, is to designate 
the goods on which the trademark is to be used. A single appli- 
cation may include only goods in one class. If the goods are 
included in more than one class, a separate application must be 
filed for each class. 

Disclaimer 

There is no provision for disclaimers in the Trademark Law, 
but in the Trademark Rules of Practice provision is made for it. 

The National Legislature struck out an article for disclaimers 
in a bill, and the writer was obliged to provide for it in Trade- 
mark Rules of Practice. However, it should be prescribed in the 
Trademark Law. 

Applications for Interference 

Where there are two or more applications for registration 
of the same or similar trademarks, registration shall be given only 
to the earliest user. 

When there are two or more applications for registration and 
it is difficult to ascertain the fact of the applicant’s earliest date 
of use of the trademark, registration shall be granted to the first 
applicant. 

Applications are filed for interference the same day, and pri- 
ority is awarded to one applicant by mutual agreement, other- 
wise by lot. (Art. 3). 

The provision that priority in such cases is to be decided by 
lot was passed by the National Legislature over the strong oppo- 
sition of the writer. 

Appeals 

Every applicant, upon final refusal by the examiner in charge 
of trademarks or whose mark has been refused registration twice 
by the examiner, may appeal to the Judgment Section in the 
Patent Office. 

If the applicant is dissatisfied with an appellate judgment, 
he may appeal to the Supreme Court within 40 days from the date 
of receipt of a copy of the appellate judgment, provided that the 
errors alleged are, that the appellate judgment was contrary to 
the provisions of the law or regulation. 
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Duration and Renewal 
The registration of a mark remains in force for 10 years 
from the date of registration and thereafter may be renewed for 
the same term. (Art. 17). 


Assignment 

A trademark is assignable only in connection with the good 
will associated with the mark. 

The succession to a registered mark may not be set up against 
third persons unless registered. If an assignment is not recorded 
within one year of the date thereof, the registration shall be can- 
celled, except in cases involving an inheritance of a mark. 

In the case of joint ownership, none of the joint owners 
can transfer this share without the consent of all other joint 
owners. 

Associated trademarks cannot be transferred separately. 
(Arts. 16 & 23). 

Opposition 

There is no provision for opposition in the law. Marks are 
published in the Official Gazette after registration. However, a 
procedure for cancellation or invalidation of the registration is 
permitted under some circumstances. (Arts. 23-26). 


Cancellation and Invalidation 
A registered trademark can be cancelled by an administrative 
trademark suit: 

1. If the registrant tacitly permits another person the use 
of a trademark the same as or similar to his trademark. 

2. If the trademark is not used in commerce for more than 
one year after its registration, except in the case of an 
associated trademark having been used. 

. If the registrant uses his registered mark after purposely 
making such an addition thereto, or alteration therein, as 
is liable to cause a mistake or confusion of goods. 

. If an assignment is not recorded within one year from the 
day of the transfer except in cases involving an inherit- 
ance of a mark. 


Sometimes, despite the care taken in the examination of the 
application, a defective application is allowed by the examiner. In 
such case the registration remains in force. 
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When such a defect has been discovered, it is desirable to 
cancel such registration. When the registration has been can- 
celled, it shall be deemed that no registration existed ab initio. 
In order to insure fairness and thoroughness, such cancellation 
can be made only by an administrative trademark suit. We call 
it the trial for invalidation. The law sets out specific grounds 
for invalidation. (Art. 24). 

After the expiration of 4 years from the date of registration, 
no trial for the invalidation of a registration may be brought 
on the following grounds: 

1. That the registered mark may disparage persons, living 

or dead, or falsely suggest a connection with them. 

2. That the trademark is the name, denomination, trade name, 
portrait, signature, or seal of another person, except 
with the written consent of such person. ; 

. That the trademark is similar to a registered trademark 
of another persons upon the same or similar goods. 

. That the registered mark is similar to a trademark of 
another person upon the same or similar goods where the 
registration of such trademark has not lapsed for more 
than a year, except when such trademark has not been 
used for a period of more than a year prior to its having 
lapsed. 

5. That the registrant was not the first user. 


A trial may be brought at any time on other legal grounds. 
(Art. 25). 


Infringement 


Trademark infringement is severely punished by imprison- 
ment or fine. Any person who has infringed a trademark right 
may be punished with penal servitude not exceeding 5 years or a 
penal fine of not less than 20 Hwan and no more than 5,000 Hwan. 
(Arts. 29 & 32). (1 Hwan is .0055 cts. at the current rate of ex- 
change.) 

The law permits recovery of all profits, any damages actually 
sustained, and reasonable attorney’s fees from an infringer. In 
lieu of damages or in addition to damages, the court may issue 
an order to take proper measures leading toward the restoration 
of the good will and reputation of the business. (Art. 30). 


Nc ge ore SEES LLL LL LLG AIMEE SATAN SE PE atti 9 wtaigaiins . 





Vol. 45 T. M. R. TRADEMARK LAWS IN GREECE 


RECENT AMENDMENTS OF TRADEMARK LAWS IN GREECE 
By Basil Artemiades* 


Greece has adhered to the London (1934) text of the Paris 
Convention for the Protection of Industrial Property since Novem- 
ber 27, 1953. Experience has shown that certain amendments to 
the internal trademark law No: 1998/1939 were also necessary. 

A recent law No: 3205/55 published in Volume I, Folio No. 109, 
dated April 30, 1955, of the Official Gazette, and effective as of 
May 2, 1955 introduces the most progressive concept of the role 
of trademarks in modern business and it may be said, without 
exaggeration, that the principles incorporated in the new amend- 
ments afford the utmost protection provided by any corresponding 
law in force in any other civilized country. 

Apart from the procedural facilities extended by the new law 
to registrants, the most effective protection is offered to owners of 
foreign trademarks. 

Coming at a time when the Greek Government appears so 
anxious to encourage the investment of foreign capital in this 
country, the amendments to the existing trademark legislation and 
the very worthwhile advantages accruing to foreign trademark 
holders will, it is hoped, add to the special inducements offered 
by Law 2687/1953 concerning the Investment and Protection of 
Foreign Capital in Greece. 


Registrability — Distinctiveness 

The amended law provides that the Trademark Tribunals, 
in their judgment as to whether a trademark is sufficiently dis- 
tinctive or not, are required to take into consideration all its 
background and especially the duration of its use as a non- 
registered (common law) trademark abroad (also Article VI, 
paragraph 2, of the Paris Convention). 

Greece uses the attributive system of property rights. Trade- 
marks filed for registration are examined for precedents by 
ad hoc tribunals of first and second degree and by the council of 
State as a court of last resort. 


* Partner in the firm of Artemiades & Ladas, Athens; member of the Athens Bar 
Association. 
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A summary of the decision permitting the registration of a 
trademark is published in the Trademark Bulletin. Any third 
party having conflicting interests can oppose such registration 
within six months from the 16th of the month following the date 
of the Bulletin. If no opposition is filed, or an opposition was 
filed but was rejected, the registration becomes final. 


If a registrant has acted in bad faith, the registration may 
be opposed within 5 years from the date of its issuance, instead 
of the indefinite term provided in Article VI bis 3 of the Paris 
Convention. 


Independence of Foreign Trademarks 


The most important modification in connection with the regis- 
tration of foreign trademarks is that such trademarks are now 
considered independent from home registration after their initial 
registration in Greece. Therefore, their renewal for consecutive 
ten year periods may be made each time without the necessity 
of filing proof of the continuation of the protection of the same 
mark in the home country. 


As regards the original registration it is now provided that 
foreign trademarks can be registered in Greece under reciprocity 
without the necessity of producing a home registration certificate. 
If a foreign trademark law includes such a provision, then reci- 
procity should be insured through the exchange of diplomatic 
instruments between Greece and such foreign country. Although 
the executive decree of the new amendments has not yet been 
published in the Official Gazette, we presume that a list of the 
countries allowing such facilities to Greek registrants and which 
reciprocally will enjoy the same privileges in Greece, is to be 
published from time to time in the Official Gazette. Until such 
publication, the filing of a copy of the foreign registration certifi- 
cate is still necessary for the initial registration. 


Under this amendment foreign common law trademarks (i.e., 
trademarks not registered in the home country) can be registered 
in Greece provided they comply with the requirements of the 
Greek internal law as to their distinctiveness. The conditions of 
registrability of a trademark provided by the amended text of 
the Greek internal law are those stipulated in Article VI of the 
London text of the Paris Convention. 
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Requirements Applicable to Trademark Users 


Under the amended text trademark owners are required to 
put on sale in Greece the product bearing their trademark within 
three years (previously two years) from the registration date. 
For pharmaceutical preparations the term is now four years. Such 
use must not be interrupted for two consecutive years. In both 
cases the trademark can be removed from the register at the 
request of any third party having a lawful interest. The removal 
is ordered by an irrevocable decision of the Trademark Tribunal. 
Any reasonable excuse for none-use, or cessation of use (exchange 
or import restrictions, lack of raw materials, ete.) are taken into 
consideration by the Tribunals and the application for removal 
can be rejected for such plausible reasons (see also Article V, C/I 
of the Paris Convention, London text). 

Under the new text a registered trademark cannot be declared 
by the courts as having degenerated to a trademark of ‘‘common 
use’’ or to a ‘‘product’s name’’ (declared generic) before 20 years 
(previously 15 years) from its initial registration in Greece. 


Common Law Trademarks 


Another innovation introduced by the new text refers to the 
protection of non-registered foreign trademarks. As registration 
is not compulsory in Greece (except for pharmaceutical products) 
such non-registered trademarks, if registered in Greece by a third 
party, may be removed at the instance of their owner within three 
years from their unauthorized registration in Greece. This term 
does not become operative, if products bearing such illegally regis- 
tered trademark have not been put on sale. If such unauthorized 
registration constitutes an infringement of a foreign trademark 
for which an application for registration with priority claim (now 
six months) has been filed, then such registration can be removed 
provided that the application for removal is filed within six months 
from the date of the unauthorized registration in Greece. 


Renewals 


The renewal of a trademark is to be made during the last 
year of its protection. Later on and within six months from the 
due date, the renewal can be obtained upon payment of a supple- 
mentary tax equal to 50% of the regular renewal fees. Deposit 
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of proofs of home renewals are no longer necessary. The renewal 
is made without filing a copy of the home registration certificate. 


Assignments 

A foreign trademark registered in Greece may now be assigned 
with its good will in Greece, including the exclusive right for the 
manufacture or sale of the products protected by the trademark 
thus assigned. The simultaneous assignment of the home registra- 
tion is no longer necessary. This is an important facility for 
foreign trademark owners in Greece, (see also Article VI, quarter 
para. 1 and 2 of the Paris Convention). 


Parallel Registration and Parallel Use of a Trademark 

An important innovation of the new amended text refers to 
the use of a foreign trademark on products wholly manufactured 
in Greece under contract. 

Up to now, a foreign trademark could be placed on those 
products if (at least theoretically) the essential parts of the prod- 
ucts were manufactured abroad by the foreign owner of the trade- 
mark and the semi-finished products were completed or packed 
in Greece. 

The new provisions provide that a foreign trademark may 
now also be registered in the name of a local concern (parallel 
registration), or its parallel use (without parallel registration) 
may be permitted by the trademark tribunals, if there are ‘‘close 
and substantial economic ties’’ between the foreign owner of the 
trademarks and the local registrant or user thereof. 

The law provides that such ‘‘close and substantial ties’’ may 
be considered the contribution of new capital to the business of 
the local concern, the contribution of machinery, the working of 
patents, industrial secrets (formulas of processes), the furnishing 
of basic ingredients, etc. 

The naked licensing of a trademark is not allowed. 

Furthermore, in case of interruption of such ‘‘ties’’ between 
the foreign owner of a trademark and a parallel registrant or a 
registered user, the parallel registration or the indication of 
parallel use are automatically cancelled and are noted in the 
margin of the registration records of the Patent Office upon the 
application of the foreign registrant, no Court decision being 
necessary to order such removal. 








ented 
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The above new regulations solve a great problem and facilitate 
the manufacture of foreign products in Greece and their sale under 
foreign trademarks. The law only requires that there should be 
an indication in Greek on the products to the effect that they are 
manufactured in Greece. 


Collective Marks 


By a new provision, the registration of collective marks, either 
of foreign origin or of Greek joint ownership, is now permitted. 
Foreign non-profit or other associations, unions, fraternities, or 
other legal persons of public or private character, duly organized 
under the laws of their country, may register collective marks 
under reciprocity (see also Article VII-bis of the Paris Con- 
vention). 


“Marques Notoirement Connues”, ‘“‘Telle Quelle” Registrations, 
Protection of Trade Names Without Registration 


It must be noted that the trademark tribunals and the regular 
Courts applied the respective provisions of Articles VI, VI-bis, 
VIII and X-bis of the Paris Convention in many cases in favor 
of foreigners. 

Patents 


Greece ratified the Paris Convention of December 1953 cover- 
ing the requirements for a patent application. 

Essential innovations are those referring to priority claims. 
So far a priority claim had to be made simultaneously with the 
application for patent. Under the Convention \(Article VII) such 
claim can now be made by a second application to be filed within 
two months from the original application for Letters Patent. The 
second innovation refers to powers of attorney, which are no 
longer to be authenticated by a local authority and by a Greek 
Consular Officer (Article II, para. I e). This last provision will 
become effective after completion of the formalities provided for 
its ratification, as per Article VIII, paragraph 2 of the Convention. 

Patents cancelled during the years 1953 and 1954 for non- 
payment of annuities, can be revived if double dues are paid within 
six months from the effective date of the new trademark Law 
(May 2, 1955). 
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NOTES FROM THE PATENT OFFICE 
Changes in the Trademark Office 


By Katharine |. Hancock* 


On May 8, 1955, Mr. John H. Merchant was promoted to 
Director of the Trademark Examining Operation of the Patent 
Office. The position is alternatively referred to as Supervisory 
Trademark Examiner. Mr. Merchant has been Executive Exam- 
iner of the Trademark Operation since January of 1947, his tenure 
in that office covering the entire time that the Trade-Mark Act of 
1946 has been in effect. To Mr. Merchant goes much of the credit 
for the smoothness and soundness of the administrative changes 
made necessary by the Act of 1946. 

On May 31, 1955, Miss Mildred Racknor, Supervisor of Trade- 
mark Division III, retired from government service. Miss Racknor 
has been in the Trademark Office for thirty-four years, and has 
been division supervisor since 1947. Miss Racknor’s quiet, pleas- 
ant personality and ready helpfulness will be greatly missed in 
the Trademark Office. It is hoped that retirement will bring her 
many years of enjoyment and continued usefulness. 

As of May 1, 1955, all examining work relative to renewals, 
publications under See. 12(c), and affidavits under See. 8 and 
Sec. 15, has been combined into one work section. Supervision 
of this section will rotate among the three Examining Divisions, 
changing at four-month intervals. The examining work will be 
done by the examining corps of each Division in turn, under the 
direction of the Supervisor of whichever Division is currently 
in charge. At the present time this work is being conducted by 
Division III. It is believed that this consolidation will permit 
more efficient handling of this work, and at the same time will 
give all members of the examining corps a knowledge of these 
aspects of the administration of the Trade-Mark Act by the Office. 

The number of trademark applications received monthly in 
the Patent Office during the spring months has been greater than 
the amounts received in other recent months. 

The following is a comparison of receipts of new applica- 
tions during the first quarter of this year and the first quarter 
of last year: 


* Trademark Examiner, U. 8S. Patent Office; Member, District of Columbia Bar. 
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1955 1954 


January 1,622 1,679 
February 1,653 1,391 
2,183 1,954 


At the present time, Office actions upon renewals and publi- 
cations under Sec. 12(¢c) are current, and affidavits under Sec. 8 
and Sec. 15 are being acted upon within six weeks after being 
received in the Office. 





THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Germany 


Registrability of Trademarks—“Free Marks’—Descriptiveness 


The Examiner rejected an application for registration of the 
trademark proco.on in respect of pharmaceutical preparations, on 
the ground that the mark was obviously derived from the word 
‘‘eolon’’ and the Latin preposition ‘‘pro’’, and that the mark was, 
therefore, descriptive of some pharmaceutical preparations and, 
on the other hand, not capable of distinguishing the remaining 
goods covered by the application. 

The Appeal Senate of the Patent Office upheld the applicant’s 
appeal and held that the mark was registrable. The Appeal Senate 
stated that it was established practice to accept for registration as 
trademarks words that were formed contrary to commonly accepted 
rules, and that this applied, in the case of medicines and pharma- 
ceuticals, also to words formed contrary to accepted rules of the 
Greek and Latin languages. It was stated that inquiries in the 
trade had shown that, while the trade recognized the derivation 
and connotation of the word, the prevailing opinion was that the 
word was considered as a fanciful denomination adapted to dis- 
tinguish the product of a particular manufacturer. Although the 
Association of German Pharmacists was of the opinion that the 
word procoLon should be declared a ‘‘free mark’’, i.e. one to be 
kept free for use by any manufacturer or trader and hence not 
registrable, the trade associations of the chemical and pharma- 
ceutical industries and the ‘‘Drug Committee of German Physi- 
cians’’ was of the contrary opinion, and the Appeal Senate held 
that the needs of the manufacturing industry, rather than those 
of the pharmacy trade, were primarily to be considered in deter- 
mining whether or not a mark should be declared a ‘‘free mark’’. 
(Decision by Appeal Senate 2b of the German Patent Office dated 
February 20, 1954; GRUR No. 3, March 1955, Page 152). 


Similarity of Trademarks—Generic Roots—Series of Marks 


The Examiner rejected an opposition by the owners of the 
trademarks scrLLORAL and scruat, in respect of pharmaceutical 
preparations, against an application for the trademark scrLaKoLat 
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in respect of goods in the same class. The opposers appealed, 
claiming that the fact that the applicants’ mark also began with 
scILL- was likely to cause confusion, as the trade and public might 
well assume that scmLakoLaT was another mark of a series of 
marks beginning with scrmi- and belonging to the opposers. 

In rejecting the opposers’ appeal, the Appeal Senate of the 
Patent Office affirmed the Examiner’s opinion that scm. was 
generic in the pharmaceutical trade, being derived from ‘‘scilla’’ 
(Greek: ‘‘skilla’’) which denotes a bulbous plant of the eastern 
Mediterranean shores useful as a stimulant and diuretic. It was 
held that the root scm. as an element in pharmaceutical marks 
had direct reference to the goods and that the opposers could 
not, therefore, claim exclusive rights to this element even if they 
owned a series of marks beginning with scm.- but having different 
suffixes. The Appeal Senate upheld the Examiner’s ruling that, 
in determining whether the marks were confusingly similar, the 
common root scrit- had to be considered as a weak element, that 
the respective suffixes therefore gained in importance as dis- 
tinguishing elements, and that, under these tests, the marks as a 
whole were sufficiently distinguishable to exclude likelihood of con- 
fusion. (Decision by Appeal Senate 2b of the German Patent 
Office dated July 16, 1954; GRUR No. 3, March 1955, Page 153). 

In a similar decision by the Appeal Senate of the Patent 
Office, it was held that the trademark coraPHyLL was not con- 
fusingly similar with the opposers’ trademarks coraMINE and 
CORAMIN, that the prefix cora, in connection with pharmaceutical 
preparations, had to be considered as being so suggestive that the 
trade and public would not be led to believe that cornapHyLL was 
another mark in the series of corna- marks belonging to the opposers. 


“Defensive” Marks 


In an appeal from the Examiner’s decision rejecting their 
application for the trademark sum in respect of insecticides in 
view of opposition by the owners of the trademarks sum (cover- 
ing, inter alia, essential oils and soaps) and vum (covering, inter 
alia, insecticides), the applicants heavily relied on the argument 
that the opposers’ trademark vum was not in use and was merely 
a defensive mark for the opposers’ well-known trademark vim. 
The Appeal Senate of the Patent Office, in rejecting the appeal, 
confirmed previous decisions holding that defensive marks are 





662 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


permissible and effective if their owner is able to show a real 
need for additional protection of his principal mark. The Appeal 
Senate recognized that vim was a trademark which was extensively 
used and was well known, and it held that the opposers therefore 
had a rightful interest in fortifying the protection of their prin- 
cipal mark by defensive registrations for trademarks which they 
had no intention of using. It was held that, at least in opposition 
proceedings before the Patent Office, the opposers could not be 
denied protection even if the specific goods that were in conflict 
and were covered by the opposers’ defensive registration were not 
covered by the registration for their principal mark. (Decision by 
Appeal Senate 2b of the German Patent Office dated May 11, 1954; 
GRUR No. 3, March 1955, Page 152). 
India 
Opposition Proceedings 

Dawood Kahn Saheb, the owner of several trademarks the 
essential part of which is the number ‘‘30’’, opposed an applica- 
tion in the name of B. Manjunath Pai to register a label containing 
a portrait of the applicant and containing the number ‘‘30’’ on 
each side of the portrait and at the four corners of the label. The 
Deputy Registrar dismissed the opposition and the opposer took 
an appeal to the High Court of Judicature at Bombay. The only 
issue on appeal was whether the Registrar had erred in establish- 
ing the burden of proof. The opposition was based upon Section 8 
of the Indian Trade Marks Act, 1940, which provides that ‘‘No 
trade mark nor part of a trade mark shall be registered which 
consists of, or contains, ... any matter the use of which would— 
(a) by reason of its being likely to deceive or to cause confusion 
or otherwise, be disentitled to protection in a Court of Justice ...’’. 
The Court held that no error was committed by the Registrar in 
this case when he held that the applicant had the burden of prov- 
ing that his mark was not likely to deceive or cause confusion 
but the opposer had the burden of proving that his goods had 
acquired a reputation through use and were known in the market 
under the number ‘‘30’’. The Registrar held that the opponent 
had not discharged his burden of proof and the Court agreed and 
dismissed the appeal. (11 Patents, Designs and Trade Mark 
Review 9.) 
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BOOK NOTICE 


TRADEMARK ManaGEMENT — A GuIpE For BusINEssMEN. New York, 
The United States Trademark Association, 1955. Pp. 130. $5.00. 
(Special price to USTA members.) 


This book released by the Association on June 17th, is the 
result of over three years of work by a special committee. It is 
believed it will fill a great need in the trademark field. It is written 
in simple, non-technical language setting forth for the first time 
the complex policies with respect to all phases of handling a com- 
pany’s trademarks. Announcing the book’s release, Mr. Sherwood 
K. Silliman, president of the Association, said: ‘‘This book was 
prepared because businessmen asked for it. We have tried to 
keep it simple, readable and interesting. This is not a law book 
and is not intended to take the place of your lawyer but was 
written to assist those executives who must deal with trademarks.”’ 

Costly mistakes that led to the loss of such former trademarks 
as ‘‘aspirin,’’ ‘‘escalator,’’ and ‘‘cellophane’’ can be avoided with 
correct management control. In the past such proper measures 
were complicated by lack of material and precedence and often took 
days and weeks of research without satisfactory results. ‘‘Trade- 
mark Management”’’ is an important step toward alerting trade- 
mark owners to the great value of their brand names and their 
proper handling. 

‘‘Trademark Management’’ includes the policy steps of selec- 
tion, registration, correct use, protection, policing, difference be- 
tween a trademark and trade name, and the problems of a U. S. 
trademark owner in foreign markets. 

The authors of the various chapters are experienced in trade- 
marks. Most of them are or have been staff counsel to large 
corporations and include: Edgar S. Bayol, Press Counsel of The 
Coca-Cola Company; Marcel Deschamps of Langner, Parry, Card 
& Langner; John L. Esterhai, Assistant Counsel of Phileo Corpo- 
ration; Norman St. Landau, Assistant General Counsel of Johnson 
& Johnson; Jack T. Redwine, Attorney of Quaker Oats Company; 
W. G. Reynolds, Legal Counsel of the E. I. du Pont de Nemours 
& Company and Stewart W. Richards, of Beer, Richards, Lane, 
Haller & Buttenwieser. 
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LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 


Antitrust law; Symposium—1955. Chicago, Commerce Clearing House, Inc., 
1955. Pp. 116. 


BLACKSTOCK, R. W. 


Trade Mark Protection; Intrinsic and Extrinsic Limits. (South African Law 
Journal, v. 72, February 1955, pp. 33-36). 


Eighth Annual Listing of Available Market Data. (Advertising Age, v. 26, 
no. 20, May 16, 1955). 


Korean Trademark Law of November 28, 1949. (Patent and Trade Mark Re- 
view, v. 53, no. 8, May 1955, pp. 215-222). 


Protection of Service Marks under the Lanham Act. (Virginia Law Review, 
v. 41, no. 8, April 1955, pp. 365-378). 


Report of the Restrictive Trade Practices Commission on an Inquiry into Loss- 
Leader Selling. Ottawa, Canada, Queen’s Printer and Controller of Stationery, 1955. 


Pp. 278. 


WALKER, Gorpon 8. 


Protection of the Trade Mark Owner’s Good Will as a Justification for Fair 
Trade. (New York University, Intramural Law Review, v. 10, no. 3, March 1955, 
pp. 209-222). 


Lee@aL Nores 


Hartford Charga-Plate Associates, Inc. v. Youth Centre-Cinderella Stores, Inc. 


Unfair Trade Practices—Appropriation of Competitor’s Business System. (George 
Washington Law Review, v. 23, no. 4, March 1955, pp. 495-498). 


L’Aiglon Apparel v. Lana Lobell, Ine. 


A new Application of the Lanham Act. (Syracuse Law Review, v. 6, no. 1, 
Fall 1954, pp. 200-202). 


Pure Foods, Inc. v. Minute Maid Corp. 


Constitutional Law—Commerce Clause—Federal Jurisdiction in Trademark In- 
fringement Proceedings. (Michigan Law Review, v. 53, March 1955, pp. 745-747). 


* Copies of these articles and legal notes are available in the Association’s library. 
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Part Il 


MARKS et al. v. POLAROID CORPORATION 
No. 53-168 — D.C., Mass. — February 28, 1955 


TRADEMARKS—VALIDITY—GENERIC TERMS 

Suit for infringement of certain patents involving polarizing processes and 
counterclaim which asserts patent infringement and infringement of defendant’s 
registered mark POLAROID for stereoscopic viewers by plaintiff’s use of the mark 
POLALITE for like goods. 

POLAROID first adopted in 1935 by defendant’s predecessor and mark has since 
been used on numerous articles including articles containing no polarizing material. 
Mark now applied to PpoLarom Land Camera and other photographic equipment, 
Plaintiffs assert invalidity of mark as a generic term. Record shows large sales and 
advertising expenditures of products under mark. Evidence shows that mark 
POLAROID while made up of common word “polar” and suffix “oid” their use together 
constitutes a coined word not previously used by other manufacturers of synthetic 
light-polarizers and hence a valid trademark, suggestive of the nature of one or 
more of the articles to which it was applied and not descriptive. 

TRADEMARKS—GENERIC TERMS—EVIDENCE 

Plaintiffs assert that defendant has dedicated mark to public by early generic 
use of term in advertising but evidence is insufficient to establish such dedication. 
One alleging invalidity must show that to the consuming public as a whole the 
word has lost all its trademark significance. Where the possibility of some deception 
remains real the Court will protect the interest of the owner in his trademark. 

TRADE-MarkK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

POLALITE does not infringe POLAROID since evidence adduced by defendant fails 
to establish confusion by consumers. While the marks, viewed by themselves might 
be held to be confusingly similar, in fact the goods are sold to operators of movie 
theatres for use by their patrons and the operators are deemed to be discriminating 
purchasers. 

Action by Alvin M. Marks and Depiz Corporation v. Polaroid Corpora- 
tion for patent infringement and for declaratory judgment of patent in- 
validity. Defendant counterclaims for patent and trademark infringement 
and unfair competition. Judgment for plaintiffs in part and defendant 
in part. 

Floyd H. Crews, Harvey W. Mortimer, Asher Bob Lans, Albert F. Kron- 
man, Darby & Darby, and Orville N. Greene, of New York, N. Y., and 
Cedric W. Porter, Timothy H. Donohue, and Sherburne, Powers & 
Needham, of Boston, Massachusetts, for plaintiffs. 

Donald L. Brown and Charles Mikulka, of Cambridge, Massachusetts, 
Rowland Patrick, of Boston, Massachusetts, and Julius Silver and 
Silver, Saperstein & Barnett, of New York, N. Y., for defendant. 
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SwEENEY, Chief Judge. 

This is an action for infringement of U. 8. Patents No. 2,104,949 
(hereinafter referred to as 949) and No. 2,199,227 (hereinafter referred 
to as ’227) brought by the plaintiff Alvin M. Marks as owner, and the 
plaintiff Depix Corporation as exclusive assignee of said patents. By 
counterclaim the defendant Polaroid Corporation charges the plaintiffs with 
infringement of three patents owned by it, and with infringement of its 
registered trademark pouaroiD. A further charge of infringement of 
Reissue Patent No. 23,297 has been waived by the defendant during the 
trial, but this patent remains before this Court on the question of validity 
as requested in a prayer for declaratory relief filed by the plaintiffs. 


In answer to the charges of patent infringement the parties have 
advanced the usual defenses of invalidity and non-infringement together 
with certain other defenses to be passed upon later in this opinion. The 
plaintiffs’ reply further denies infringement of the defendant’s trademark 
POLAROID and asserts that this trademark is invalid because it is a descrip- 
tive and generic word which indicates the type of product and not its 
source or origin. 

Susyect MATTER AND History 


The subject matter of all of the patents in suit relates to synthetic 
light polarizers and the process for their manufacture. 

Polarizations is a common phenomenon which occurs in the world of 
nature through certain natural media, e.g., the sunlight reflected from a 
lake or ocean is, to a great extent, polarized due to the absorption by the 
water of certain light vibrations of an incident beam of light and its 
transmission of certain other vibrations of the same beam. This same 
phenomenon may be simulated by man through the use of artificial devices 
of the type which concern us here. Polarization is in essence the act or 
process of affecting light so as to cause the light vibrations to assume a 
definite form. When the human eye looks at an object transverse to the 
line of sight there are set up light vibrations in every direction. When 
the light is polarized the vibrations in all directions except one are elimi- 
nated by the absorption component of the polarizer. The remaining light 
vibrations are transmitted along the transmission axis of the polarizer and 
come through clear and unobscured to the eye of the viewer. 


The phenomenon of Polarization has been known for more than one 
hundred and fifty years. However, until the development in the early part 
of this century of inexpensive synthetic polarizers, science has been limited 
to certain natural polarizers such as the Nicol prism, which costs approxi- 
mately $1,000. a square inch and tourmaline, which costs $10. for two 
pieces, each 1/64th of an inch in size. 

Attempts to manufacture synthetic polarizing crystals were made in 
1853 by an English scientist named Herapath. He made minute fragile 
crystals of iodoquinine sulfate, which have come to be known as hera- 
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pathites after their discoverer. Despite optimistic appraisals by Professor 
Herapath for the future of his discovery in the field of synthetic light 
polarizes, it does not appear that cyrstals made in accordance with his 
teachings ever became commercially successful. 

In the late 1920’s two precocious young scientists, Marks, a plaintiff 
in this action, and Dr. Land, President of Polaroid Corporation and 
patentee of three of the patents in suit, entered almost simultaneously 
into the field of synthetic light polarizers due to an interest each had in 
television. Independently and unknown to each other they consulted the 
same authority, Dr. Herapath, and attempted to develop large area syn- 
thetic polarizers in accordance with his teachings. Both experienced failure 
and struck out on new paths of their own. Marks, however, continued to 
follow the broad outlines of Herapath’s teachings in the sense that his 
conception of the ideal polarizer was one consisting essentially of a single 
continuous crystal grown out of solution. After much experimentation he 
finally achieved the result desired by a process which consisted of suspend- 
ing glass plates in a solution of the crystalline material over a relatively 
long period of time during which the solvent gradually evaporated, lower- 
ing the liquid level of the tank and causing the crystalline material to be 
thrown out of the solution and deposited on the surface of the glass 
supports. The relative motion between the liquid and the surface of the 
supports produced a surface tension which caused a specific alignment of 
the crystalline material. As we shall see later, alignment or orientation 
of the molecules of the substance is essential to procure a crystal effect. 
This process eventually ripened into the first Marks patent in issue in 
this suit. 

Dr. Land, on the other hand, became convinced from his duplications 
of Herapath’s work that no process involving the growth of large crystals 
would be satisfactory since any such process would be too time consuming. 
At about this time it occurred to him that a large synthetic polarizer 
sufficiently inexpensive in price ought ideally to be a plastic; a large plastic 
sheet like celluloid in great rolls. Instead of growing large crystals of 
herapathite and depositing them on a glass support, he conceived of the 
idea of making extremely small herapathites and embedding them in a 
plastic carrier. These submicroscopie needles or crystals were oriented to 
substantial parallelism by extruding the plastic containing the needles 
through small apertures. The mechanical stress thus produced causes the 
needles to orient themselves just as logs going downstream travel along butt 
end first. Patent applications covering this land process and product were 
filed in 1929. Subsequently, Land demonstrated his “J sheet”, as the 
invention is called, to a Physics Colloquium at Harvard University in 1932, 
and in 1933 used. it as a polarizer in connection with a stereoscopic 
system which he brought to Hollywood to demonstrate three-dimensional 
movies to Warner Brothers Laboratories. The basic patent on the J sheet 
is not in issue in this case. However, it is of interest in tracing the 





668 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


development of the art. Also it serves to cast doubt upon the plaintiff's 
contention that Marks was the first person ever to make and sell a synthetic 
polarizer. 

It appears that after Marks had sufficiently developed his polarizer, 
his brother organized a company, known as Polarized Products Company, 
to exploit this product commercially. The Marks polarizing plates were 
first sold on the market in November of 1934 at prices of $16 per square 
inch and $1 for a plate 14” x 144” in size. These prices were later sharply 
reduced with the development by Marks in 1935 of the second patent in 
suit, called the intensification process. This patent discloses a method for 
speeding up the process of Marks’ previous patent, then taking the crystal- 
line deposit, which due to the increased speed in discontinuance or punc- 
tuated with holes or voids, and intensifying it by subjecting the crystalline 
field to a supersaturated solution of the crystalline material. In this manner 
an additional crystal deposit is thrown out of solution which fills up the 
voids and evens off the pre-existing crystalline deposit. By this method 
production was speeded up about 90 times and the cost reduced by 99%. 
Patent applications covering the intensification process were filed in 1937. 

In the meantime, the first Polaroid Corporation had been organized 
in 1935 with Dr. Land as its president, and production of the J sheet was 
carried on. Two years later the present corporate defendant was organized 
with Land continuing as president and director of research. Subsequently 
Land began experimenting on a different type of polarizer employing cello- 
phane and a direct dye or stain. Rolls of cellophane were swelled, stretched, 
and run through an iodine bath. Difficulty was encountered, however, with 
this process because the iodine was fugitive and would not stay in the 
cellophane sheet. Land experimented with different kinds of plastics and 
finally hit upon the complex of iodine with polyvinyl butyral. Immedi- 
ately he shifted from polyvinyl butyral to polyvinyl alcohol and developed 
his “H sheet” which is made by taking a large roll of polyvinyl alcohol, 
heating and stretching it to orient the molecules, then affixing it to an 
unstretched backing of cellulose acetate, and floating the supported film 
of polyvinyl alcohol upon the surface of a bath containing a solution of 
iodine. A fourth step is employed in which the sheet is run through a bath 
of boric acid, which stabilizes the film and drives out excess iodine. 

The Polaroid Corporation first began to sell its “H sheet” in 1940 and 
since that time it has effectively supplanted the “J sheet” type of polarizer. 

Patent applications embodying the new Land products and processes 
were filed in October 1938 and May 1939, and eventually resulted in issu- 
ance of the three patents alleged in the defendant’s counterclaim to have 
been infringed by the plaintiffs here. 

Throughout the years Marks continued to manufacture and sell syn- 
thetic polarizers and to this end in conjunction with his brother and others 
caused several different business entities to be organized, including Polar- 
ized Products Company, Polarized Products Corporation, Pola-lite Com- 
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pany, Polalite Corporation, Depix Corporation, and Marks Polarized 
Corporation. The defendant here had previous litigation with at least 
one of these companies and its licensee. One action in Delaware against 
Polarized Products Corporation and Noma Electric Corporation was dis- 
continued upon the companies ceasing to sell the product. In 1945 Polaroid 
brought another suit against Polarized Products Corporation and Noma 
Electric in the Southern District of New York alleging that the manufac- 
ture and sale of polarized sunglasses by them constituted an infringement 
of one of Polaroid’s patents also in suit in this case. Previous to this time 
Polarized Products Corporation had shifted from producing polarizers 
of the large herapathite crystals grown on glass and began to manufacture 
polarizers of butyral silicate on a plastic support. The litigation terminated 
in a consent decree in 1947 holding Polaroid’s patent valid and infringed. 
However, a year before the entry of the decree Marks had taken steps to 
separate himself from Polarized Products. He had resigned as a member 
of the Board of Directors, had terminated his license to the corporation, 
had sold out his stock interest in it and had left its employ. He refused 
to consent to the entry of the decree insofar as the question of infringement 
was concerned. If doubts remain as to whether Marks should be held 
bound by the consent decree, this Court will not act upon them. Since this 
ease has gone to a hearing on the merits it is not going to be decided on 
the thin ground of prior foreclosures, but will be treated independently 
of previous litigation. 

After the entry of the consent decree and injunction, Polarized 
Products Corporation went into bankruptcy and sold its assets at a bank- 
ruptcy sale where Marks bought up part of the manufacturing equipment 
and whatever polarizing material was offered for sale. Thereafter he re- 
paired and reconstructed the equipment and installed it in the cellar of his 
home in Whitestone, Long Island, where within six or eight months he 
started operations again on a very modest scale. This business was carried 
on under the name of Polalite Corporation, a family corporation with 
Marks, his brother, and his mother as the only stockholders. 


From the fall of 1948 until late in 1952 a polyvinyl butyral silicate 
polarizer was produced by Marks or Polalite Corporation at the premises 
in Whitestone. The defendant here claims that these past activities of 
Marks or of some company completely dominated and controlled by him 
and his brother constituted infringements of claims 1, 2, 3, 4, 5, 6, 17, 18, 
19, 20, 22, and 24 of Patent No. 2,328,219 (hereinafter referred to as ’219) 
and claims 11, 17, and 18 of Patent No. 2,454,515 (hereinafter referred to 
as 515). As no evidence was introduced to show that either Marks or Depix 
is at the present time manufacturing polarizers of this type, any such 
infringement as is alleged to exist in this part of the defendant’s counter- 
claim must be treated as consummated in the period 1948 to 1952. 
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Approximately two years ago a great impact was made upon the movie- 
going public with the showing of the first feature length 3-D movie’, 
“Buana Devil”. 

As a result, a very large demand was created within the motion picture 
industry for 3-D viewers, and the business of supplying them to the thea- 
tres became big business. The Polaroid Corporation had been making 3-D 
viewers for as far back as 1939 when it supplied four and a half million 
to the World’s Fairs at New York and San Francisco, and for other projects 
in and around New York City at science museums, but when the 3-D pic- 
tures caught on with the public a great pressure was put upon Polaroid 
by various of the Hollywood fraternity to secure exclusive or other rights 
for distribution. Polaroid had already licensed Natural Vision Corpora- 
tion as its exclusive distributor for a set period and refused all other 
overtures. 

Depix Corporation, one of the plaintiffs here, was ineorporated in 
February, 1953, by Marks, his brother, and their mother, and licensed to 
produce polarizers under the Marks patents. It appears that within a few 
months after the institution of this action, Marks resigned as president of 
Depix and the stock in that company, which the Marks family owned indi- 
rectly through ownership of the stock of another corporation, was sold out. 
In the meantime Marks and his family have organized another corporation 
known as Marks Polarized Corporation. At the present time Depix retains 


its corporate existence but it has discontinued manufacturing polarizing 
materials under license from Marks. 


FINDINGS OF Fact 


Marks patent 2,104,949—granted January 11, 1938, on an application 
filed March 22, 1933, relates to crystalline formations formed on supporting 
mediums and to the process for producing the same. 

The process disclosed consists essentially in depositing from solution on 
the surface of a transparent support a thin film of a crystalline material 
contained in the solution. The apparatus referred to as suitable for carry- 
ing out the proccess includes a tank and several supporting mediums which 
are mounted in the tank and arranged parallel with a uniform distance 
between them. The tank is filled with a solution of iodoquinine sulphate 
(for example) to a depth greatly in excess of the vertical dimensions of the 
deposit to be obtained on the supports. The supports are lowered into the 
solution perpendicular to the liquid level in the tank and then the liquid 
level of the solution is slowly moved with respect to the surfaces of the 


* Stereoscopic or 3-D movies are made by taking two images, one with a camera for 
the left eye, and the other with a camera for the right eye. When the pictures are shown 
two projectors are used. In front of each one is a polarizer which polarizes the light in 
which the images are projected upon the screen so that one image is vibrating in one 
direction and the other in another direction. The images are superimposed on a screen 
and they are separated by means of a light polarizing viewer which the theatre provides 
so that the left eye of the observer sees the image intended for that eye and the right 
eye of the observer sees the image intended for the right eye. This provides for clarity 
of view and the desired 3-dimensional effect. 
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glass plates in such a way that it lowers with respect to the plates. In the 
example used by the patentee to illustrate his invention, the evapora- 
tion which naturally occurs in the system produces a satisfactory lowering 
of the liquid level, although under certain other conditions of operation 
other means for producing such a movement between the two mediums are 
claimed by the patentee. 

As the liquid level lowers, the crystalline layer is deposited out of solu- 
tion onto the surface of the glass plates. This takes place at the meniscus 
or point of contact between the plate and the solution where the solution 
is drawn upwards to a considerable extent due to the surface tension 
between the glass and the crystalline layer. The liquid in the meniscus is 
under tension in a vertical direction which acts to align the solution 
molecules in such a way that the iodoquinine sulfate molecules, in crystal- 
lizing out of the solution, are definitely oriented so as to form effectively 
or actually a single crystal in contradistinction to a number of haphazard 
crystals. Working at atmosphere pressure and with a temperature between 
18°C and 27°C, a lowering 69 millimeters is produced in forty-five days. 

The following seven factors are listed by the patentee as important 
in obtaining desirable results: 

(1) The surface tension between the solution, the atmosphere 
above the solution and the supporting medium. 

(2) The size, geometry, groups and immobility of the solvent 
molecule. 

(3) The solubility of the crystalline substance dissolved in the 
solvent. 

(4) The vapor pressure of the solvent and the partial vapor 
pressure of the solvent above the solution. 

(5) The temperature of the system. 

(6) The ratio of the evaporating surface area to the area of 
diffusion at the place where the liquid surface is bent upwardly. 

(7) The rate of diffusion of the crystalline substance from the 
veer surface downwardly into the less concentrated body of the 
iquid. 

The patent mentions other crystalline material suitable in the process 
and describes in some detail the effect upon the process of modifications 
in the concentrations of solutions, in solvents, in temperatures, in with- 
drawal rates of supports, and in atmospheric conditions. 

The resulting product is described as a unitary crystalline structure 
or layer deposited on the surface of the glass plates which in effect com- 
prises a single crystal. The crystal is firmly attached to or mechanically 
interlocked with the glass surface without the use of any intermediate 
binding medium. The article is further described as a transparent isotropic 
plate, coated with a layer of substance capable of plane polarizing light 
in the same direction over the entire plate. The size of the crystalline coated 
surface is claimed in the specification to depend only on the size of the 
supporting surface, which within reasonable limits may be of any size. 

Of the prior art references cited against this patent by the defendant, 
reliance is placed mainly upon a Belgian patent to Zimmern granted in 
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1924, an Austrian patent to Zimmern granted in 1928, two articles by 
Zimmern in Comptes Rendus, May 8, 1926 and May 17, 1926, and the 
alleged prior public use or prior invention in this country by Professor 
Mason and Dr. McClellan at Cornell University and their associates, Robert 
A. Smith and Louis W. Chubb, Jr., at Mahwah, New Jersey. None of these 
references were considered by the Patent Office. 

The Zimmern patents, which are substantially identical, claim a 
process for the production of a polarizing surface which is simultaneously 
transparent, of large extent, and with elements which are all oriented 
essentially the same way. 

In accordance with the process as specified, a concentrated solution of 
quinine bisulfate is first prepared and poured into a vat. A vessel con- 
taining five grams of metallic iodine is placed near the vat with a heating 
device added in order to accelerate the evaporation of the iodine. The 
entire arrangement is then covered by means of a bell jar. The iodine 
vapors escape from the vessel and react with the solution, giving rise to the 
formation at the surface of the solution, of a film of herapathite of greater 
or lesser extension or of several films being more or less adjacent to each 
other. The films are then removed from the vat by raising upward a sheet 
of glass which has previously been placed in the bottom of the vat and to 
which the film then adheres. However, the films thus obtained are not very 
highly developed and in order to obtain better results, the patent teaches 
the adoption of several alternate arrangements in addition. Included 
among these is the use of a very deep and very narrow vat provided with an 
orifice in its bottom so that the solution will flow very slowly (in at least 
several hours) through it in such a manner that, under the action of the 
capillary forces to which the herapathite film is being subjected it will 
come to adhere either to the walls of the vat or preferably to glass plates 
placed against the walls which can be removed easily. The patent also dis- 
closes use of an entire series of removable glass plates spaced so as to form 
a series of very narrow vertical spaces like in an electric storage battery. 

In the May 17 Comptes Rendus article, Zimmern teaches that the 
crystallization takes place in the concave meniscus which wets the glass. 
He also discloses there that a temperature of almost 30°C is employed. 
The two patents specify that iodine in the form of a solution in alcohol 
or ether may be substituted for metallic iodine. 

The nature of the product obtained is gleaned from these descriptions 
in the Zimmern references: 

“* * * Plates * * * covered with well aligned herapathite extend- 
ing over the major portion of their surfaces * * *” 

“* * * thin layer consisting of herapathite crystals, the orientation of 

which is the same throughout or at least shows no noticeable 

deviation.” 
“Regular strands of herapathite, transparent and of uniform 
orientation, which reach a size of about five millimeters on a side.” 





Vol. 45 T. M. R. MARKS v. POLAROID 673 


In the above references it is seen that Zimmern employs a vertical 
support or supports positioned in a deep tank; that he depends upon 
the principles of surface tension and relative motion between support 
and liquid level; that he precipitates crystalline growth at the meniscus 
formed between the surface of the liquid and the supports. Consequently 
none of these things are original with Marks. Further, Zimmern employs 
the same basic chemicals as Marks in the same manner with the exception 
that Marks uses concentrated solution of iodoquinine sulfate throughout 
whereas Zimmern starts with a concentrated solution of quinine sulfate 
which is reacted with iodine vapor to form a solution of iodoquinine sulfate. 
Both Zimmern and Marks operate at substantially the same temperatures. 

The means disclosed by Marks to produce the relative motion between 
the supports and the liquid is evaporation. Zimmern produces this effect 
by running the solution off slowly through an orifice in the bottom of 
the tank. However, Marks distinctly recites in the patent that he is not 
limited to evaporation to bring about the desired relative motion but 
other means may also be used. 

The ’949 patent discloses that by using evaporation to lower the liquid 
level, a lowering of sixty-nine millimeters was produced in forty-five days. 
However, it is specified that this time element is by way of example and 
is not intended as a limitation. ' 

The fact that Zimmern employs iodine in the vapor phase to react 
with the quinine bisulfate in solution rather than introducing liquid 
iodine into the solution at the start does not constitute an essential differ- 
ence, especially when it is remembered that Zimmern discloses the substi- 
tution of one for the other in his two patents. 

A comparison of the processes disclosed in the Zimmern references 
and this Marks’ patent convinces me that the latter discloses no important 
step which is not also contained in the former and that as a result the 
two are substantially the same. For the above reasons I find and rule 
that the process disclosed in the Zimmern references constitutes a com- 
plete anticipation of the process claims in the ’949 patent, and that the 
latter are invalid for want of novelty. 

It is my opinion that the product claims of ’949 are also invalid over 
the product described in the same Zimmern references. Marks describes 
his product as a unitary crystalline structure which in effect comprises 
a single crystal. Zimmern on the other hand describes his product as a 
thin layer of herapathite crystals extending over the major portion of 
the surface of the support in which the orientation is the same throughout 
or at least shows no noticeable deviation. From these descriptions it would 
appear that Marks’ polarizing surface is made up of a single unitary 
erystal whereas Zimmern’s layer is composed of a plurality of single 
unitary crystals of the magnitude of five millimeters on a side which are 
oriented to substantial parallelism. On examination of early Marks’ polariz- 
ers introduced in evidence (as Defendant’s exhibit C 15 and Plaintiffs’ 
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exhibit 57) we discover what Marks’ concept of single crystallinity is as 
applied to his product. It appears to mean substantially uniform orienta- 
tion of erystalline growth as distinguished from a structure made up 
of crystalline deposits in which the individual elements are arranged in a 
haphazard fashion. The exhibits introduced show that Marks did not 
achieve perfect orientation, but a product in which certain vertical areas 
or strips were slightly out of alignment with the crystalline mass, or 
in other words, a product in which the orientation axis shifted very 
slightly from area to area. 

Zimmern’s product is composed of a system of small crystalline 
patches or skins covering the entire plate and arranged substantially 
parallel with such deviation as exists not being pronounced. While I 
am of the opinion that the two products disclosed are not identical, still 
I think that whatever difference exists is a difference of degree and not of 
kind and that although Marks’ product may be conceded to be better 
polarizer than Zimmern’s, it does not amount to invention over the latter 
reference. Consequently I find that the product claims of Patent No. 
2,104,949 as well as the process claims of that patent are invalid. 

The alleged prior public use of Mason, McClellan, Smith and Chubb, 
cited by the defendant as invalidating the Marks’ ‘949 patent, commenced 
in the early part of 1930 after professor Mason and his young assistant, 
McClellan, had been hired by Smith to attempt to duplicate and improve 
Zimmern’s work. 

This development work, together with the processes employed, the 
materials used, and the result obtained at the various stages of progress 
of the work, are all set out in depositions of Mason and McClellan and in 
correspondence between Mason and Smith submitted by the defendants 
as exhibits in connection with the depositions. 

It appears that Smith’s purpose in retaining the scientists at Cornell 
University was the ultimate utilization by him and his associates of any 
process developed there by Mason and McClellan in the commercial pro- 
duction of large area polarizers adopted to eliminate glare from auto- 
mobile headlights. 

The work of Mason and McClellan in the laboratory at Ithaca con- 
tinued for approximately two years and after they had produced films of 
a character claimed by Mason to be usable for microscopic work, for head- 
light work and presumably for other things, it was eventually transferred 
to Mr. Smith’s home at Mahwah, New Jersey, where Mr. Smith and Mr. 
Chubb earried on without the further assistance of Mason and McClellan. 

Without going into detail as to the day to day experiments and 
developments of Professor Mason and his assistant, I am convinced from 
a careful scrutiny of the evidence on this phase of the case, that at least 
as early as January, 1931, (which is more than two years before the Marks’ 
application was filed) the process employed by Mason and McClellan and 
the product resulting therefrom are sufficiently similar to the Marks’ 
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process and product of patent ‘949 as to constitute anticipations of the 
latter. 

In reaching this conclusion, I am also mindful of certain differences 
which exist, i. e. in the process as practiced by Mason and McClellan greater 
withdrawal speeds were used; additional mechanical means for orienting 
the crystals were employed in the form of seratches and gaps provided on 
the glass plates; aleohol was often eliminated from the solution and acetic 
acid and water used alone as solvents; iodine was used in the vapor phase 
as in Zimmern rather than being added to the original solution in its 
liquid form. 

In regard to the speed of withdrawal, Mason testified in his deposition 
that a wide range of speeds was tried but that he and McClellan were 
always striving for greater speed without sacrifice of quality [because] 
“we had in mind always that this must always be commercial and that a 
very slow method of growth, although ideal from the crystallographic 
theory, would not be economic if we could not turn out quantities of film 
in commercially feasible time * * *” 

It is my opinion that what is claimed by Marks in his patent is certainly 
implicit in this earlier process which included these additional or diverse 
steps and when considered from this point of view, the enumerated dif- 
ferences do not destroy the effect of the prior public use as anticipation. 
Nor does the fact that a product made in accordance with this earlier 
process was never sold or commercially successful change this result. 
Smith v. Hall, 301 U.S. 216,233, 33 USPQ 249, 256. 

The plaintiffs further seeks to avoid the effect of the prior use by 
asserting that the process as practiced by Mason and McClellan at Ithica, 
and subsequently by Smith and Chubb, Jr. at Mahwah, was a secret process 
and hence does not constitute a “public use”’. 

However, the plaintiffs offered no affirmative evidence in support of 
this contention to show that positive measures to assure secrecy were 
taken by the interested parties such as forbidding strangers or outsiders 
access to the premises where the process was practiced, enjoining one 
another, co-workers or subordinates to secrecy, keeping important equip- 
ment, data and working premises under lock, ete. 

On the other hand, I find from the evidence that there was a constant 
going back and forth of the other men in the Microscopy Department, in 
and out of the laboratory at Cornell, during which many discussions were 
carried on about the problems involved. 

One who alleges a secret use should offer evidence to sustain it. EZ. W. 
Bliss Co. v. Southern Can Co., 251 F. 903. The plaintiffs have failed to do 
this in the face of testimony which seems adequate in my eyes to show a prior 
public use of the process under consideration. 

For the above reasons I find that Marks, patent No. 2,104,949 is invalid 
on the additional ground of prior public use of the patent more than two 
years before the application for 2,104,949 was filed. 
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Marks patent 2,199,227—¢ranted April 30, 1940, on an application 
filed June 11, 1937, relates to a method for coating a supporting structure 
with a crystalline substance and may be considered as an improvement 
on Marks’ earlier patent. It involves two steps. The first step relates to 
the depositing of an initial crystalline coating on the support at speeds 
greatly exceeding those employed in the first patent. This initial layer 
or crystalline field, as it is described, is incomplete or imperfect in the 
sense that it is punctuated with voids or little holes in which the crystalline 
material is absent. It may appear in three different forms, i.e. as an 
“island structure” in which open areas for the most part join each other; 
or as a “semi-meshed structure” where joined open areas and joined 
Crystal Areas exist; or as an “open-meshed structure” where crystalline 
structure forms a lattice in which the open areas for the most part do not 
join. 

The apparatus described as suitable for depositing the initial layer is 
much more detailed than that outlined in the earlier Marks patent. It 
provides for a small tank which contains the erystalline solution suspended 
by a pontoon device on top of liquid within a larger tank. A rack of glass 
plates is suspended within the solution as before, but in the present 
patent the relative movement between the supports and the liquid surface 
is accomplished both by evaporation and by running out of the liquid 
in the larger tank through a valve in its bottom. The specification explains 
how, by varying certain contributing factors, any one of the three types 
of erystal fields may be obtained. Further, it shows how, by relating cer- 
tain factors, polarizers may be produced with their polarizing axes at dif- 
ferent angles with respect to the plane of the solution surface. To obtain 
a crystalline coating of substantially uniform optical orientation, the 
process is so controlled and the constituents used are so selected as to cause 
one particular alignment with respect to the solution surface to dominate 
over all recessive alignments. As an aid to this result, a vibrator is pro- 
vided in the apparatus which produces a vibratory motion between the 
solution surface and the plates. Once the desired crystal field has been 
deposited, then the second step of the process, called intensification, is 
employed. 

This consists in flowing over the crystal field a supersaturated solution 
of the same crystalline substance which is allowed to remain on the plate 
for a short time and then is run off. By this treatment new crystalline 
material is thrown out of solution which fills in the open areas or voids 
of the pre-existing crystal field and causes it to grow. Inasmuch as the 
optical orientation of the crystal field is substantially uniform throughout, 
the crystalline structure grown from the intensification step is also sub- 
stantially optically uniform. The intensification procedure may be re- 
peated two or three times in order to thicken the coating. 

Claim 9 of patent 2,199,227, alleged to be infringed by the defendar't, 
reads: 
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“9. The method of completing a crystalline coating in the form 
of interlocking crystal areas and open areas, the crystals of which 
have substantially uniform optical orientation, comprising applying 
to the coating a supersaturated solution of the crystalline substance 
to cause the crystals to grow from the solute of the solution to com- 
plete the crystalline coating and form a substantially unitary crystal- 
line structure of the same orientation as said original coating”. 

It is to be noted that what is claimed here is only the method of inten- 
sification. 

The first reference cited by the defendant as anticipating claim 9 is an 
article written by Dr. Herapath in 1883 in Philosophical Magazine, Volume 
6, 4th Series, pages 346-381. After describing his process for isolating 
and mounting crystals of herapathite upon a glass support, Herapath dis- 
closes the use of additional quantities of iodine in three different con- 
nections. In the first disclosure he employs it added to a little cold distilled 
water to wash off any excess mother liquid and to prevent the crystals of 
herapathite from redissolving. In the second substance he teaches placing 
the dried crystals under a cupping glass, having a watch-glass with a few 
drops of tincture of iodine in it. “This”, he says, “gives a decidedly black 
tone to the field; and if the crystals were before too thin to obstruct all the 
light, and thus give a red or purplish violet tint, its power of polarization 
will be very materially improved by following the above simple directions.” 

In the final instance Herapath provides for saturating with iodine 
the cement, i.e., Canada balsam, used to secure a covering plate to the 
mount. The iodine is used here in order to prevent the Canada balsam 
from attacking the crystals and dissolving out the iodine. 

I find that this Herapath reference does not anticipate the intensifica- 
tion process as described in the Marks patent. 

Herapath’s additional applications of iodine are in the vapor or liquid 
phase uncombined with the ingredients of the previously deposited crystal 
as in the Marks disclosure. Also the former uses subsequent iodine treat- 
ments either to protect and preserve the crystal or to increase its polarizing 
properties. Marks, on the other hand, employs his intensification process 
for additional purposes, among which are to speed up the output of his 
product and to fatten up or increase the thickness and continuity of the 
pre-existing crystalline structure. 

The prior public use or prior invention of Mason, McClellan, Smith 
and Chubb cited earlier against the first Marks patent, is also relied upon 
by the defendant as anticipating the ‘227 patent. 

From a consideration of the evidence introduced to support this refer- 
ence, it is evident that a process referred to as “intensification” by these 
scientists was employed by them commencing early in their work and con- 
tinuing throughout the course of its development. Numerous references to 
an intensification step are contained in the correspondence between Mason 
and Smith. Physical exhibits of intensified deposits of crystals made by 
Mason and McClellan in 1931 and 1932 were introduced in evidence as 
defendant’s Exhibits D 30, D 37, D 38 and D 39. 
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Mason employed the procedure of building up the thickness of the 
layer of crystal by depositing additional crystalline material on it from 
solution which then increased the thickness of the portions that were too 
thin and gave them, as well as the originally thick portions, an adequate 
polarizing effect and adequate cut-off. This process of rendering the film 
more uniform in thickness depended on having crystalline material sub- 
stantially covering the glass plate on all portions. 


Chubb used the intensification process in the summer of 1932 when he 
came to work for Smith at Mahwah, New Jersey. According to him there 
were a number of ways in which the intensification was performed includ- 
ing dissolving herapathite compound itself in warm alcohol, so that the 
solution was supersaturated, and then coating the first layer either by 
spraying or flowing on the additional crystalline material. 


A consideration of this evidence convinces me that the intensification 
process, as claimed by Marks in patent No. 2,199,227, was not new with 
Marks and that as a result claim 9 of the patent is invalid for want of 
novelty. 


Claim 11, also alleged to be infringed by the defendant, reads as 
follows: 


“11. The method of coating a supporting surface with an optic- 
ally continuous erystalline coating of a substantially uniform optical 
orientation, comprising first crystallizing on the supporting surface a 
erystal field of an island, semi-mesh or open-mesh structure in which 
the erystalline structure is of substantially uniform optical orienta- 
tion, and applying to the supporting surface thus coated a super- 
saturated solution of the crystalline substance to cause the crystal field 
to grow from the solute of the solution to complete the coating to form 
a substantially unitary crystalline structure having the same optical 
orientation as said original coating.” 


This claim involves two steps; a first step in which a basic crystal field 
of one of the types specified is deposited; and a second step in which the 
crystalline structure is completed by intensification. Granted that there is 
nothing new in the intensification process considered by itself, still this 
step in combination with a new or different preliminary step may amount 
to invention. I do not read the ’227 patent as urged by the defendant, 
that the only invention possibly contained therein relates to the intensifica- 
tion process. A simple reading of the twenty claims shows that Marks claims 
as invention additional features either in combination with or apart from 
intensification. 


Considering the invention disclosed in this patent in its broadest 
aspect, it appears to contain several novel features. For instance, means 
are disclosed for producing a crystalline field undercoating of the several 
different types enumerated which is of a substantially uniform optical orien- 
tation. Further the disclosures show how to control the alignment of this 
coating so that it may assume various angles with respect to the solution 
surface and block out any recessive alignments tending to form. 
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The advantages of first depositing one layer of the types specified and 
then superimposing another layer on top of it are: such plates can be pro- 
duced more rapidly; the alignment of the desired crystalline structure is 
easier to control; and desired uniformity is more easily obtained since 
factors tending to cause misalignment are rendered less effective. 

In addition to the above new disclosures in the patent, other improve- 
ments in the earlier Marks process include the provision of additional 
means for lowering the liquid level in the solution tank intended to act 
simultaneously with the lowering caused by evaporation, greatly acceler- 
ated withdrawal times, and the provision of a vibrating motion between 
the solution surface and plates which aids in obtaining the desired uniform 
alignment. 

These several innovations employed in the first phase of the improved 
Marks process when combined with the second phase or intensification step 
amount to invention. Claim 11 of the patent is directed to this combination 
of two steps, one new and the other old. Its wording is not a comprehen- 
sive statement of the entire process involved in the first step, however it 
does particularize in describing it to the extent that it requires the first 
deposit to be “a erystal field of an island, semi-mesh or open-mesh struc- 
ture.” This is sufficient to remove Claim 11 from the work done by Mason, 
McClellan, Smith and Chubb. None of the other cited references anticipate 
this claim. For the above reasons I find that Claim 11 of patent 2,199,227 
is valid. 

Even though we were to find all the Marks patent claims valid, the com- 
plaint must nevertheless be dismissed on the ground that the defendant 
has not infringed the plaintiffs’ patents. The defendant manufactures its 
H sheet, the alleged infringing device, by heating a sheet of polyvinyl 
aleohol which it purchases in rolls; stretching the heated sheet to orient its 
molecules; backing the stretched sheet to a sheet of cellulose acetate which 
acts as a support for the polyvinyl alcohol sheet; floating the backed sheet 
upon a solution of iodine with the stretched polyvinyl alcohol in contact 
with the solution so as to stain the polyvinyl] alcohol with iodine ; and finally 
running the stained sheet through a boric acid bath to stabilize it. 

The two claims of patent ’949 alleged to be infringed by H sheet, 
claims 5 and 16, are method and product claims respectively. Claim 5 is 
directed to “the method of depositing a crystalline structure on a support- 
ing surface which comprises dissolving the crystalline substance in a liquid 
medium, at least partially immersing said supporting surface in said liquid 
medium, causing said substance to be crystallized from said medium and 
to be deposited on said surface with a regulated orientation, and simul- 
taneously relatively so moving said liquid medium and supporting surface 
in such manner as not to break the character of the crystalline structure 
deposited.” 

Claim 16 calls for “a light polarizing device comprising a transparent 
supporting medium having a surface coated with a crystalline substance 
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having the inherent characteristic of polarizing ordinary incident light, 
said coating comprising a substantially continuous crystalline layer directly 
erystallized on the surface from solution and forming effectively a single 
erystal of substantially uniform optical orientation.” 

Marks claims that the defendant's process and product read directly 
on these claims in these respects: the support is the cellulose acetate back- 
ing; the immersing of the support takes place when the sheet is run over 
the iodine bath at which time the crystalline substance, i.e. iodine, is crystal- 
lized from the liquid medium and deposited on the cellulose acetate with 
a regulated orientation, and the relative motion between support and solu- 
tion takes place, with the result that a crystalline coating of the kind 
described by Marks is found in the defendant’s H sheet deposited on the 
type of support claimed by Marks. 

The plaintiffs seek to read claims 9 and 11 of the second patent (set 
forth above) on the defendant’s process by the following reasoning: when 
the backed film of polyvinyl alcohol is floated over the solution of iodine, 
the iodine penetrates the pores of the polyvinyl alcohol, and reaches to the 
surface of the cellulose acetate layer where some of it crystallizes out in 
the form of an island structure, the remainder of the iodine being present 
in the interstices surrounding the islands in the form of dissolved unoriented 
iodine, at this stage the first step of the process has been completed; in the 
intensification step which follows the iodine not yet crystallized is driven 
in and completes the crystalline coating. This takes place in the boric acid 
bath where as the boric acid enters the structure, it causes the solution of 
iodine present in the interstices to become supersaturated with respect to 
the island structure which results in additional crystals being deposited 
to fill the voids and complete the crystalline coating. 

The testimony and evidence offered to refute the charge of infringement 
points out several critical differences between the products and processes 
of the parties and in many important respects contradicts the testimony 
of Mr. Marks, the principal witness offered by the plaintiff to establish the 
charge of infringement. 

From a consideration of all the evidence on the question of infringe- 
ment, I make the following findings: 


1. The iodine in H sheet is present in a non-crystalline form, being 
an absorption complex in which molecular oriented polyvinyl alcohol is 
complexed with iodine. This finding is supported by X-ray diffraction 
patterns of defendant’s product, which the defendant’s expert, Dr. Mark, 
testified failed to show the type of X-ray finding typical of crystalline 
iodine. 


2. Nothing is deposited from solution on to the cellulose acetate sup- 
port at any stage of the H sheet process, as no iodine ever penetrates to 
the cellulose acetate backing. The iodine is absorbed by the outer layer 
of polyvinyl alcohol which it penetrates to about 25% to 30%, leaving the 
remaining portion of the polyvinyl alcohol free from any iodine. 





Vol. 45 T. M. R. MARKS v. POLAROID 681 


3. The iodine employed in the process of H sheet is a dilute solution, 
not a concentrated or supersaturated solution. 


4. The defendant’s process does not produce at any stage of the 
manufacture of H sheet a crystal field of any of the types specified in 
claims 9 and 11 of ’227, but to the contrary “H Sheet” appears as a 
homogenous mass under a microscope which does not resemble any of the 
microphotographs appearing in the second Marks patent. 

These several ways in which the process and product of defendant fail 
to read upon the claims in litigation are crucial and form a sufficient basis 
for a holding of non-infringement. 

However, in the view I take of the processes and products of the liti- 
gants, these distinguishing characteristics are not the sole basis for my 
finding of non-infringement, since I am convinced that in a larger sense 
a reading of the claims of plaintiffs’ patents to cover H Sheet and the 
process for its manufacture is unrealistic. In order for the plaintiffs to 
assert infringement here, they are practically forced to take inconsistent 
positions in that they must alternately urge a narrow construction of the 
claims sued upon in order to avoid anticipation by such similar devices and 
methods as Zimmera and Mason and McClellan, and a broad construction 
in order to claim infringement by such diverse products and processes as 
those of the defendant. 

The fact that the claims of the Marks patents might be phrased in 
terms broad enough to cover many features of defendant’s process and 
product does not in itself establish infringement. The claims are to be 
read in connection with the specifications, and a patentee’s broadest claim 
can be no broader than his actual invention, Kemart Corp. v. Printing Arts 
Research Laboratories, 201 F. 2d 624, 629, 96 USPQ 159, 163. 

Viewed in this light the plaintiffs and the defendant réach different 
results by quite different means. This is seen, for instance, from the fact 
that the defendant produces its polarizers in sheets one thousand feet long 
and three feet wide at the rate of twenty feet per minute, whereas following 
the first Marks patent polarizing areas just a fraction of this size are 
produced only with the lapse of a considerable time. Further, the con- 
tinuous commercial process of the defendant in which large rolls of the 
polarizing sheet are run first through a hot oven, then stretched, bonded 
to a backing sheet, and floated on an iodine bath and finally stabilized in 
a boric acid bath, is broadly divergent from a process in which crystals 
are carefully grown on a dipped support or supports through the use of 
natural crystallographic forces and then, as in the case of the second 
patent, are intensified by a subsequent pouring on of the same material in 
supersaturated form. 

Similarities do exist, though due in large part to the broad wording 
of the claims of the patents. In any case, the differences are more con- 
siderable than the similarities. Consequently I hold that patents ’949 and 
’227 are not infringed by the accused process and product of the defendant. 
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CoNcLUSIONS OF LAW 


I conclude and rule that claims 5 and 16 of patent No. 2,104,949 and 
claim 9 of patent No. 2,199,227 are invalid for anticipation or lack of 
invention; that claim 11 of patent No. 2,199,227 is valid; that if claims 5 
and 16 of the first patent and claim 9 of the second patent are held to be 
valid, still the complaint must be dismissed on the ground that none of the 
claims of the plaintiff’s patents have been infringed by the defendant. 


VALIDITY OF THE DEFENDANT’S PATENTS 


In its counterclaim the defendant charges plaintiffs with infringement 
of three patents to Dr. Land, No. 2,454,515 (hereinafter referred to as ’515), 
issued November 23, 1948, on an application filed October 29, 1938; No. 
2,328,219 (hereinafter referred to as ’219), issued August 31, 1943, on an 
application divided from the application filed October 29, 1938 during the 
pendency of an interference in which the original application was involved ; 
and No. 2,237,567 (hereinafter referred to as 567), issued April 8, 1941, 
on an application filed May 4, 1939. 


The specifications of patents 515 and ’219 are substantially identical, 
the difference being that the patent, i.e. 515, is generic, claiming as the 
material to be used transparent, linear, high polymers such as a cellulose 
compound, as for instance cellulose acetate or ethyl cellulose, or regenerated 
cellulose or a vinyl compound, such as a plasticized vinyl acetal resin, 
whereas the material claimed in ’219 is more specific, being limited to the 
transparent vinyl compounds, with some claims further limited to a vinyl 
acetal resin or to polyvinyl butyral. 


Both patents are directed to a product which is a new and improved 
light-polarizer, and to the process of manufacturing the same which com- 
prises rendering the plastic rubber-elastic, stretching it while in that state 
substantially to the limit of extension of its rubber-elastic state, then hold- 
ing it in the stretched, extended position or setting it so that the deforma- 
tion set up in the sheet is retained. At some stage of the process, either 
before or after it has been stretched, the plastic sheet is dyed, either by 
a direct cotton dye or a suitable mordant dye, or by iodine or bromine or 
a metal, such as mercury, silver, gold, copper, ete. 


The specifications recite certain tests for determining whether products 
fall within the scope of the invention, such as degree of tensile strength, 
directions of monochroism within the sheet, presence or lack of polarized 
light interference and transmission percentages of the sheet for both com- 
ponents of an incident beam of light. The specifications teach that in 
every case the plastic should be rendered rubber-elastic. This last term 
is defined as an elastic condition closely similar to the elasticity possessed 
by vulcanized rubber, in which state the plastic may be stretched or ex- 
tended an appreciable amount without permanent distortion or alteration 
in the structure of the sheet so that when the stress or strain is relieved, 





Vol. 45 T. M. R. MARKS v. POLAROID 683 


the sheet tends to return to its original form and shape. The plastic may 
already be in the rubber-elastic state when purchased (as in the case of 
Vinal which contains a plasticizer) or may be rendered rubber-elastic either 
by heating or by adding a swelling agent, such as sodium hydroxide. 

It is further specified that the extension of the treated sheet should be 
substantially to the limit of its rubber-elastic stretch. “Generally speaking 
.this means that the sheet should be extended substantially to, but just 
below, the point where it ruptures.” “However,” the specifications add, 
“this is not a completely satisfactory test, for in many cases the plastic 
sheet will not rupture even if extended beyond the limit of its rubber- 
elastic state.” 

Three product claims and one process claim of the ’515 patent are 
alleged to be infringed by the plaintiffs. These four claims define the 
material to be used as a transparent, linear, high molecular weight organic 
plastic or as a light-transmitting high molecular weight synthetic linear 
polymer. 

Claim 11 calls for forming a uniform thin layer of the plastic, applying 
a force to it while heated in such direction as to align the molecules of the 
plastic in parallelism and at some stage of the process incorporating a 
dichroic dye within the layer. 


Claim 12 calls for a plane polarizing film which has been extended 
under stress in the solid unoriented state with the polarizing substance 
contained in the solid polymer, to a state of permanent high linear extension 
and molecular orientation of the polymer and of the polarizing substance 
in the direction of the stress. 


Claim 17 calls for a product in which the molecules of the plastic and 
the dye are oriented to substantial parallelism and in which the polarizing 
sheet has been so highly extended in the rubber-elastic state that the direc- 
tions of monochroism within the sheet make with each other an angle 
greater than 160°. 


Claim 18 calls for the product of Claim 17 in which the dichroic dye 
comprises iodine. 


The defendant charges the plaintiffs with infringement of Claims 1 
to 6, 17, 18, 19, 20, 22 and 24 of patent ’219. 


Claims 1 through 6 call for a light polarizer comprising a sheet of a 
transparent vinyl compound which has its molecules substantially oriented 
and a dichroic substance incorporated therewith. These claims further 
distinguish from one another in calling for an angle of monochroism within 
the sheet greater than 165°; a dichroic ratio in excess of 9; an absorption 
percentage of 98 of one component of incident light; a dichroic substance 
comprising an element; and a dichroic substance comprising iodine. 

Claims 17, 18 and 19 are directed specifically to polyvinyl butyral 
with further specification in relation to the dichroic substance used and 
the angle of monochroism. 
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Claims 20, 22 and 24 call either for the process of making a light 
polarizer by extending a rubbery-elastic sheet of the plastic until the 
molecules are substantially oriented or for a product in which the plastic 
is under internal linear strain so that it will contract parallel to a pre- 
determined direction if the strain is released or for such a product in 
which the dichroic substance is iodine. 

Patent No. 2,237,567 which is a continuation in part of the 515 patent, 
is directed specifically to polyvinyl alcohol as the plastic material to be 
used in the production of polarizers. According to the process disclosed, 
a cast sheet of polyvinyl alcohol is heated to a temperature at which it can 
be extended by stretching, but without flowing. A suitable temperature 
is one in the neighborhood of 130°C. The sheet is then stretched until its 
molecules are in substantialy oriented alignment. The degree of stretch 
may be varied widely, i.e. from two and one-half to eight times the length 
of the sheet, with the understanding that in general the greater the stretch, 
the more efficient the polarizer produced by following the invention. There 
is nowhere in this patent the limitation that the sheet be stretched in the 
rubber-elastic state or that the stretch be to the limit of extension of that 
state. The stretched sheet is then stained with a solution of a polarizing 
polyiodide, the stain preferably being applied in the form of a water 
solution. 

The dye may be applied to the sheet in any of a number of ways. It 
may be sprayed on the sheet, or the sheet may be passed through the 
solution, or it may be incorporated with the solution of polyvinyl alcohol 
prior to the casting of the film. Suitable plasticizers, such as glycerine 
may be employed with the polyvinyl alcohol in forming the sheet. The 
specifications point out that ten per cent by weight of such plasticizers has 
not proved excessive. 

The product produced by the invention is described as a substantially 
uniaxial polarizer, consisting of a sorption complex of iodine on solid 
polyvinyl alcohol which shows a transmission of ordinary light exceeding 
40% and a percentage polarization of 99.98%. 

Of the several claims of this patent sued upon by the defendant, the 
broadest seems to be claim 1 which calls for “a light polarizer consisting 
of a sorption complex of a dichroic stain on molecularly oriented solid 
polyvinyl alcohol. 

Claim 2 adds the features that the polarizer be a uniaxial sheet and 
that the dichroic sorption complex be a substantial absorber for light 
vibrating parallel to its axis and a non-absorber for light vibrating perpen- 
dicularly to its axis. 


Claim 5 differs only slightly from Claim 1. 


Claims 7 and 8 are specific in calling for a dichroic stain comprising 
iodine and a water soluble dichroic stain respectively. 


Claim 9 calls for lamination to a transparent supporting sheet. 
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Claim 18 is a process claim calling fur essentially the same steps 
outlined in the description of the invention above. 

Reissue Patent No. 23,297, which is before us only on the question 
of validity, is directed to a new and improved light-polarizing material. 
In essence it teaches subjecting the product of patent 2,237,567 to a fur- 
ther step in order to improve its stability against heat and moisture. This 
is done by treating the molecularly oriented, iodine-stained sheet of poly- 
vinyl aleohol with a boron compound, preferably a concentrated solution 
of boric acid. The result of this process is to convert a minute layer 
adjacent to the surface of the sheet into the reaction product of polyvinyl 
alcohol and the reagent used in the solution, i.e. the boric compound. The 
properties of the product indicate that it is a cross-linked ester of polyvinyl 
alcohol, more specifically designated as polyvinyl orthoborate. This layer 
is highly unreactive to heat and other forces affecting the stability of the 
iodine stain within the sheet. It is resistant to water and water vapor 
and also appears to seal the iodine in the body of the sheet in the same 
way that it seals out moisture. 

In the earlier part of this opinion, two different types of polarizers 
were discussed: the suspension type and the Marks crystalline deposit 
type. The polarizers of the three Land patents in issue constitute yet a 
different type of polarizer: one in which various plastics are dyed or stained 
to form a complex which acts as an efficient light polarizer. However, 
Land was not the first broadly to teach the art the manufacture of this kind 
of polarizer. The prior art references cited by plaintiffs show that Am- 
bronn and Fry, Preston, and Kasemann had taught staining or dying 
plastics to make polarizers prior to the date of Land’s applications. Further, 
many of the same materials and dyes used by Land are employed in these 
same references. For instance, both Preston and Ambronn & Fry disclose 
the use of cellophane in their articles. The Kasemann patent discloses in 
addition to cellophane, cellulose esters and particularly cellulose acetate. 
All these materials belong to the class claimed in the first Land patent, i.e. 
the transparent linear high polymers. The Ambronn & Fry reference 
teaches dying with elements the same as in Land, including the reduction 
of a salt of a metal to the metal itself, and mentions all of the elements 
mentioned by Land as suitable for use in producing dichroism. Staining 
with direct cotton dyes and iodine is also suggested. 

Land’s predecessors in the field also disclosed stretching or extending 
of the plastic material in order to orient the molecules in substantial 
parallelism. It was known and taught that the greater the extension of 
the material, the greater would be the orientation of its molecules, with 
the result that a more efficient polarizer would be produced. 

Ambronn and Fry in their article on the Polarization Microscope in 
1926 (Plaintiffs’ exhibit 64, tab 18) disclose an apparatus for the stretching 
of strips of gels in order to orient their miscelles. In this same article 
they teach that double refraction, which is a measure of the degree of 
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orientation, increases with elongation and then flattens off as the molecules 
become essentialy parallel to one another. 

Five years later Preston, in an article entitled “The Cellulose-Dyestuff 
Complex”, concluded in the summary that the dichroic constant (a measure 
of the efficiency of a polarizer commonly recognized in the art) was a 
function of the degree of orientation of the cellulose structure and that 
this dichroic constant increased appreciably in the case of only slightly 
oriented structures with the application of tension along the axis of the 
fibre during dying and drying. 

The teachings of these scientists appear to be followed and practiced 
by Kasemann in U.S. Patent No. 2,236,972 where the patentee points out 
the desirability of subjecting the films or sheet to an additional mechanical 
stretch in a longitudinal direction during any stage of the manufacturing 
or dying process in order to orient the molecules. To accomplish this result, 
Kasemann outlines an apparatus consisting of two rollers with a stretching 
device. During all the various stages of the process a continuous increase 
of the distance of the two rollers is effected with a view to stretching the 
endless film band as long as it is still wet and able to be stretched. 

Thus it is seen that the prior art suggested the stretching of several 
of the same materials as described by Land and the dying and staining 
of such materials with iodine, metallic elements and direct cotton dyes 
to make a polarizer. 

If this much is old to the art, what then has been Land’s contribution 
in this field? In answer to this question counsel for the defendant urge 
here, as they did previously in prosecuting the patent applications before 
the Patent Office, that at least in respect to the first patent, the key to the 
invention resides in the disclosure of placing the various plastics in the 
rubber-elastie state and stretching them while in said state to the limit of 
extension of their rubber-elastic state. 

Thus the defendant treats as critical and the secret to making better 
polarizers of this kind both a reduction of the polymeric material to a par- 
ticular state or condition of physical behavior prior to stretch and a par- 
ticular type of stretch while in this state. 

From a perusal of the prior art references cited by the plaintiffs, there 
appears to be no mention of these conditions as critical or productive of a 
more efficient polarizer. The disclosure on page 2, column 2, lines 37 to 43 
of Land patent 2,011,553, claimed by plaintiffs to touch on these points, 
does not appear to teach the manufacture of any type of polarizer at. all, 
since it calls for elimination of the suspended asymmetric polarizing par- 
ticles necessary for the formation of the kind of polarizer to which that 
patent is specifically directed and fails to provide for the application of a 
dye or stain to the oriented plastic as called for in Land’s ’515 patent. In 
any event, these lines from the ’553 patent fail to teach the necessity for 
rendering the plastic rubber-elastic before it is stretched on the mechanical 
bed provided for in that patent and do not set a limitation on stretch to the 
limit of extension of the rubber-elastic state. 
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Land claims invention in his teachings in relation to rubber-elastic 
state and stretch. The plaintiffs attack the inventiveness of these disclos- 
ures. First, they argue that for the defendant to claim one or both of these 
limitations as the invention of the 515 patent would involve it in a basic 
contradiction in that the defendant in attempting to overcome during the 
trial a reference consisting of a patent to Bailey and Brubaker, introduced 
in evidence to show priority of conception a memorandum which, in the 
words of the plaintiffs, “does not disclose rubber-elasticity, but on the con- 
trary discloses the desirability of a non-elastic stretch.” 

This patent to Bailey and Brubaker was applied for nearly one month 
prior to the filing date of the 515 application. It contains many similari- 
ties to the ’515 patent, including the disclosure of the use of synthetic linear 
polymers, which are dyed and extended under stress in the solid unoriented 
state to form a polarizer. 

Land had earlier been involved in an interference proceeding with this 
patent and in accordance with Patent Office procedure, he copied certain 
claims from it including claim 12, which contains no express limitations 
to rubber-elastic state and stretch, but only requires that the polymer be 
extended in the solid unoriented state. Land was eventually awarded the 
counts in interference, after the other party had filed a disclaimer ; and the 
copied claims were allowed in the ’515 patent. One of these claims, i.e. 
claim 12, is sued upon by the defendant in this case. 

I find on the evidence and testimony submitted on the issue of priority 
between Land and Bailey and Brubaker, that Land was the first to con- 
ceive the subject matter contained in claim 12 of the ’515 patent, and that 
as a result, the Bailey and Brubaker patent does not constitute a valid 
reference on the question of novelty or for any other purpose. In accordance 
with this finding, I have eliminated this reference from consideration in 
the discussion of the prior art above. 

From a close examination of plaintiffs’ Exhibit 2 and the testimony of 
its author Chubb, I am convinced that the memorandum, while not expressly 
mentioning rubber-elastic state as such, clearly calls for this condition by 
implication since it shows that each one of the plastics mentioned was 
treated prior to stretch in one or more of the different ways enumerated in 
the Land patents for rendering them rubber-elastic. 

I am satisfied with Chubb’s explanation of the paragraph in the memo- 
randum which the plaintiffs claim negatives the concept of rubber-elasticity. 
As he said, it is a matter of degree. “Vinal is elastic without plasticizer in 
it; it is unduly elastic with plasticizer.” 

Consequently it is not inconsistent for the defendant to rely upon 
plaintiffs’ Exhibit 2 to show priority of invention over Bailey and Brubaker. 
Further the defendant may continue to insist upon its theory of rubber- 
elasticity while attempting to carry its date of conception back of Bailey 
and Brubaker, even though this reference does not disclose rubber-elasticity 
as its invention, since within the doctrine of inherency, Land in the speci- 
fications of his 515 patent discloses everything contained in the copied 
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claims, and at the same time he discloses more. In other words, stretching 
in the rubber-elastic state is a more critical limitation than stretching in the 
solid unoriented state and yet the former includes the latter. 

However, since I am convinced that whatever invention resides in the 
first Land patent consists in the teachings of rubber-elastic state and stretch, 
claim 12 and every other claim of this patent which is not expressly or by 
necessary implication limited to these concepts are open to attack by the 
pertinent prior art references. 

The plaintiffs’ next attack upon rubber-elastic state and stretch con- 
sisted in testimony of their expert witness, one Dr. Beckmann, to the effect 
that the several disclosures in the patent of these conditions as applied to 
particular materials are inconsistent, vague and indefinite. Consequently, 
Dr. Beckmann concludes that there is nothing critical about the rubber- 
elastic state as disclosed in the patent. 

I do not share this conclusion. Granted there are certain latitudes and 
an absence of painstaking precision in defining the boundaries of the rub- 
ber-elastic state in reference to certain examples contained in the specifi- 
cation, still in view of the rather specific definition of the rubber-elastic 
state found in column 9 of the specifications and also with the fact in mind 
that the several plastics employed react differently and require different 
treatments in accordance with their physical natures, I cannot find on the 
whole such an indefiniteness or inconsistency in the various disclosures of 
rubber-elastic state as would destroy the value of this concept. And I am 
convinced from the evidence that the teaching of rubber-elasticity does have 
worth, despite the plaintiffs’ arguments to the contrary. 

It is not disputed that polarizers made in accordance with the teachings 
of the ’515 patent have substantially higher dichroic ratios than the cello- 
phane polarizers of the prior art which failed to employ rubber-elastic 
stretch. 

Others in the art had taught that higher dichroic ratios would result 
from increased orientation of the molecules of the plastic used. To achieve 
such increased orientation (and to retain it once it has been achieved) was 
presumably the purpose of Land’s disclosure of rendering the plastic rub- 
ber-elastic. Thus his contribution consists in teaching the art a particular 
method or approach to secure the desired result of optimum orientation. In 
furnishing a solution to the elongation problem, this contribution presents 
a reliable procedure and guide to which these concerned with the production 
of polarizers may turn as an aid to making more efficient polarizers. 

For these reasons I find that Land’s teachings in relation to rubber- 
elastic state and stretch represent an advance over the prior art which 
amounts to invention. 

However, since I have found that invention resides in these features 
alone, the validity of each of the claims sued upon here depends on whether 
or not they are drawn so as to include one or both of these limitations, 
either expressly or by necessary implication. I do not find this to be the 
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ease with claim 12 of the patent, which as drawn reads upon the prior art 
references. This claim cannot be saved by reading into it limitations con- 
tained in the specifications or other claims of the patent. See Western 
States Mach. Co. v. 8. 8S. Hopworth Co., 147 F.2d 345, 64 USPQ 141; Sec- 
retary Pen Co. v. Everlast Pen Corp., 186 F.2d 575, 88 USPQ 231; Landis 
Mach. Co. v. Parker-Kalon Corp., 190 F.2d 548, 90 USPQ 129. 

For the above reasons I find that claims 11, 17 and 18 of patent 
2,454,515 are valid and that claim 12 of the same patent is invalid. 

The plaintiffs attack the validity of the second Land patent in suit, i.e. 
’219, by reasserting against it the same prior art references relied upon to 
defeat the first Land patent. 

Since this patent is a division of the ’515 patent, it must rest upon dis- 
closures in the parent application, with the added requirement that it must 
itself contain patentably distinct subject matter which amounts to inven- 
tion. See In re Seebach, 88 F.2d 722, 33 USPQ 149. As mentioned above, 
the claims of this patent are specific to the vinyl compounds and poly- 
vinyl butyral, and in this respect they distinguish sufficiently from the 
claims of the ’515 patent. 

No art has been cited by the plaintiffs which discloses use of the vinyl 
compounds in the manufacture of the type polarizer under consideration. 
This disclosure is concededly novel and as we discover from a reading of the 
patent, makes possible a superior light polarizer. In the absence of more 
compelling prior art references and a stronger attack on the validity of 
this patent, I am not prepared to disturb the presumption of invention 
which flows from the granting of every patent. 

Consequently, I find that patent ’219 and all its claims here sued upon 
are valid. 

The plaintiffs’ main attack against the validity of the third patent in 
suit, ie. 567, consists of two prior art references which are reports of 
scientific studies, published within a decade after the discovery of polyvinyl 
alcohol, on certain chemical and physical properties and reactions of that 
material. 

Halle and Hofmann’s “Fiber Diagram of Polyvinyl Alcohol’, pub- 
lished in 1935, is of interest primarily for its revelation that polyvinyl] al- 
cohol is made up of crystallites which may be parallelized by stretch (par- 
ticularly easily on heating), so as to render the samples doubly refracting. 
The authors disclose stretching temperatures approximating these of Land 
and extensions up to 7,000 percent in the heated condition and 300 to 400 
percent in the cold. 

The other reference, Gallay’s “The Sorption of Iodine by Polyvinyl 
Aleohol”, published in 1936, discloses quantitatively the sorption of iodine 
by polyvinyl alcohol. Neither of these references teaches the application 
of its disclosures to the polarization art, nor do they for that fact even 
mention the word “polarization.” Consequently neither is in itself a 
complete anticipation of the patent under consideration. 
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Land’s contribution evidenced by this patent was in taking characteris- 
tics of a material, each separately investigated and disclosed in these 
references, combining them and giving the result a practical application to 
the art of light-polarization. In so doing he came up with a commercial 
polarizer of high efficiency and utility which, I am convinced, represents a 
significant advance in the art. This polarizer is outstanding, not only for 
its high efficiency, but also for its case of manufacture and cheapness. 

Of the three Land patents involved in this litigation, the defendant 
relies mainly on the disclosures of the 567 patent in conducting its com- 
mercial operations in the 3-D viewer field. It would be anomalous to strike 
down the patent which has proved to the defendant to have the greatest 
commercial value and save the other two patents. In the absence of a 
stronger showing by the defendant on the question of validity, this court 
will not reach such a result. 

Consequently, I also find patent No. 2,237,567 and the claims in issue 
here valid. 

The plaintiffs’ attack on Reissue Patent No. 23,297, is based on three 
prior art references which generally disclose reacting polyvinyl alcohol 
with boric acid for different purposes. One or more of these references 
describe the cross-linked nature of the resulting product and point out its 
new characteristics of resistance to heat and moisture. The defendant 
admits that the art know that polyvinyl alcohol could be rendered water- 
resistant by treatment with boric acid, but it claims that additional functions 
are performed by this treatment when applied to its light-polarizers. 

The problem which the reissue patent sought to solve was how to 
stabilize the sorption complex of polyvinyl alcohol and iodine so as to render 
it heat and moisture resistant, while at the same time bringing about the 
result in such a way that the polarizing properties of the sheet would not 
be significantly impaired. Resort was to a known means for stabilizing a 
basic constituent of the product, the polyvinyl alcohol. This much has been 
described and disclosed in the art before. However, there was no disclosure 
of the effect of such a reaction on a polarizing stain absorbed on the basic 
material with which the cross-linking is produced. This much was unknown. 

As we learn from the reissue patent for the first time the boric acid 
treatment does affect the polarizing properties of the sheet. “The reaction 
may be accompanied by some decrease in the degree of molecular orientation 
of the reacted layer” which in turn, in the case of iodine “may cause a loss in 
the transmission of the sheet running as high as from 5% to 10% of 
incident light”. However, as the specifications read, “this decrease in 
transmission may in some cases be desirable, particularly for the production 
of light-polarizing material of high polarizing efficiency but relatively low 
transmission”. A further change is wrought in that the predominant color 
of the sheet changes toward the blue. Expedients are disclosed in the 
patent for preventing the above-mentioned loss in transmission and for con- 
trolling the “darkening effect” resulting from the treatment. These measures 
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are quite simple and would suggest themselves to those skilled in the art. 
In any case, they do not appear to constitute an essential part of the inven- 
tion and accordingly they have been omitted from the claims of the patent 
which are all product claims. 

The only other suggested innovation of the patent is that the protective 
layer of polyvinyl orthoborate acts to seal the iodine in the body of the sheet 
in the same way that it seals out moisture. 

From a consideration of the patent and the prior art, I believe that 
those skilled in the art setting out to solve the stabilization problems posed 
prior to the issuance of this patent, would in due course have reacted a 
polyvinyl aleohol dichroic stained polarizer with boric acid to form a cross- 
linked protective coating in the polarizer and that they would have observed 
the effect of this treatment on the polarizing stain and compensated for 
it where desired in substantially the same way as disclosed in this patent. 
The natural effect of such a boric acid treatment would be to seal in the 
polarizing complex while reacting with the polyvinyl alcohol to which it 
is absorbed. 

The conviction that the product of this patent would have suggested 
itself to those skilled in the art is fortified by a reading of the patent 
specifications. The disclosures are simple. No critical limitations as to time 
of treatment, or amounts of boric acid are specified. In short, it seems that 
the product of the present patent can be produced by the simple expedient 
of running the product of patent ’567 through a bath of a concentrated 
solution of boric acid. 

Simplicity of operation does not necessarily negative invention but on 
the facts of this case against the background of the cited art, I believe that 
it shows that what the patent discloses would be obvious to a skilled chemist 
setting about to solve stabilization problem connected with a polarizer of 
the general type claimed in the ‘567 patent. For these reasons I find that 
Reissue Patent No. 23,297 is invalid for lack of invention. See Mandel Bros. 
v. Wallace, 335 U.S. 291, 79 USPQ 220. 


DETERMINATION OF THE QUESTION OF INFRINGEMENT 


In this part of its ease the defendant alleges distinct infringements of 
its patents by two different polarizers manufactured by one or both of the 
plaintiffs over different periods of time. We shall treat first of the alleged 
infringements by the polarizer put out by Depix Corporation during 1953. 

In the manufacture of its polarizer, Depix first mixes together in a pail 
certain raw material solids and solvents; i.e. Elvanel 52-22, iodine, tetraethyl 
ortho silicate, glycerin, and acetic acid. The mix is beat up with an egg 
beater and then forced by pressure through a nozzle on to the vertical 
surface of a glass plate which is rotating on a horizontal axis and turning 
very slowly in a clockwise direction. As this liquid squirts on to the plate, 
it completely covers the outer rim of the plate for about two feet, the excess 
liquid dropping off the bottom. When the wheel is rotated for about ten 
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Land’s contribution evidenced by this patent was in taking characteris- 
ties of a material, each separately investigated and disclosed in these 
references, combining them and giving the result a practical application to 
the art of light-polarization. In so doing he came up with a commercial 
polarizer of high efficiency and utility which, I am convinced, represents a 
significant advance in the art. This polarizer is outstanding, not only for 
its high efficiency, but also for its case of manufacture and cheapness. 

Of the three Land patents involved in this litigation, the defendant 
relies mainly on the disclosures of the 567 patent in conducting its com- 
mercial operations in the 3-D viewer field. It would be anomalous to strike 
down the patent which has proved to the defendant to have the greatest 
commercial value and save the other two patents. In the absence of a 
stronger showing by the defendant on the question of validity, this court 
will not reach such a result. 

Consequently, I also find patent No. 2,237,567 and the claims in issue 
here valid. 

The plaintiffs’ attack on Reissue Patent No. 23,297, is based on three 
prior art references which generally disclose reacting polyvinyl alcohol 
with borie acid for different purposes. One or more of these references 
describe the cross-linked nature of the resulting product and point out its 
new characteristics of resistance to heat and moisture. The defendant 
admits that the art know that polyvinyl alcohol could be rendered water- 
resistant by treatment with boric acid, but it claims that additional functions 
are performed by this treatment when applied to its light-polarizers. 

The problem which the reissue patent sought to solve was how to 
stabilize the sorption complex of polyvinyl alcohol and iodine so as to render 
it heat and moisture resistant, while at the same time bringing about the 
result in such a way that the polarizing properties of the sheet would not 
be significantly impaired. Resort was to a known means for stabilizing a 
basic constituent of the product, the polyvinyl aleohol. This much has been 
described and disclosed in the art before. However, there was no disclosure 
of the effect of such a reaction on a polarizing stain absorbed on the basic 
material with which the cross-linking is produced. This much was unknown. 

As we learn from the reissue patent for the first time the borie acid 
treatment does affect the polarizing properties of the sheet. “The reaction 
may be accompanied by some decrease in the degree of molecular orientation 
of the reacted layer” which in turn, in the case of iodine “may cause a loss in 
the transmission of the sheet running as high as from 5% to 10% of 
incident light”. However, as the specifications read, “this decrease in 
transmission may in some cases be desirable, particularly for the production 
of light-polarizing material of high polarizing efficiency but relatively low 
transmission”. A further change is wrought in that the predominant color 
of the sheet changes toward the blue. Expedients are disclosed in the 
patent for preventing the above-mentioned loss in transmission and for con- 
trolling the “darkening effect” resulting from the treatment. These measures 
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are quite simple and would suggest themselves to those skilled in the art. 
In any case, they do not appear to constitute an essential part of the inven- 
tion and accordingly they have been omitted from the claims of the patent 
which are all product claims. 

The only other suggested innovation of the patent is that the protective 
layer of polyvinyl orthoborate acts to seal the iodine in the body of the sheet 
in the same way that it seals out moisture. 

From a consideration of the patent and the prior art, I believe that 
those skilled in the art setting out to solve the stabilization problems posed 
prior to the issuance of this patent, would in due course have reacted a 
polyvinyl aleohol dichroic stained polarizer with boric acid to form a cross- 
linked protective coating in the polarizer and that they would have observed 
the effect of this treatment on the polarizing stain and compensated for 
it where desired in substantially the same way as disclosed in this patent. 
The natural effect of such a boric acid treatment would be to seal in the 
polarizing complex while reacting with the polyvinyl alcohol to which it 
is absorbed. 

The conviction that the product of this patent would have suggested 
itself to those skilled in the art is fortified by a reading of the patent 
specifications. The disclosures are simple. No critical limitations as to time 
of treatment, or amounts of boric acid are specified. In short, it seems that 
the product of the present patent can be produced by the simple expedient 
of running the product of patent ’567 through a bath of a concentrated 
solution of boric acid. 

Simplicity of operation does not necessarily negative invention but on 
the facts of this case against the background of the cited art, I believe that 
it shows that what the patent discloses would be obvious to a skilled chemist 
setting about to solve stabilization problem connected with a polarizer of 
the general type claimed in the ‘567 patent. For these reasons I find that 
Reissue Patent No. 23,297 is invalid for lack of invention. See Mandel Bros. 
v. Wallace, 335 U.S. 291, 79 USPQ 220. 


DETERMINATION OF THE QUESTION OF INFRINGEMENT 


In this part of its ease the defendant alleges distinct infringements of 
its patents by two different polarizers manufactured by one or both of the 
plaintiffs over different periods of time. We shall treat first of the alleged 
infringements by the polarizer put out by Depix Corporation during 1953. 

In the manufacture of its polarizer, Depix first mixes together in a pail 
certain raw material solids and solvents; i.e. Elvanel 52-22, iodine, tetraethyl 
ortho silicate, glycerin, and acetic acid. The mix is beat up with an egg 
beater and then forced by pressure through a nozzle on to the vertical 
surface of a glass plate which is rotating on a horizontal axis and turning 
very slowly in a clockwise direction. As this liquid squirts on to the plate, 
it completely covers the outer rim of the plate for about two feet, the excess 
liquid dropping off the bottom. When the wheel is rotated for about ten 
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degrees, heat lamps in the apparatus at this point dry the film, causing the 
solvent to evaporate. The film is then stripped off the wheel, stretched 
out and applied to a cellulose acetate backing. It then passes through a 
drying tower, where it travels up and down several times to dry the rest 
of the solvent out. After that it is wound on a wheel, the process being 
completed. 

Samples of the product produced by this process were delivered to the 
defendant early in the litigation for test purposes. The defendant’s expert 
witnesses, Dr. Blout and Professor Mark, conducted many extensive tests 
on the accused polarizer. Their findings, fully documented and explained, 
are in evidence and constitute the basis of the defendant’s counterclaim. 

Without describing the tests specifically, I find them impressive, both 
in number and kind. They have been conducted by experts in the field 
with great care and attention to detail, who have not been content to rest 
their important findings on a single isolated test, but in the best scientific 
tradition have run complementary tests to support and confirm their con- 
clusions. The nature of the tests performed were described at length to 
this court and the results obtained are fully explained and documented 
by numerous physical exhibits. These tests stand as the sole tests on 
the plaintiffs’ product before this Court and I am disposed to accept them 
and the conclusions of the experts based upon them in the absence of a 
serious attack upon their validity. Dr. Mark summarized, and I adopt 
this summary as a fact, that the accuracy and reliability of all the various 
tests, namely, the infrared absorption spectrum, the swelling and solubility, 
the contraction upon swelling, the chemical analysis by combustion, the 
Zerowitinoff determination of free hydroxyl groups, the qualitative estab- 
lishment of the presence of iodine and the various X-ray tests permits the 
following conclusions: the polarizing film in the Depix sheet is a molecularly 
oriented linear high polymer, specifically a polyvinyl aleohol comprising a 
sorption complex of iodine on it and containing about 2% silicon, either 
unbonded or partially bonded to the polyvinyl alcohol. The sheet is an 
efficient light polarizer. It is under internal strain, which can be released 
by swelling, upon which the sheet relaxes to one-third or one-fourth of its 
stretched length, parallel to the direction of the stretch. 

Various attacks made by plaintiffs on these tests proved fruitless. The 
tests have proved that the Depix is essentially polyvinyl alcohol complexed 
with iodine. If this is the reaction which makes polarization possible, then 
the addition of other chemicals to the sheet in minor proportions would not 
excuse the plaintiffs from a charge of borrowing from the defendant’s 
patents. 

The plaintiffs’ defense to the charge of infringement was twofold. 
It consisted in the first place of an attempt to impeach the accuracy and 
reliability of the defendant’s tests. 

The second part of the defense was furnished by the plaintiffs’ expert 
witness, Dr. Beckmann, who testified to limitations in every claim of the 
Land patents by which infringement would be avoided. 
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Dr. Mark had previously furnished testimony on each of the claim in 
suit which, if accepted by this Court, would require a finding of infringe- 
ment thereof by the plaintiffs’ product or process. 

The disagreement between the experts on each side is one more of form 
than of substance. The testimony of the plaintiffs’ expert, Dr. Beckmann, 
does not cover as many separate and distinct limitations as there are claims 
in the patents, but relates rather to one or two basic limitations to each of 
the three patents in suit. Having considered all of the evidence on both 
sides carefully, I am of the opinion that the Depix polarizing layer is a 
linear plastic ; that the Depix layer is extended in a rubber-elastic condition ; 
and that the layer is properly characterized as a vinyl compound within 
the meaning of the term as used in the patent. In other words, I conclude 
that by the use of the words “vinyl compound” in the patent, it was meant 
to include, and was synonymous with, a polyvinyl compound. This con- 
struction is in accord with cases holding that a patentee may define his 
own terms regardless of common or technical meaning and his definition 
should be accepted in construing the patent. Dennis v. Pitner, 106 F. 2d 
142 42 USPQ 248; Lewis I. Stitch Mach. Co. v. Columbia D. Mach. Mfg. 
Corp., 23 F. Supp. 705, 37 USPQ 635; Moss v. Patterson-Ballagh Corp., 
89 F. Supp. 619, 85 USPQ 391. See also Stuart Oxygen Co. v. Josephian, 
162 F. 2d 857, 74 USPQ 117, where the court says at pages 860-861, 74 
USPQ at 120: 

Moreover it is well recognized that an uncommon word used in the 

claims is to be construed in the light of its usage in the description 

or other portion of the patent rather than to limit it to its dictionary 
meaning. 

On the basis of the combined testimony of the defendant’s experts, 
I find that the Depix product is essentially polyvinyl alcohol complexed 
with iodine, which also contains about 2% silicon either free or bonded 
to the polyvinyl alcohol and possibly 5% of glycerine which may serve as 
a plasticizer. No tests have been offered by the plaintiffs to refute or con- 
tradict this analysis of the composition of the Depix product. The only 
figure seriously questioned by the plaintiffs is that submitted by Dr. Blout 
for the glycerine content of the product. From a consideration of the 
evidence on this question, I accept the conclusions of Dr. Blout. But even 
allowing the possibility of a larger percentage of glycerine in the final 
product, I still feel that the result would be the same, for I am convinced 
that the role glycerine plays in the product is minor. It does not con- 
tribute to the polarization effect. It does not react with or change the 
essential chemical characteristics of the ingredients which do. It is present 
solely as an additive or filler which might also act as a plasticizer. In like 
manner the role of silicon in the accused product is limited. The small 
percentage present does not appreciably change the chemical, physical or 
optical properties of the product so as to constitute a significant departure 
from the ’567 patent claims. 
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For these reasons, I find that the presence of the glycerine and silicon 
in the Depix product together with materials claimed by Land does not 
result in a product sufficiently distinguishable for the product claimed in 
the patent claims so as to avoid infringement thereof. 

See cases holding that the addition of other substances to those claimed 
in the patent does not avoid infringement where such additional substances 
are not shown to radically change the composition of the patent, J. F. 
Laucks, Inc. v. Kaseno Products Co., 59 F.2d 811; Aluminum Co. of America 
v. Thompson Products, 25 F.Supp. 175, 38 USPQ 230; Union Carbide & 
Carbon Corp v. Graver Tank & Mfg. Co., 106 F.Supp. 389, 93 USPQ 158. 

With these main points of difference between the experts settled, and 
other issues in the case resolved, I now find on the basis of all the evidence 
in the case substantial infringement of the claims of all three Land patents 
in issue by the Depix product and process. 

Specifically I find infringement of: 

Claims 17 and 18 of patent No. 2,454,515. 
Claims 1, 2, 3, 4, 5, 6, 20, 22, and 24 of patent No. 2,328,219. 
Claims 1, 2, 5, 7, 8, 9 and 18 of patent No. 2,237,567. 


The evidence is insufficient to support a finding of infringement of 
claim 11 of patent No. 2,454,515. 


I am convinced that Marks participated sufficiently with the corpora- 
tion in the infringement of the defendant’s patents to hold him personally 
liable for such infringement. As the evidence shows, Marks was president 
of Depix from its inception until a day before it discontinued the manufac- 
ture of polarizers. Depix was a small family corporation organized by 
Marks and his brother. The latter two together with their mother were 
the only officers in the corporation and the three owned all its stock through 
ownership of another corporation which in turn held the stock of Depix. 
Marks supervised and directed the building of machines and equipment 
used by Depix in manufacturing its commercial product. He was thoroughly 
familiar and conversant with the detailed process employed by Depix and 
the resulting product and he was the patentee of the patents under which 
Depix allegedly operated and for the exploitation of which it was incor- 
porated. Marks disclosed in his deposition that he and his family invested 
considerable funds of their own in Depix and that this was the only source 
of revenue of the corporation outside of sales returns and certain deposits 
advanced by another company which acted as distributor in the sale of 
viewers. 

These facts and others show that Marks participated actively in the 
business of the corporation and that but for his direct contributions, the 
infringement complained of here would never have resulted. Accordingly, 
I find this plaintiff a guiding spirit behind the infringement and hold him 
personally liable with the corporation for its occurrence. See Calculagraph 
Co. v. Wilson, 132 F. 20; Federal Trade Commission v. Standard Education 
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Soc., 86 F.2d 692; General Electric Co. v. Wabash Appliance Corp., 93 
F.2d 671, 36 USPQ 214; General Motors Corp. v. Provus, 100 F.2d 562, 39 
USPQ 526; Dean Rubber Mfg. Co. v. Killian, 106 F.2d 316, 42 USPQ 493. 

I find insufficient evidence to support a charge that the plaintiff, Marks, 
individually or through some company dominated by him, infringed the 
first two Polaroid patents in the period from 1948 to 1952. The additional 
defenses to the counterclaim advanced by the plaintiff merit little considera- 
tion. They are to the effect that (1) false representations were made by 
Land to the Patent Office of a very excessive dichroic ratio; and (2) that 
the defendant misused its patents. It is quite true that a misrepresenta- 
tion of a dichroic ratio to the order of 25 was made which was probably 
stretching it beyond the limit of actual fact. But from a broad considera- 
tion of the file wrapper of the patent as a whole, I believe that the statement 
complained of, although factually untrue, was not the result of a deliberate 
attempt to falsely represent the facts. I find that it did not deceive or 
mislead the examiner in his consideration of the patentability of the 
application pending before him. See United States v. Cold Metal Process 
Co., 62 F.Supp. 127, 140, 66 USPQ 405, 417-418; Becton-Dickinson & Co. 
v. Robert P. Scherer Corp., 106 F.Supp. 665, 94 USPQ 138. 

But even if this representation was serious, which I feel was not the 
case, it still would not serve as a basis for action of this Court invalidating 
the patent as requested by the plaintiffs. Cancellation of patents for mis- 
representation in procurement must be initiated by the United States itself; 
Dimet Proprietary v. Industrial Metal Protectwes, 109 F.Supp. 472, 96 
USPQ 33; Hazel-Atlas Glass Co. v. Hartford Empire Co., 322 U.S. 238, 
61 USPQ 241. 

In a proper case a patentee’s misrepresentation might justify a court 
in denying relief to the plaintiff in a suit for infringement. But for the 
reasons stated above I do not find this to be such a case. 

As to the charge of misuse of the patent, evidence in the case shows 
that the defendant corporation has sold its viewers, both the permanent 
and temporary types, to its distributors and other retail outlets with notices 
or invoices attached to the cartons containing the viewers placing certain 
restrictions on their use and resale. The temporary or disposable viewers 
came to the various theaters through the defendant’s distributor with the 
notice that for sanitary and other reasons the viewers were to be used 
once only and must then be destroyed. 

The permanent type viewers were sold to certain companies which 
manufacture stereoscopic equipment for amateur use and sell the viewers 
to their customers as part of a kit with a stereoscopic projector. The 
evidence is uncertain as to whether this type viewer is sold independently 
of the other equipment offered by these manufacturers, and also as to 
whether it can be procured at other outlets. A condition of the sale of 
these viewers imposed by Polaroid was that they not be used or resold for 
use in admission-charging theatres. 
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In his deposition testimony Land sought to justify the above restric- 
tions or conditions of sale as applied to both types of viewers on the grounds 
of certain health hazards. He explained that the terms of the invoice 
attached to the permanent viewers were not intended to prohibit their use 
in a theatre by an individual who has purchased the viewer from a retailer, 
but was intended to apply mainly to the case of a resale by the retailer 
to the theatre directly, in which case the same health hazard would exist 
as in the case of the disposable viewers. 

I am convinced that the reuse of these viewers, both the permanent and 
temporary ones, in theatres provides grounds for a rational fear of infection 
and the spread of disease and that the defendant might well have felt 
itself compelled to take measures to guard against this danger. On the 
other hand, it is a fact that the measures taken by the defendant do 
guarantee an expansion of their business, and for this reason might come 
within the principles enunciated by the courts prescribing any attempt to 
enlarge the monopoly granted by the patent laws. 

However, on the facts of this case, where there appears to be present 
countervailing public policy considerations, I cannot hold that the practices 
employed by the defendant in connection with the sale of viewers cons- 
titute such a misuse of patents as to compel this Court in good conscience 
to deny the defendant relief on its counterclaim. 


Vauipiry oF TRADE Mark 


The defendant charges that the adoption and use by plaintiffs on their 
stereoscopic viewers of the trademark POLALITE infringes its trademark 
registration, Ser. No. 388,721, issued July 8, 1941, for the trademark 
POLAROID for stereoscopic viewers and the like. 

The defendant alleges that it has spent large sums of money in adver- 
tising and exploiting its products and the trademark PoLaRor and that the 
unauthorized use by the plaintiffs of the confusingly similar trademark 
POLALITE upon goods of the same kind as those sold by the defendant under 
its trademark has already caused and will continue to cause confusion and 
deception of the trade and public unless restrained by this Court. 

Plaintiffs’ answer to this count of the counterclaim admits their use of 
the word POLALITE on their viewers but denies that such use constitutes in- 
fringement of a valid trademark of the defendant, and asserts that in any 
ease, the defendant’s counterclaim must be dismissed because of certain de- 
fenses which we shall consider presently. 

The record in this case shows that the trademark PoLARom was first 
adopted by defendant’s predecessor, Sheet Polarizer Company, Inc., in 
November of 1935. Since that time this trademark has been applied first 
by Sheet Polarizer and subsequently by Polaroid Corporation to numerous 
products made and sold by these companies. Some fifteen different United 
States registrations of the mark PoLARom have been obtained by the de- 
fendant and its predecessor commencing in August 4, 1936, and termin- 
ating in September 15, 1953. 
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Until the fall of 1948, when the defendant first began to market the 
Polaroid Land Camera, the bulk of the products produced by Sheet Po- 
larizer and the defendant were products incorporating light-polarizing ma- 
terials, such as light-polarizing sheets, desk lamps, sunglasses, optical filters, 
polariscopes and stereoscopic viewers. However, at least as early as 1935, 
the defendant’s predecessor, Sheet Polarizer, had applied the trademark 
to products which contained no polarizing material, such as eyeglass and 
filter cases, wave-retardation plates, and laboratory outfits. In November of 
1948 the defendant began to market the Polaroid Land Camera and has 
since then applied its trademark to cameras, film, light meters, flashguns, 
camera cases, copy devices, photographic albums, ete. 

The history of the sale and trade marking of stereoscopic viewers by 
the defendant and its predecessor dates back at least to 1936. At first sales 
were minor, but commencing in 1939 a large demand for viewers was 
created at the New York and San Francisco World Fairs where three- 
dimensional motion pictures were shown. From 1939 through 1940, the 
defendant sold between four and five million viewers. 

The defendant’s total sales for polarizing materials and products com- 
prising polarizing materials from 1937 to the end of 1953, amount to 
$48,500,000. This is to be compared with a figure of $122,488,060, which 
represents total overall sales for the various products of the defendant dur- 
ing the same period of time. The total amount spent in advertising all 
products of the defendant from 1937 through 1953 equals $4,470,000. Of 
this figure $801,000 was spent in advertising products comprising light 
polarizing materials. 

The plaintiffs’ first contention is that the defendant’s trademark is 
invalid, since it was not the proper subject for a trademark to begin with 
because it is only descriptive of the products to which it is applied. 

The plaintiffs argue that the word “polar” is a dictionary word com- 
mon to the trade and the suffix “oid” is a common suffix meaning like, re- 
sembling, in the form of, ete. Consequently, reason the plaintiffs, when the 
two are added to form a word, the result is a descriptive noun, or adjective 
as applied to light-polarizing materials, which cannot be exclusively ap- 
propriated by the defendant. 

The plaintiffs have failed to show, however, any use in the trade of 
“polar” except as a root for other words such as “polarize”, “polarizer”, 
“polarization”. 

Further, I find that the right to the exclusive use of the word “po- 
lariod” by the defendant initially did not entail danger of impoverishment 
of the language in the sense that it unduly restricted competitors of the 
defendant in describing their products. See Telechron, Inc. v. Telicon Corp., 
198 F.2d 903, 94 USPQ 363. In this sense, a coined word has practical ad- 
vantages as a trademark since exclusion use of it ordinarily deprives no 
one of any rights which he may possess. 

In the present case there is evidence that other manufacturers of 
synthetic light-polarizers sold their products under trademarks such as 
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HEROTAR, BERNETAR and MAGIC-VUERS. There is no evidence that any such 
manufacturers have ever adopted the trademark POLAROID. 

On this phase of the case I hold that the trademark poLaRon, as orig- 
inally adopted and used, was a valid trademark as a coined or invented 
symbol; that while it might be somewhat suggestive of the nature of one 
or more of the articles to which it was applied, still it was not void for de- 
scriptiveness as contended by the plaintiffs here. 

In their answer to the counterclaim the plaintiffs allege that the term 
“polaroid” has acquired a generic meaning and has become the designation 
of a class of products accomplishing polarization of light and no longer 
identifies the source of any particular product. 

Again the plaintiffs claim that the defendant has dedicated its trade 
mark to the public by: (1) early use of the mark in a generic sense to de- 
scribe its polarizers in certain advertisements appearing in 1936 and 1937; 
(2) approving and indirectly paying for certain advertising copy of local 
motion picture exhibitors during 1953 and early 1954, in which PoLaRom 
is again used in an alleged generic sense. I find the evidence offered by the 
plaintiffs insufficient to sustain this latter charge. 

On the showing made by the plaintiffs on the question of loss of dis- 
tinetiveness of the trade mark, one would have to be blind to deny that 
there has been a widespread generic use of the word PoLARoID. This use 
has been so widespread in fact that it has found its way to the lexico- 
graphers, though most dictionary definitions quoted also recognize that the 
word is a trade mark. It is further evident that the use of “polaroid” as a 
common noun has extended to stereoscopic viewers as well as to polarizing 
material in other applications. 

As I view the cases, a defendant alleging invalidity of a trade mark for 
genericness must show that to the consuming public as a whole the word has 
lost all its trade mark signficance. That such is the burden placed upon a 
defendant in cases like this one seems evident from the courts’ findings and 
dicta in Du Pont Cellophane Co. v. Waxed Products Co., 85 F.2d 75, 30 
USPQ 332 (26 TMR 513) and Bayer Co. v. United Drug Co., 272 F. 505. 
But I cannot find that the trade mark PoLARorpD has come to be so public and 
in such universal use that nobody can be deceived by the use of it. Where 
the possibility of some deception remains real and the need of competitors 
to satisfactorily describe their products is satisfied by the availability of 
several common nouns or adjectives suitable for that purpose, this Court 
will protect the interest of the owner in his trade mark. 

For these reasons, I conclude that the plaintiffs have failed to sustain 
their defense that the defendant’s trade mark is invalid for loss of distine- 
tiveness among the trade and consuming public. 

The fact that the defendant’s patent on “J-Sheet” (an early polarizer 
to which the defendant also applied its trade mark) expired some time ago, 
does not change the result reached above. On this subject the American Law 
Institute’s Restatement of Torts, Vol. 3, § 735, comments, “It is not by the 
expiration of the patent—but by the change of meaning in the market, 
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that such a designation ceases to be a trade mark under the rule stated in 
this Section. * * * The existence of the patent is simply a circumstance 
which may facilitate the change of meaning in the market.” See also Ross- 
Whitney Corp. v. Smith Kline & French Lab. 207 F.2d 190, 99 USPQ 1 
(44 TMR 274) in cases cited therein. Since the plaintiffs have failed to 
otherwise show to the satisfaction of this Court a trade or consumer identi- 
fication of the defendant’s trade mark with stereoscopic viewers or polariz- 
ing material manufactured under the “J-Sheet” patent as distinguished 
from such an identification with a source of manufacture, the expiration 
of this patent by itself does not affect the validity of the trade mark. 

The plaintiffs claim that even though PoLARoD is a valid trade mark, the 
defendant is precluded from suing for its infringement because of delay on 
defendant’s part to sooner enforce its rights which amounts to an estoppel. 
In view of the result we reach on the question of infringement, we deem it 
unnecessary to consider this defense. 


INFRINGEMENT 


The question of infringement is a fact question the resolution of which 
depends ultimately on the court’s finding whether a defendant’s use of his 
designation is likely to result in confusion of the consuming public as to 
the source of the goods in question: See Dwinnell-Wright Co. v. National 
Fruit Product Co., 140 F.2d 618, 60 USPQ 304 (34 TMR 128). 

The courts often accord much weight to evidence showing actual in- 
stances of confusion on the theory that if consumer confusion has already 
occurred to an appreciable extent, then its likelihood of again occurring in 
the future is real. The defendant has attempted to invoke the same reason- 
ing in the present case by introducing in evidence several instances of al- 
leged consumer confusion. In this attempt the defendant has failed. The 
evidence is simply insufficient to support a finding of consumer confusion. 
The evidence proffered is without weight or probative force to establish 
actual confusion. In the first place, it does not show the reactions of the 
pertinent market: the buyers and sellers of stereoscopic viewers. Then it 
does not show the type of confusion which the defendant may complain of: 
i.e. confusion caused by the plaintiffs’ unlawful simulation of a mark 
owned by the defendant. For I am convinced from an inspection of the 
newspaper articles and the commercial report that their use of POLAROID 
is in a generic or descriptive sense. The evidence in question undoubtedly 
shows confusion of a sort. However, the issue here concerns not the fact 
of confusion, but only its precise cause. 

From a review of the defendant’s evidence on this phase of the infringe- 
ment action, I must find that it has failed to establish that a single customer 
dealt with the plaintiff under the misapprehension that he was dealing with 
the defendant. 

This is not fatal to the defendant’s case, since a showing of instances 
of actual confusion is not essential to establish a cause of action for trade 
mark infringement. 
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In eases involving a colorable imitation or simulation of a trade mark 
as distinguished from an outright appropriation of the trade mark in its 
entirety, courts must decide whether what the defendant has taken is 
enough to enable him to practice deception and feed on the trade of a 
competitor. In the present case the plaintiffs have availed themselves of the 
first four letters of the defendant’s trade mark. “Polar” is a dictionary 
word and a combining form. The defendant has employed it in its trade 
mark as a root to which there was added the common suffix “oid”. 
The plaintiffs have made the same use of “polar” except for the “r”, 
and they have also added a common suffix, “lite”. Both trade marks as 
finally devised are composed of eight letters. The dissimilarities as noted 
above are quite different suffixes and the omission of an “r” in one case. 
When both marks are placed in juxtaposition and compared with a view 
to discovering the similarities and the differences between the two, it is 
evident that the latter are more than adequate to distinguish between the 
two. However, this is not the final test in determining infringement. It is 
not enough to subtract from each mark the parts which are common and 
then to compare the balance. In Pro-Phy-Lac-Tic Brush Co. v. Jordan 
Marsh Co., 162 F. 2d 549, 552, 76 USPQ 146, 148 (38 TMR 177) the court 
says “in determining whether given trade marks are so similar as to be 
likely to cause confusion in the minds of consumers as to the source of the 
goods upon which they are used, it is not enough merely to compare the 
sounds of the words which may be used as trade marks, or to compare those 
words letter by letter and syllable by syllable, or even to make merely a 
side by side visual comparison of the words in the setting in which they 
are employed”. 

Consideration should be given to the impression created by each work 
as a whole. What counts is the ensemble. However, in arriving at a con- 
clusion courts often make allowance for the fact that purchasers rely upon 
memory and somewhat vague or indefinite impressions when selecting a 
commodity. The passage of time might erase in their minds certain features 
of a trade mark such as common suffixes, while they retain other features 
which are dominant or sailent. So we should endeavor to “determine the 
purchasing public’s state of mind when confronted by somewhat similar 
trade marks singly presented”. Albert Dickinson Co. v. Mellos Peanut Co., 
179 F. 2d 265, 84 USPQ 172 (40 TMR 107). 

Just as first names in trade marks composed of two or more words 
catch the eye and ear, Bunte Bros. v. Standard Chocolates, 45 F. Supp. 
478, 53 USPQ 668, so too do first syllables or roots (even where incompletely 
copied) in one-word trade marks often impress themselves on the senses. 
A purchaser having a POLAROID product in mind from having seen or heard 
the defendant’s advertising, might possibly assume when he saw a POLALITE 
product that his memory was playing him false and that in fact it was the 
latter product he has earlier heard or seen advertised. Pro-Phy-Lac-Tic 
Brush Co. v. Jordan Marsh Co. supra. 
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Under the established tests for determining infringement on the basis 
of the words themselves, absent other considerations, a finding of infringe- 
ment in this case might be proper. However, it is not the tendency of words 
to confuse as such which is paramount, but their tendency to confuse a 
specific market. Accordingly the relative similarity of the trade marks 
should be studied in the light of the manner in which the goods are sold 
and the habits of the ordinary consumer. See Nims on Unfair Competition 
and Trade Marks, Vol. I, Section 221d. 

In the instant case, under the business practices adopted by both 
parties, viewers were customarily sold through distributors to motion 
picture exhibitors. It is evident that each purchaser required a large supply 
of viewers; enough to equip every spectator who attended a performance 
at his theatre. Even though the cost of a single viewer is relatively low, 
still in the bulk the outlay for a single purchase to supply an audience 
for one showing of a three-dimensional feature might be considerable. 
Allowing for the fact that the cost might be passed on to the spectator 
by raising admission prices, still the theatre manager or owner would feel 
himself compelled to discriminate between different makes of viewers since 
an inferior batch could destroy the three-dimensional effect and result in 
complete technical failure of the movie. The resultant patron dissatisfaction 
and protest could seriously affect the theatre’s business and good will. 

Add to this the fact that we can expect the average exhibitor to be 
somewhat more discerning to begin with, since he is in business himself 
and like other business men presumably pays more attention to details and 
inspects more closely than the layman purchaser. 

These factors point to an alert, discriminating consumer market which 
would not be easily duped by a similarity in trade marks employed by 
competing sellers of stereoscopic viewers. In the absence of relevant evi- 
dence showing that this has happened in the past, I believe it most unlikely 
that there is more than a remote possibility of confusion in the future. 

For these reasons I find that the plaintiffs’ use of PoLALITE as a trade 
mark does not constitute an infringement of the defendant’s registered 
trade mark poLarow. This finding also disposes of the defendant’s count 
for unfair competition. 

Accordingly, the defendant’s counterclaim must be dismissed insofar 
as it charges trade mark infringement and unfair competition. 


Concuusions oF Law 
From the foregoing : 
(1) I conclude and rule that the Marks Patent No. 2,104,949 is invalid 
for want of novelty. 
(2) I conclude and rule that Marks Patent No. 2,104,949 is also invalid 
on the grounds of prior public use more than two years before the applica- 
tion for the patent was filed. 
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(3) I conclude and rule that Claim 9 of the Marks Patent No. 2,199,227 
is invalid for want of novelty. 

(4) I conclude and rule that Claim 11 of Marks Patent No. 2,199,227 
is valid. 

(5) I conclude and rule that even if the Marks Patent No. 2,104,949 
and Claim 9 of Marks Patent No. 2,199,227 were valid, they are not in- 
fringed by the accused process or product of the defendant. 

(6) I conelude and rule that Claims 11, 17 and 18 of Land Patent 
No. 2,454,515 are valid. 

(7) I conelude and rule that Claim 12 of Land Patent No. 2,454,515 
is invalid. 

(8) I conelude and rule that Land Patent No. 2,328,219 and all the 
claims sued upon are valid. 

(9) I conelude and rule that Land Patent No. 2,237,567 and the 
claims sued upon are valid. 

(10) I conelude and rule that Reissue Patent No. 23,297 is invalid 
for want of invention. 

(11) I conclude and rule that Claims 17 and 18 of Land Patent No. 
2,454,515 are infringed by the plaintiffs. 

(12) I eonelude and rule that Claims 1, 2, 3, 4, 5, 6, 20, 22 and 24 of 
Land Patent No. 2,328,219 are infringed. 

(13) I conclude and rule that Claims 1, 2, 5, 7, 8, 9 and 18 of Land 
Patent No. 2,237,567 are infringed. 

(14) I eonelude and rule that the use by the plaintiffs of the name 
POLALITE does not infringe the defendant’s trade mark POLAROID. 


MASTERCRAFTERS CLOCK & RADIO CO. v. 
VACHERON & CONSTANTIN-LE COULTRE WATCHES, INC. 


No. 194 — C.A. 2 — March 31, 1955 


UNFAIR COMPETITION—BASIS OF RELIEF—IMITATION OF PRODUCT 

Where deliberate copy of expensive ATMOS clock is made in cheap electric 
model and the Court found that the armos clock was distinctive and that sales had 
fallen off since the introduction of the copy, the fact that the armos clock is dis- 
tributed by more than one firm does not destroy secondary meaning or ultimate 
source. Actionable harm may result, in secondary meaning cases from likelihood 
of loss of customers or loss of reputation. Not requisite that customers know 
the source. 

Where there is likelihood of confusion, as here, the intent of the one who copies 
becomes significant since the intention is to benefit from the reputation of the 
ATMOS clock and hence puts the copier under the burden of showing absence of 
such likelihood which he failed to do. 

Plaintiff was guilty of unfair competition and therefore the complaint is dis- 
missed and an injunction is granted against the plaintiff. 
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Action by Mastercrafters Clock & Radio Co. v. Vacheron & Constantin- 
Le Coultre Watches, Inc. for declaratory judgment as to unfair competition 
and injunction and damages. Jaeger-Le Coultre, S.A. counterclaimed for 
unfair competition. All parties appeal from judgment for plaintiff. 
Reversed. 

See also 43 TMR 605. 


Clarence E. Threedy and Edward C. Threedy of Chicago, Illinois, and 
Harry Meisnere of New York, N. Y., for plaintiff. 

Goodwin, Danforth, Savage & Whitehead, William F. Clare, Jr., Pennie, 
Edmonds, Morton, Barrows & Taylor, W. Brown Morton, Jr., and 
Stanton T. Lawrence, Jr. of New York, N. Y., for defendant and 
intervener. 

Before Frank and Meprina, Circuit Judges, and BRENNAN, District Judge. 

FRANK, Cireuit Judge. 

Mastercrafters Clock & Radio Co., the plaintiff below, is an American 
manufacturer of electric clocks. Vacheron & Constantin-Le Coultre Watches, 
Ine. (hereinafter referred to as ‘‘ Vacheron’’), defendant-counterclaimant, 
is an American importer and distributor of Swiss watches. Jaeger-Le 
Coultre, S. A., intervenor-counterclaimant, is a Swiss corporation engaged 
in selling Swiss-manufactured watches. 

In 1952, when Mastercrafters launched the production and distribu- 
tion of its Model 308 clock, Vacheron wired Mastercrafters and many of its 
customers-distributors that Model 308 was a counterfeit of the distinctive 
appearance and configuration of the armos clock, distributed by Vacheron, 
and that Vacheron would commence legal action if necessary. Following 
these telegrams, Vacheron started state court suits against several of Master- 
crafters’ distributors for damages and an injunction. Mastercrafters, 
faced with a cancellation of orders for its Model 308 from distributors 
being sued in the state courts, countered by bringing the present action 
seeking a declaratory judgment that its Model 308 does not unfairly 
compete with Vacheron, and asking damages allegedly resulting from 
Vacheron’s suits against Mastercrafters’ distributors and an injunction to 
restrain further prosecution of those suits. Vacheron counterclaimed for 
damages from alleged unfair competition and for an injunction restraining 
the manufacture and distribution of Model 308. Jaeger-Le Coultre was 
permitted to intervene and join in Vacheron’s counterclaim. The facts 
are more fully stated in the opinion of the trial judge, reported in 119 
F.Supp. 209, 100 USPQ 432. Pursuant to that opinion, he entered an 
order in favor of plaintiff and dismissing the counterclaims. From this 
order, defendant and the intervenor have appealed. After a further hearing 
as to the amount of plaintiff’s damage, he subsequently entered a judgment 
granting plaintiff damages in the amount of $4,844. From this judgment 
plaintiff has appealed, complaining of the insufficiency of the amount of 
damages awarded. 





| 
| 
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The judge found that, before plaintiff began production of its Model 
308, the atmos clock “was readily distinguishable from all other clocks 
then on the market by virtue of its appearance” ; that plaintiff’s Model 308 
copied that appearance; that plaintiff “undoubtedly intended to, and did, 
avail itself of an eye-catching design and hoped to cater to the price- 
conscious purchaser who desires to own a copy of a luxury design clock 
regardless of mechanism or source”; that the atmos clock sold for not less 
than $175. while plaintiff’s sold for $30. or $40.; that on “two or three 
occasions Model 308 has been described as ‘a copy of atmos,’” once by 
a representative of plaintiff at an exhibit in Chicago, on the other 
occasions by distributors of plaintiff’s clock; that “since the introduction 
of the Model 308, Vacheron’s salesmen have encountered considerable 
sales resistance” and its sales have “fallen off’; and that these facts 
undoubtedly prove “the uniqueness and even the aesthetic qualities of” 
the atmos clock. He further found that three customers inquired as to 
“the lower priced atmos” and that others “said they knew where they 
‘could get a clock for $30 or $40 just like the armos.’” But he held there 
was no unfair competition by plaintiff because (a) more than one person 
lawfully distributed the armos clock and therefore there was no single 
source, (b) there was no evidence to show that the public cared what was 
the ultimate source, and (c) plaintiff’s clock was plainly marked and 
advertised as plaintiff’s. 

Absent a design patent or a secondary meaning, of course there would 
be no actionable harm by plaintiff... But the existence of a secondary 
meaning, attaching to the unique appearance of the atmos clock, is not 
precluded by the mere fact that more than one person distributed that 
clock in the same area. The actionable harm, in a secondary-meaning case, 
may result either from the likelihood (a) of loss of customers or (b) 
of loss of reputation, or (c) of both. Such loss can result from the 
customer’s belief that the competing article derives from the same source 
as that of the party complaining; and it matters not whether the customers 
know just who is the source.? The ultimate source here was the Swiss 
manufacturer, while the intermediate sources, in this country, were the 
defendant and Cartier. All three had actionable claims against plaintiff, 
if its conduct did or was likely to injure the reputation of the ultimate 
source of the atmos clock, for all three legitimately enjoyed the benefits 
of that reputation. 

True, a customer examining plaintiff’s clock would see from the electric 
cord, that it was not an “atmospheric” clock. But, as the judge found, 
plaintiff copied the design of the atmos clock because plaintiff intended 
to, and did, attract purchasers who wanted a “luxury design” clock. This 
goes to show at least that some customers would buy plaintiff’s cheaper 


clock for the purpose of acquiring the prestige gained by displaying what 


1. Chas. D. Briddell, Inc. v. Alglobe Trading Corp., 194 F.2d 416, 418, 92 USPQ 


100, 102 (42 TMR 207) (C.A. 2). 
2. Coca-Cola Company v. Koke, 254 U. S. 143, 146 (6 TMR 349). 
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many visitors at the customers’ homes would regard as a prestigious article. 
Plaintiff’s wrong thus consisted of the fact that such a visitor would be 
likely to assume that the clock was an atmos clock. Neither the electric 
cord attached to, nor the plaintiff’s name on, its clock would be likely to 
come to the attention of such a visitor; the likelihood of such confusion 
sufficies to render plaintiff’s conduct actionable.* 

Plaintiff’s intention thus to reap financial benefits from poaching on 
the reputation of the armos clock is of major importance. Of course, 
where there is no likelihood of confusion—as, e.g., where the alleged in- 
fringing article is not in a sufficiently adjacent field,“—then an alleged 
infringer’s intent becomes irrelevant, since an intent to do a wrong 
cannot transmute a lawful into an unlawful act.° But where the copying 
is unlawful, if only there is a likelihood of confusion, then the intent of 
the copier becomes decidedly relevant:* It gives rise to a powerful in- 
ference that confusion is likely, and puts on the alleged infringer the 
burden of proving that it is not. Here the plaintiff’s intent is unmistakable ; 
accordingly, plaintiff had the burden of showing an absence of such likeli- 
hood; and that burden plaintiff did not discharge. Consequently, we do 
not accept the judge’s findings as to the absence of unfair competition by 
plaintiff.’ 

It would seem that the Swiss manufacturer was not an indispensable 
party ;* but, even if it was, plaintiff waived its absence as a party by not 


asserting that fact as a defense.° We reject plaintiff’s argument that it 


3. The writer of this opinion happens to believe that the “secondary meaning” 
and other trade name doctrines should be modified in several respects. See, e.g., con- 
curring opinion in Standard Brands v. Smidler, 151 F.2d 34, 37, 66 USPQ 337, 340, 
(35 TMR 277) (C.A. 2); dissenting opinion in General Time Instrument Corp. v U. 8. 
Time Corp., 165 F.2d 853, 855, 76 USPQ 211, 213 (838 TMR 172) (C.A. 2); dissenting 
opinion in Triangle Publications v. Rohrlich, 167 F.2d 969, 974 at 980-981, 77 USPQ 
196, 200 at 204-205 (38 TMR 516) (C.A. 2). But his views will have no significance 
unless and until the Supreme Court accepts them. 

4. “For the common law favors competition; and it is of the essence of compe- 
tition that competitors copy and undersell the product of an originator. The competitors 
do not lose their favored, common-law position merely because someone chooses to 
call them ‘free riders.’ To have protection from such competition, the originator must 
possess some sort of monopoly.” Charles D. Briddell, Inc. v. Alglobe Trading Corp., 194 
F.2d 416, 418, 92 USPQ 100, 102 (42 TMR 207) (C.A. 2). Cf. Hyde Clothes v. Hyde 
Park Fashions, 204, F.2d 223, 97 USPQ 246 (43 TMR 934) (C.A. 2). 

5. See, e.g., Kann v. Diamond Steel Co., 89 F. 706, 712 (C.A. 8); “The intent to 
injure another, if no injury is done, and none ever will be done, constitutes no ground 
for relief.” Cf. Holmes, J., dissenting in Continental Wall Paper Co. v. Louis Voight 
& Sons Co., 212 U.S. 227, 271; “A man does not make conduct otherwise lawful unlaw- 
ful simply by yearning that it should be so.” 

6. Restatement of Torts, § 729(f); American Chicle Co. v. Topps Chewing Gum, 
208 F.2d 560, 99 USPQ 362 (44 TMR 414) (C.A.2); Miles Shoes v. R. H. Macy § Co., 
199 F.2d 602, 95 USPQ 170 (42 TMR 911) (C.A. 2). 

7. Especially since his findings stemmed from his failure to apply the correct 
proof-burden rule and from his erroneous legal conclusion that the distribution of 
the Atmos clock by several persons prevented the existence of a secondary meaning. 
See 5 Moore, Federal Practice (2d ed.) p. 2631; Galena Oaks Corp. v. Scofield (C.A. 
5), reported in 20 Fed. Rules Service 520.42, case 3; ef. United States v. United States 
Gypsum Co., 333 U.S. 364, 394, 76 USPQ 430, 442. 

8. G. H. Mumm Champagne v. Eastern Wine Corp., 142 F.2d 499, 502, 61 USPQ 
337, 340-341 (C.A. 2); Capitol Records v. Mercury Records Corp., 109 F. Supp. 330, 
334-335, 95 USPQ 177, 178-179. 

9. F.R. Civ. P. 12(h). 
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will be unfair to plaintiff to hold it liable here, because it may be sub- 
jected to a subsequent suit by Cartier: Defendant and the intervenor 
are entitled to an injunction, and also to the damages they have suffered ; 
we need not now decide whether Cartier can also later collect damages for 
the harm done to it. 

Since plaintiff was guilty of unfair competition, the judgment against 
defendant must be reversed. We remand with directions to dismiss 
plaintiff’s complaint and, on the counterclaim, to grant an injunction 
against plaintiff, and to ascertain the damages to defendant and the 
intervenor. 


CHRIS LAGANAS SHOE COMPANY v. 
WATSON, Com’r. of Patents, et al. 


No. 12395—C.A. D.C.—April 14, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


REGISTRATION PROCEDURE—APPEALS—COURTS 
In suit by applicant for trademark under 35 U.S.C. 146 in inter partes proceed- 
ing which arose out of opposition, successful opposer is necessary party and Com- 
missioner is not. 
CouRTS—J URISDICTION 


In suit under 35 U.S.C. 146 by unsuccessful applicant, Commissioner is not 
adverse party; statute permits claims that cannot be enforced elsewhere to be 
enforced in the District of Columbia, but does not create option of enforcing claims 
in District of Columbia that can be enforced elsewhere. 


Action by Chris Laganas Shoe Company under 35 U.S.C. 146, trade- 
mark application Serial No. 591,707, filed January 18, 1950 v. Robert C. 
Watson, Commissioner of Patents, Sinclair Weeks, Secretary of Commerce 
and Brown Shoe Company, Incorporated. Plaintiff appeals from judg- 
ment of District Court for District of Columbia dismissing complaint. 
Affirmed. 


Case below reported at 44 TMR 678. 


William E. Schuyler, Jr. (Francis C. Browne, Andrew B. Beveridge, and 
James Atkins on the brief) of Washington, D. C., for appellant. 


E. L. Reynolds for appellees Watson and Weeks. 


Charles E. Wills, of St. Louis, Missouri (James W. Dent, of Washington, 
D. C., and Joseph J. Gravely, of St. Louis, Missouri on the brief) for 
appellee Brown Shoe Company, Incorporated. 


Before EpGERTON, PRETTYMAN and BAZELON, Circuit Judges. 
EpaertTon, Circuit Judge. 


Brown Shoe Company, Ine. successfully opposed appellant’s applica- 
tion for registration of a trademark in the Patent Office. Brown Shoe Com- 
pany, Ine. is a New York corporation. Appellant sued the corporation and 
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the Commissioner of Patents' in the United States District Court for the 
District of Columbia. The court dismissed the complaint. The question is 
whether the court had jurisdiction. 

Brown Shoe Co., Inc., is a necessary party.2, The Commissioner of Pat- 
ents is not a necessary party. The Trade Mark Act, which permits suits for 
registration of trade marks to be brought under the Patent Act, 35 U.S.C. 
§ 146, says the Commissioner is not “a necessary party to an inter partes 
proceeding under section 146 of Title 35”. 15 U.S.C. §1071.° This suit, 
which arose out of an opposition proceeding in the Patent Office, is plainly 
an inter partes proceeding. 

The question remains whether the Commissioner is an “adverse” party 
within the meaning of 35 U.S.C. § 146, which says: “If there be adverse 
parties residing in a plurality of districts not embraced within the same 
state, or an adverse party residing in a foreign country, the United States 
District Court for the District of Columbia shall have jurisdiction * * *.” 
If the Commissioner is an adverse party, for this jurisdictional purpose, 
in this suit, then every suit under § 146 can be brought in the District of 
Columbia. We do not so interpret the statute. We think § 146 permits 
claims that cannot be enforced elsewhere to be enforced here, and does not 
create an option of enforcing here claims that can be enforced elsewhere. 
In other words, for this jurisdictional purpose only necessary parties can 
be “adverse”. “ ‘To hold that the plaintiff by making a mere formal party 
a codefendant can compel the real defendant, the real party in interest, 
to come from any part of the United States and defend his rights in the 
District of Columbia would conflict with the general purpose of Congress 
as appears from the fact that ordinarily suits in the federal courts must 
be brought in the district in which the defendant resides.’ ” Coe v. Hobart 
Mfg. Co., 70 App.D.C. 2, 3, 102 F.2d 270, 271, 40 USPQ 326, 327. Cf. Jax 
Ice and Cold Storage Co. v. Coe, 73 App.D.C. 127, 118 F.2d 12, 47 USPQ 
494, cert. denied, 313 U.S. 561, 49 USPQ 755; Thorne, Neale and Co. v. Coe, 
79 U.S.App. D.C. 122, 143 F.2d 155, 62 USPQ 22; R. J. Moran Co. v. 
Seek & Kabe, Inc., 91 F. Supp. 188, 86 USPQ 206 (40 TMR 686). 


Affirmed. 


1. Also the Secretary of Commerce. 

2. On this point we disagree with Gold Seal Co. v. Sawyer, 106 F. Supp. 494, 94 
USPQ 58 (1952). A registration which no one has opposed may be denied by the 
Commissioner, on the ground of confusing similarity, in an ex parte proceeding; but a 
Patent Office proceeding in which there are opposing parties, and a resulting suit, is not 
an ex parte proceeding. 

3. 35 U.S.C. $146 says broadly “The Commissioner shall not be a necessary 
party * **» 
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SPEED PRODUCT CO., INC. v. TINNERMAN PRODUCTS, INC. 
Nos. 172-3 —C.A. 2— April 15, 1955 


TRADE-MaRK AcT or 1946—REGISTRABILITY—SECONDARY MEANING MARKS 

Whether a particular trademark has acquired a secondary meaning is a 
question for the trier of the facts which under Rule 52(a) can not be reversed unless 
the findings of fact are clearly erroneous. 

CoURTS—PLEADING AND PRACTICE—APPELLATE PROCEDURE 

Plaintiff sought registration under R.S. 4915 and a declaratory judgment that 
two other of its registrations were valid; defendant alleged trademark infringe- 
ment by way of counterclaim. Trial court held plaintiff entitled to its registration 
and held valid two prior registrations. Court of Appeals rejected registrations 
and also declared two of defendant’s registrations invalid as descriptive and re- 
manded to dismiss complaint and determine whether defendant’s marks had acquired 
a secondary meaning before plaintiff began to use SPEED FASTENER and whether 
confusion between the marks was likely. Plaintiff brought second action while 
remand was pending for infringement of its mark SPEED FASTENER, by defendants 
mark SPEED cLIP. Court rendered judgment for plaintiff. Defendant appeals on 
ground that plaintiff was barred by res judicata from bringing second action since 
it could have sought in the first action all the relief it now seeks in the second 
and since the parties and facts are the same in both actions and judgment has 
been rendered by the District Court and the Court of Appeals, plaintiff is estopped. 
Trial court overruled defense on theory that plaintiff could have amended the 
first action to include subject matter of second under Rule 15(a). To assert res 
judicata judgment of former action must be final. Only final judgment of first 
action was application to register under 4915. Plaintiff’s other claim and the 
counterclaim were remanded. Are claims in first and second actions the same? 
Claim of first action was to register trademark No. 460,846 and in second action 
an injunction was sought because defendant’s mark sPEED CLIP infringed plain- 
tiff’s mark SPEED FASTENER (No. 246,812). These two claims present in part dif- 
ferent questions of law and fact and the relief sought is almost completely different. 
Doctrine of collateral estoppel applies—where two actions involve different claims 
the subsequent action is not barred by the first. Only matters actually litigated 
may not be retried. Doctrine does not prevent litigation of issues which might 
have been raised in first but were not. Since there was a logical relationship be- 
tween the claim of plaintiff’s second action and counterclaim in first it should 
have been pleaded in first action before the counterclaim was finally adjudicated 
but since the actions were consolidated and before the court it made no practical 
difference whether the claim should be stated by amendment in the first action or 
by complaint in a second action since at the time of the second complaint no final 
judgment as to the counterclaim had been entered in the remand proceedings. 
Both judgments affirmed. 


Actions by Speed Products, Co., Inc. v. Tinnerman Products, Inc. 
under R. S. 4915 and declaratory judgment of non-infringement of trade- 
marks; defendant counterclaimed. Defendant appeals from judgments 
for plaintiff. Affirmed. 

See also 37 TMR 351, 38 TMR 647, 39 TMR 336, 40 TMR 22. 
Bates, Teare & McBean, of Cleveland, Ohio, and Darby & Darby and Floyd 

H. Crews, of New York, N. Y., for appellant. 

Harry Price, of New York, N. Y., and Charles M. Palmer, of Washington, 

D. C., for appellee. 
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Before CuarK, Chief Judge, Hincxs, Circuit Judge, and Smiru, District 

Judge. 

Hincks, Circuit Judge. 

To understand the issues raised on this appeal, it is necessary that we 
review the highlights of the extended litigatiotn over trade marks waged 
by the parties. Speed Products, Inc. (hereinafter called “Speed”) com- 
menced an action in the United States District Court for the Southern 
District of New York against Tinnerman Products, Inc. (hereinafter called 
“Tinnerman”) in 1946. This was Civil Action 38-662 hereinafter referred 
to as the “first action.” In this first action Speed sought the following 
relief: (1) Registration under Rev. Stat. 4 4915, 35 U.S.C.A. § 63, of a 
trade mark, No. 460,846, after registration had been denied in the Patent 
Office, and (2) a declaratory judgment that two other registered trade 
marks owned by it were valid and did not infringe any registered trade 
marks belonging to Tinnerman, or, in the alternative, that Tinnerman’s 
registered trade marks were invalid. Tinnerman sought relief by way of 
a counterclaim alleging that Speed was using the above unregistered trade 
mark, No. 460,846, in such a way as to infringe three registered trade marks 
owned by Tinnerman, viz: No. 244,038, No. 347,986 and No. 352,197. In 
this counterclaim Tinnerman prayed for a judgment declaring that its three 
trade marks were valid and its exclusive property “as applied to fastening 
devices, including staples,” and for an injunction against infringement by 
Speed. 

The trial court held, 81 USPQ 26, that Speed was entitled to registra- 
tion of its trade mark No. 460,846 and also held that its two previously 
registered trade marks, No. 246,812 and 416,025, were valid and did not 
infringe any of Tinnerman’s registered trade marks. On the counterclaim 
the trial court held that Tinnerman’s three registered trade marks were 
valid but that they were not infringed by Speed. Tinnerman appealed, and 
Speed cross-appealed from so much of that judgment as accorded validity 
to Tinnerman’s trade marks. 

On that appeal, this court held, 179 F.2d 778, 83 USPQ 490, that 
Speed was not entitled to register No. 460,846. We also held that two of 
Tinnerman’s trade marks were invalid: (1) No. 347,986 designated as 
SPEED CLIP, and (2) No. 352,197 designated as sPEED NUTS because “de- 
seriptive” and because “both are dominated by the word sPEED which 
describes one of the qualities of the clip and nuts.” We also held that 
Tinnerman’s trade mark SPEED NUT, No. 244,038, was valid but subject to 
collateral attack in this country. We did not decide whether Speed’s 
registered trade marks infringed Tinnerman’s marks or whether Speed’s 
registered trade marks were valid. And we held that Tinnerman would 
be entitled to injunctive relief on its counterclaim only on proof (1) 
that one or more of its marks (two of which marks were invalid and the 
third subject to collateral attack) had acquired a secondary meaning be- 
fore Speed or its predecessor began to use in the field of stationery staples 
the mark SPEED FASTENER, No. 246,812, that being—as the record then stood 
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—its earliest use of sPEED as a mark, and (2) that confusion would result 
between Speed’s present use of that mark and Tinnerman’s trade marks. 
For proofs on those issues and for further findings thereon by the trial 
court, the first case was remanded. 

On remand, the trial court held that Tinnerman was not entitled to 
any relief on its counterclaim. This holding was based on a finding that 
Tinnerman had failed to prove that its trade mark had acquired a “second- 
ary meaning” before Speed began using its mark designated as sPEED 
FASTENER, and that confusion would result. The trial court also held that 
Tinnerman was estopped from seeking the relief prayed for in the counter- 
claim on the ground of laches. The counterclaim was accordingly dismissed, 
and the present appeal in the first action from that decree of dismissal. 
This we now discuss. 

The trial court, for the purpose of deciding the “secondary meaning” 
issue, had to find when Speed first began using the mark sPEED FASTENER 
in connection with the sale of office and stationery type staples. It found 
that the proper date was 1926. Tinnerman challenges this finding con- 
tending that on the first trial the district court had held that the earliest 
date of Speed’s use was 1936 and that this finding had been affirmed by 
the Court of Appeals. Consequently, Tinnerman argues, on the ground of 
res judicata the trial court on remand was precluded from finding any date 
other than 1936 as the “critical date.” We turn to consider the three 
grounds on which this argument is based. 

While the Appellate Court did quote Finding No. 6 as made by the 
District Judge on the first trial, we do not think that it, or the trial court, 
intended to give that finding the interpretation urged by Tinnerman. This 
conclusion is reached by reading Finding 6 in context with Findings 4 
and 5. These three findings we set out in a footnote.? It appears from 
Finding No. 4 that the trade mark SPEED FASTENER, No. 246,812, was 
registered in 1928. Finding No. 5 indicates that “thereafter” the mark was 
used by Speed’s predecessor, Parrot Speed Products Corporation, in its 
sale of office and stationery type staples. It does not purport to state 
precisely when the mark was first used nor does Finding No. 6 so state. 
Finding No. 6 is thus seen to mean only that at least from 1936 on the 
mark was used by Speed. The earliest date of such use does not appear 
to have been made the subject of a specific finding. 


1. We did not expressly rule on Speed’s second claim in the first action and the 
trial court interpreted the remand to mean that it was to adjudicate the rights there 
involved. In so doing the trial court held that both of Speed’s trade marks, although 
invalid because descriptive, were entitled to protection because of acquired secondary 
meaning. 

. 2. Bg. Parrot Speed Fastener Corporation, a New York corporation, was organ- 
ized by Jack and Belle Linsky aforenamed on August 16, 1926. On September 11, 
1928, that corporation registered, under Serial No. 246,812, its trade mark SPEED FAs- 
TENER with lines indicating rapid motion running through the words for stapling 
machines and tools for fastening together sheets of paper and similar sheet material 
and for stapling wire screening and wire fencing and for other stapling purposes in 
class 23, cutlery, machinery, etc.” 
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Tinnerman stresses a passage in the opinion of the Appellate Court 
wherein it stated that “the only question remaining is whether defendant’s 
(Tinnerman) trade marks had acquired a secondary meaning before 
plaintiff (Speed) entered the field.”* A fair reading of the whole opinion 
indicates that all that was meant was that the “only remaining question” 
for the court to discuss in its opinion was that of secondary meaning in 
Tinnerman’s marks before the critical date. It did not mean, as Tinnerman 
seems to contend, that the trial court could not, after a consideration of 
the pertinent evidence presented on remand, find that the “critical date” 
was other than the year 1936, or, put in another way, that the remand was 
limited solely to the question of whether Tinnerman’s trade marks had 
acquired a secondary meaning after 1936. Our interpretation is further 
supported by the final paragraph of the opinion. 179 F.2d at page 782, 
83 USPQ at 493-494. 


Thirdly, Tinnerman argues that the summary denial of Speed’s petition 
for rehearing on the prior appeal, indicates appellate affirmance of 1936 
as the critical date. But the denial did not mean that at all. It simply 
meant that the Appellate Court considered that its opinion had sufficiently 
dealt with all issues then before it on the record as it then stood, and 
that it should not speak further until the issues of secondary meaning 
and critical date had been fully developed on remand. 


We conclude that the scope of the remand was properly interpreted 
by the trial court. 

Not only was the finding by the trial court within the proper scope 
of the remand but also it is supported by a large quantity of convincing 
evidence. Tinnerman, aside from its res judicata argument just reviewed, 
seems not to challenge that finding. However, that may be, we are satisfied 
that it is not “clearly erroneous” within the meaning of Rule 52(a) of 
the Federal Rules of Civil Procedure. United States v. United States 
Gypsum Co., 333 U.S. 364, 76 USPQ 430; United States v. Yellow Cab Co., 
338 U.S. 338. Accordingly, we accept 1926 as the critical date. 


The next key question as to the counterclaim was whether any of 
Tinnerman’s registered trade marks acquired a secondary meaning before 
that date. The trial court concluded that the only mark belonging to 
Tinnerman that could conceivably qualify for this purpose was the trade 
mark SPEED NUT which had been patented by Tinnerman in 1924 as a 
SPRING NUT. It was also found that the nut was sold under the mark 


“5. To an extent thereafter the SPEED FASTENER mark appeared on the containers 
not only of stapling machines but on quantities of staples sold for use therewith by 
Parrot Speed Products Corporation.” 

“6. From and after August, 1936, Parrot Speed Fastener Corporation and ‘Speed 
Products Company and plaintiff applied on the containers for many of its products, 
including at least sometimes its staples, the double winged arrow with the word sPEEp 
imposed thereon. The device was small and usually comparatively inconspicuous. The 
phrase SPEED FASTENER on the containers for the staples or other trade names was 
also used and was emphasized in size and position.” 

3. Enclosed material is supplied. 
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SPEED NUT in the early part of 1924 though Tinnerman did not register 
it until April 5, 1928. spEED Nut, as the trial court found, was in the 
field of staples, clips and fasteners. These findings do not appear to be 
disputed by Tinnerman. Thus the problem was narrowed to the question 
of whether Tinnerman’s mark SPEED NUT attained a secondary meaning in 
the two-year period (1924-1926) before Speed began using the trade mark 
SPEED FASTENER in its sale of staples. On this question the lower court 
held in favor of Speed. 

Tinnerman does not claim that the lower court improperly defined the 
doctrine of secondary meaning. Whether a particular trade mark has 
acquired a secondary meaning is a question for the trier of the facts. 
LeBlume Import Co. v. Coty, 2 Cir., 293 F. 344; G. & C. Meriam Co. v. 
Saalfield, 6 Cir., 198 F. 369; 1 Nim’s “Unfair Competition and Trade 
Marks,” § 39. Again Rule 52(a) comes into play: we cannot reverse the 
lower court unless its findings of fact are clearly erroneous, which Tinner- 
man does not contend. On the ground that secondary meaning and con- 
fusion was not established we affirm the dismissal of the counterclaim. 
Hence, there is no need to rule upon the equitable defenses raised by Speed. 

While the remand was pending Speed commenced a second action in 
the same court against Tinnerman C.A. 60-158, hereinafter referred to as 
the “second action”). This action was consolidated with the first action 
when the first, on remand, came on for trial. Speed alleged that its trade 
mark SPEED FASTENER had been used since 1926 in connection with its sale 
of office-type stationery staples. The complaint further alleged that the 
mark SPEED FASTENER had been so extensively publicized and advertised in 
Speed’s sale of staples that it acquired a secondary meaning in the trade; 
that Tinnerman, prior to 1932, had never manufactured or sold clips under 
the mark sPEED, but that from 1932-1937 it had expanded its business to 
do so and in 1937 had registered the trade mark sPEED cLiP. In the second 
action, Speed sought a judgment declaring that Tinnerman’s use of the 
trade mark SPEED CLIP was a violation of Speed’s exclusive rights and 
prayed for injunctive relief against Tinnerman. In this action the trial 
court entered judgment for Speed and the remainder of this opinion is 
addressed to the appeal from that judgment. 

Tinnerman rests his whole case on appeal on the theory that the 
doctrine of res judicata precluded Speed from instituting the second action. 
It is contended that Speed could have sought in the first action all of the 
relief which it presently seeks in the second action and since “the parties 
and facts are the same in both actions, and inasmuch as judgments have 
been rendered by the District Court * * * and by the Court of Appeals 
* * *” Speed is estopped from bringing the second action. The lower 
court, by observing that the complaint in the second action was proper 
subject-matter for an amendment to Speed’s complaint in the first action, 
under Rule 15(a) of the Federal Rules of Civil Procedure, overruled the 
defense of res judicata. 
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To successfully assert res judicata in a subsequent action it is elemen- 
tary that the judgment in the former action must have been final. Restate- 
ment of the Law of Judgments, §41. The court below thought that 
res judicata was not here applicable because the first action had been 
remanded,—not finally adjudicated. In this the trial court was not 
entirely correct. Consistent with the opinion of the Court of Appeals in 
the first action, the only final judgment possible in that action was on 
Speed’s first claim which was for registration of its trade mark No. 460,846. 
Speed’s second claim in the first action and Tinnerman’s counterclaim were 
remanded for further proceedings. No final judgments had been entered 
as to these last two claims and hence they could not be pleaded as a bar, 
on the conventional doctrine of res judicata alone, to Speed’s second action 
commenced in the District Court while the first action was still pending on 
remand. 

The question arises as to whether the final judgment entered as to 
Speed’s first claim (for registration) in the first action may be set up as 
a bar to his institution of the second action. It is obvious that even though 
remand was pending on other claims involved in the first action Speed 
could not use the remand proceedings as an occasion to relitigate a claim 
which had been finally adjudicated. But Tinnerman, as the discussion 
below demonstrates, is mistaken when it asserts that the second action 
was barred on the ground of res judicata solely because the claim raised 
therein might have been sought in the previous action. 

The res judicata problem here really involves two separate questions: 
(1) Was Speed’s first claim in the first action, said claim being the only 
one finally adjudicated in that action, the same as the one he subsequently 
stated in the second action? (2) Is Speed’s second action barred because 
by its content it was subject-matter of a compulsory counterclaim which, 
under Rule 13, should have been pleaded in Speed’s reply to Tinnerman’s 
counterclaim in the first action? 

As to the first question just stated, we note that the first claim in the 
first action was for registration of a trade mark, (No. 460,846) and in the 
second action Speed sought an injunction on the ground that Tinnerman’s 
mark SPEED cLIP infringed Speed’s trade mark SPEED FASTENER. (No. 
246,812) These two claims present, rather obviously we think, at least in 
part different questions of law and fact and the relief sought in each is 
almost entirely different. 

If these two claims had been the same then Tinnerman could use the 
judgment in the first action as an absolute bar to the bringing of the 
second action—and if that were the case Tinnerman’s theory that the 
former judgment was a bar to all matters raised or which might have 
been raised in the former proceeding would be clearly sustainable. Crom- 
well v. County of Sac, 94 U.S. 351; Last Chance Mining Co. v. Tyler 
Mining Co. 157 U.S. 683; Southern Pacific Railroad Co. v. United States, 
168 U.S. 1; Tait v. Western Maryland Railroad Co., 289 U.S. 620. 
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But Tinnerman has confused that situation with one that calls only 
for the application of the doctrine of collateral estoppel. If the two actions 
involve different claims or causes of action, as is the case here, the sub- 
sequent action is not barred by the former even though the parties in 
both actions are the same. It is in this type of case that collateral estoppel 
is applicable—but that doctrine only means that matters actually litigated 
in the first action may not be retried in the subsequent action; it does 
not mean that questions which were not, but might have been, raised in 
the former action cannot be litigated in the second action, or that the sub- 
sequent action is barred. Commissioner of Internal Revenue v. Sunnen; 
333 U.S. 591, 77 USPQ 29, International Building Co. v. United States, 
8 Cir., 199 F.2d 912; Scott, Collateral Estoppel by Judgment, 56 Harv. 
L.R. 1; Restatement of the Law of Judgments, § 68. Since, in the prior 
proceedings in the first action the question of when Speed first commenced 
using the mark SPEED FASTENER was not finally adjudicated, Speed was 
free to allege and prove the 1926 date in the second action. 


Being thus satisfied that the ruling of the judge below did not collide 
with the law of collateral estoppel, it only remains to consider whether 
the assertion of the claim stated in the second action was permissible 
under the Federal Rules of Civil Procedure. It will be remembered that 
in the first action Tinnerman had filed a counterclaim seeking a declaration 
that its marks were valid and infringed by Speed and for an injunction 
against Speed. We think it clear that there was a logical relationship 
between the claim in Speed’s second action and Tinnerman’s counterclaim 
in the first action. Hence, under Rule 13(a) of the Federal Rules of 
Civil Procedure, the claim of Speed’s second action was subject-matter for 
a compulsory counterclaim. See Moore v. New York Cotton Exchange, 270 
U.S. 593; Lesnik v. Public Industrials Corp., 2 Cir., 144 F.2d 968, United 
Artists Corporation v. Masterpiece Products, Inc., et al., 2 Cir. F.2d 
, 105 USPQ 52. To void the bar of res judicata in a subsequent 
action, Speed was obliged to plead it in the first action before Tinnerman’s 
counterclaim had been finally adjudicated. 3 Moore’s Federal Practice, 
Par. 13.08. 

This was not done. However, the trial judge, in his opinion, stated 
that with the first action before him on remand, he could, and on motion 
would have, allowed the claim to be included in the original complaint by 
amendment under Rule 15(a). He observed that it made no practical 
difference that, instead, the claim had been pleaded in a separate com- 
plaint in the second action. Certainly, with the first action before the 
trial court on remand, an amendment of Speed’s reply to Tinnerman’s 
counterclaim to include the claim was permissible under Rule 13(f) in 
view of the absence of any contention by Tinnerman of prejudice to it or 
bad faith on the part of Speed. See 3 Moore’s Federal Practice, Par. 13.33. 
If, as he stated, the trial judge would have allowed an amendment of the 
complaint, it is plain that he would have allowed an amendment under 
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Rule 13(f) if such had been sought. By such an amendment, Speed might 
have tendered the very same issues as those which it raised, instead, in the 
second action. From a practical viewpoint it made no difference whether 
the claim should be stated by an amendment in the first action or by com- 
plaint in a second action: by consolidation of the two actions for trial all 
open issues in both actions were brought on for trial together. Nor did 
any different legal effect result from pleading the claim in a second com- 
plaint since at that time no final judgment as to Tinnerman’s counter- 
claim had as yet been entered in the remand proceedings. 
Affirmed as to both judgments. 


PRICE CANDY COMPANY v. GOLD MEDAL CANDY CORPORATION 
No. 6086 — C.C.P.A. — March 22, 1955 


TRADE-MarK Act or 1946—OpposITION—IN GENERAL 
Applicant sought to register TURKS for candy and registration was opposed by 
owner of composite mark BONOMO’S TURKISH TAFFY with figures of Turks about a 
fire. Examiner sustained opposition on ground that TURKISH was the dominant por- 
tion of opposer’s mark. However, in determining question of confusing similarity 
of trademarks the marks must be considered in their entireties and similarities 
and dissimilarities therein should be considered. When so viewed TURKS is not 
confusingly similar to composite mark BONOMO’S TURKISH TAFFY since the marks 
do not look or sound alike. Nor do the common portions of the marks TURKS and 

TURKISH confiict because TURKISH is not deemed to be dominant part of opposer’s 

mark and therefore the Examiner-in-Chief is reversed. 

Opposition proceeding by Gold Medal Candy Corporation v. Price 
Candy Company, application Serial No. 575,159 filed March 9, 1949. Appli- 
cant appeals from decision of Examiner in Chief of Patent Office sustain- 
ing opposition. Reversed. O’Connell, Judge, dissenting with opinion; 
Garrett, Chief Judge concurs. 

Case below reported at 44 TMR 74. 

James Atkins, of Washington, D. C. (Dean Laurence, of St. Johns, Michi- 
gan, and Russell L. Law, of Washington, D. C., of counsel) for 
appellant. 

Watson, Leavenworth, Kelton & Taggart and David A. Woodcock (Louis 
H. Baer of counsel) of New York, N. Y., for appellee. 

Before Garrett, Chief Judge, and O’Connell, Johnson, Worley and Cole, 
Associate Judges. 

JOHNSON, Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Examiner-in-Chief, 98 USPQ 232 (44 TMR 74) 
affirming the decision of the Examiner of Trade Mark Interferences sus- 
taining appellee’s opposition to registration of the mark sought by ap- 
pellant. 

On March 9, 1949, appellant, Price Candy Company, filed an applica- 
tion, Serial No. 575,159, in the Patent Office for registration, under the 
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Trade-Mark Act of 1946, of the mark turKs for use upon candy. The date 
of first use of the mark in commerce among the several states was alleged 
in the application as January 17, 1949. The application was examined and 
passed for publication pursuant to section 12(a) of the Trade-Mark Act 
of 1946, and the mark was duly published in the Official Gazette on Feb- 
ruary 6, 1951. On March 7, 1951, appellee filed its notice of opposition to 
said registration. 

In its notice of opposition, appellee alleged that it is the owner of 
trade mark No. 419,561, registered in the United States Patent Office on 
February 19, 1946, for candy, which includes as prominent features the 
word TURKISH and representations of figures in Turkish costume; that it 
has used its trade mark since a date long prior to January 17, 1949, which 
is the date claimed by applicant; that it is still using the trade mark on 
wrappers in which its candy is sold; and that the trade mark which appli- 
eant seeks to register so resembles the marks used by opposer as to be 
likely, when applied to candy, to cause confusion and mistake and to de- 
ceive purchasers. 

A stipulation under Rule 25 of this court was filed by the attorneys 
representing both parties. It appears from the stipulation that opposer’s 
labels and registration bore the words TURKISH TAFFY Or TURKISH CHEWING 
TAFFY, and above these words there appeared in the earliest label the word 
SCHWARz’s, and in subsequent labels the word BoNomo’s. Furthermore, 
opposer’s labels and trade mark registration at all times bore pictures 
which included four figures of people each wearing a red Turkish fez, 
red Turkish trousers, and Turkish slippers. It was set forth in the stipu- 
lation that opposer promoted sales by using persons dressed in Turkish 
costumes to distribute its coupons for candy. It was further stated in the 
stipulation that opposer sells its candy both as low priced candy bars and 
as pound and half-pound packages. It also is shown in the stipulation 
that opposer sold 7,000,000 bars under its label in 1948 and that this figure 
increased to 39,000,000 bars in 1951. 

As stated above, appellant’s mark which is sought to be registered is 
tuRKs. Appellee’s mark which is used to oppose registration, in addition 
to having the aforementioned characteristics, may be best additionally de- 
scribed by quoting directly from the decision of the Examiner-in-Chief as 
follows, 98 USPQ at 232: 

* * * Opposer’s registration is a composite mark consisting of the 

name “Bonomo’s [sic] in script with the words TURKISH CHEWING 

TAFFY, all in a vertical column. At the left of the words is shown a 

relatively large kettle with a fire thereunder, and two small figures in 

Turkish garb pouring and mixing ingredients into the kettle. At the 

right of the words, two additional figures in Turkish garb are pictured 

as pulling taffy. * * * 

The reasoning of the Examiner-in-Chief in affirming the decision of 
the Examiner of Trade Mark Interferences is as follows: The words in 
opposer’s registration are supplemented by characters dressed in Turkish 
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clothes, and thus render the word TURKISH the dominant part of opposer’s 
registration. It was further stated that since the words, TURKS and TURK- 
ISH are substantially identical in meaning, appearance, and sound, that 
the use of the word BoNoMo’s by opposer is not sufficient to avoid the like- 
lihood of confusion with an otherwise confusingly similar mark. Celanese 
Corporation of America v. E. I. du Pont de Nemours & Company, 33 
C.C.P.A. (Patents) 857, 154 F.2d 143, 69 USPQ 69 (38 TMR 666) was 
cited in this respect. 

The basic issue in this case is whether the registration of the trade 
mark TURKS would cause likelihood of confusion, mistake, or deception of 
purchasers when applied to appellant’s goods, namely candy, in view of the 
fact that appellee-opposer has used the above described registration, 
namely, BONOMO’S TURKISH TAFFY with the accompanying picture, on candy. 

As stated above, the Examiner-in-Chief was of the opinion that the 
word TURKISH in combination with the picture of Turks rendered the word 
TURKISH the dominant portion of opposer’s mark, and that the word 
sought to be registered, TURKS was confusingly similar to this dominant 
portion. We do not feel that the word TURKISH is the dominant portion of 
opposer’s trade mark. One criterion for determining the dominant portion 
of a trade mark is set forth in the Celanese case, supra. This criterion 
is that if a purchaser would be more likely to remember and use one part 
of a mark as indicating origin of goods, this is the dominant part of the 
mark. Therefore, applying this criterion to the present case, it is our 
opinion that a purchaser would not be more likely to remember and use 
the word TURKISH by itself, more than another word of opposer’s mark, 
as indicating the origin of opposer’s candy. This seems to be borne out 
by the testimony of a witness for opposer which was set forth in the stipu- 
lated facts wherein it is stated that opposer’s candy is generally ordered 
as TURKISH TAFFY, and in a minority of the cases as BONOMO’S TURKISH 
TAFFY. In our opinion it is inconceivable that the origin of opposer’s candy 
could ever be determined solely by the word TURKISH without the use of 
other of the qualifying words which appear on the trade mark. Yet it is 
inherent in the Examiner-in-Chief’s reasoning that the word TURKISH is 
the outstanding feature of opposer’s mark and is what one purchasing 
opposer’s candy is most likely to remember about the origin of opposer’s 
candy. We feel that the word TURKISH is not the dominant portion of 
opposer’s mark in the sense that, by itself, it could identify the origin of 
opposer’s candy. 

Since we have come to the conclusion that the word TURKISH is not 
the dominant portion of opposer’s mark, we feel that the holding of the 
Celanese case, supra, cited by the Examiner-in-Chief, is inapposite. In 
the Celanese case the mark sought to be registered was DUPONT CLAR-APEL. 
Our court found that the word cLAR-APEL and the trade mark used as an 
opposition, CLARI-FoIL, were confusingly similar, and that the addition 
of the surname DuPont to one of two otherwise confusingly similar marks 
is not of itself sufficient to avoid the likelihood of confusion. In the present 
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case that situation does not exist. Thus disregarding the surname “Bono- 
mo’s’’ in opposer’s mark, as the Examiner-in-Chief has done, there still re- 
main the words TURKISH TAFFY plus the picture of the Turks in opposer’s 
mark as compared with the sole word TURKS in appellant’s mark. It seems 
to us that, when these parts of the respective marks are compared, there 
is no confusing similarity since they do not look alike or sound alike. 
Thus, as we see it, the Celanese case, supra, is inapposite since it should be 
supplied to discount the distinguishing value of a surname only after the 
other parts of the marks have been found to be confusingly similar. 

In determining the question of confusing similarity of trade marks, 
similarities and dissimilarities therein should both be considered. Young- 
husband v. Kurlash Co., 25 C.C.P.A. (Patents) 886, 94 F.2d 230, 36 
USPQ 323 (28 TMR 132). In the present case the similarities are that 
opposer’s mark, BONOMO’S TURKISH TAFFY, contains the word TURKISH and 
has a drawing which shows people dressed in Turkish costume, these 
people being referred to by appellee in the brief as TURKs, while appellant’s 
mark consists in its entirety of the word Turks. The dissimilarities are 
that; appellee’s mark contains the words BONOMO’s and TAFFY in addition 
to the word TURKISH while appellant’s mark contains nothing in addition 
to the aforementioned word TurKs. Keeping these similarities and dis- 
similarities in mind, we must therefore analyze the two marks in the 
light of accepted rules of trade mark construction to determine whether 
there is confusing similarity. 

Marks of the parties must be considered in their entireties. Valpo Co. 
v. Solis, Entrialgo y Compania, 36 C.C.P.A. (Patents) 1160, 175 F.2d 
457, 82 USPQ 182 (39 TMR 699). But different features may be analyzed 
to determine whether the marks involved are confusingly similar. Hoff- 
mann-La Roche, Inc. v. Kawerk, 32 C.C.P.A. (Patents) 954, 148 F.2d 
557, 65 USPQ 218 (35 TMR 71). The common portions of the marks must 
be considered and cannot be disregarded. Schering & Glatz v. Sharp & 
Dohme, 32 C.C.P.A. (Patents) 827, 146 F.2d 1019, 64 USPQ 394 (35 
TMR 46). 

In analyzing the two marks in the light of the above cited rules of 
trade mark construction, we find, when the two marks are viewed in their 
entireties, that TURKS and BONOMO’S TURKISH TAFFY do not look alike or 
sound alike, and on this basis we do not find them to be confusingly similar. 
Even if the common portions of the marks, TURKS, and TURKISH, are con- 
sidered, we do not feel that the word TURKISH in opposer’s mark is dominant 
so as to render the word TuRKS confusingly similar to opposer’s entire 
mark. Furthermore, when the different features of both marks are analyzed 
we feel that words TAFFY and BONOMO’s sufficiently differentiates the word 
TURKISH in opposer‘s mark from the word TuRKs taken alone so that the 
marks are not confusingly similar. 

For the foregoing reasons, we must therefore reverse the decision of 
the Examiner-in-Chief. 
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O’ConNELL, Judge, dissenting. 

The concurrent decisions rendered by the office of the Commissioner 
of Patents sustaining Gold Medal’s opposition to appellee’s registration of 
the word TuRKS should be affirmed for the reasons stated in the decision 
of the Examiner-in-Chief, 98 USPQ 232. 

Appellant has successfully relied upon certain weaknesses in appellee’s 
mark which should not have been considered here. There is no escape from 
the acknowledged fact that appellee’s mark and labels predominantly and 
pictorially emphasize a group of TuRKs illustrated in Turkish costume. 
Upward of 50 million bars of appellee’s goods bearing such mark and label 
have been placed into the hands of customers, mostly children. Accordingly 
TURKS is the concept most likely to be remembered as a lasting impression 
in the mind of the purchasing public with respect to the candy bars in 
issue. 

Thus, in Coca-Cola Co. v. Koke Co., 254 U.S. 143, 145 (10 TMR 441), 
the Supreme Court enjoined the defendant from appropriation of the 
word KOKE by a newcomer because the public had often bought the plain- 
tiff’s soft drink by the abbreviated name or nickname of KOKE or COKE, 
even though the trade mark on plaintiff’s label was coca-couta. Justice 
Holmes pointed out that any weakness in Coca-Cola’s mark was no ground 
upon which its appropriation in abbreviated form by a newcomer may be 
justified to the detriment not only of the original trade mark owner but 
also the public interest. That owner, under such circumstances, is entitled 
to relief not only by way of injunction but also damages for infringement. 
Coca-Cola Co. v. Koke Co., supra; Mishawaka Mfg. Co. v. Kresge Co., 316 
U.S. 203, 53 USPQ 323 (32 TMR 254), John Morrell & Co. v. Doyle, 97 F.2d 
232, 37 USPQ 565 (28 TMR 286). 

On the same basis this court recently held that the applicant’s mark 
PALM WAVE, enhanced by the illustration of the ocean waves therebelow, was 
confusingly similar to OCEAN WAVE, owned and in use by another on iden- 
tical goods. In re Goodall-Sanford, Inc., 39 C.C.P.A. 908, 195 F.2d 542, 
93 USPQ 217 (42 TMR 575). 

I am authorized to state that Garrett, Chief Judge, concurs in this 
dissent. 


JOS. S$. COHEN & SONS CO., INC. v. HEARST MAGAZINES, INC. 
Appl. No. 6064 — C.C.P.A. — March 30, 1955 


CANCELLATION PROCEDURE—APPEALS—CouRT OF CUSTOMS AND PATENT APPEALS 


Petitioner seeks to cancel mark GOOD HOUSEKEEPER registered in 1938 under 
1905 Act for children’s clothing and republished under 1946 Act. Petitioner pro- 
ceeds under section 2(d) of 1946 Act on basis of its prior use of mark GOOD HOUSE- 
KEEPING for magazine and its certification mark GOOD HOUSEKEEPING SEAL OF 
APPROVAL. Respondent urges that the goods are not goods of the same descriptive 
properties and therefore no likelihood of confusion will result and that petitioner 
is barred by laches. However, the valid test under the 1905 Act that goods were not 
goods of the same descriptive property is no longer a test of equal significance 
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to be applied under the 1946 Act. Moreover the respective marks of the parties 
are identical in sound, meaning and appearance and when petitioner’s certification 
mark is concurrently applied to identical goods, the likelihood of confusion is in- 
evitable. 

CANCELLATION PROCEDURE—DEFENSES—LACHES 

Mere delay in asserting a trademark right, unaccompanied by a proper show- 
ing by defendant, which establishes an estoppel, does not sustain defense of laches. 
Moreover petitioner had no right to cancel until passage of 1946 Act since goods 
were not of the same descriptive properties. Cancellation of mark is affrmed. 
Cancellation proceeding No. 5404 by Hearst Magazines, Inc. v. Jos. S. 

Cohen & Sons Co., Inc., Registration No. 360,852 issued September 27, 

1938. Registrant appeals from decision of Examiner in Chief of Patent 

Office sustaining petition. Affirmed. 

Case below reported at 43 TMR 873. 

Morris Hirsch of New York, N. Y. (Frederick Breitenfeld, of New York, 
N. Y., and J. Preston Swecker of Washington, D.C., of counsel) 
for appellant. 

Gilbert H. Weil of New York, N. Y., for appellee. 

Before O’ConNELL, Acting Chief Judge, and JoHNSOoN, WoRLEY and CoLz, 
Associate Judges. 

O’ConNELL, Acting Chief Judge. 


This is an appeal from the decision of the Examiner-in-Chief, repre- 
senting the Commissioner of Patents, 97 USPQ 301 (43 TMR 873), affirm- 
ing the decision of the Examiner of Interferences granting the petition of 
appellee, Hearst Magazines, Inc., owner of the mark, GOOD HOUSEKEEPING, 
for the cancellation of appellant’s notation, GooD HOUSEKEEPER, as a trade 
mark for women’s, misses’, and children’s dresses, frocks, pajamas, smocks, 
aprons, hostess coats, ete. The cancelled registration was issued September 
27, 1938 under the Act of 1905 and republished February 22, 1949, under 
the provisions of section 12(c) of the Act of 1946. 

The petition was based on section 2(d) of the 1946 Act prohibiting 
the registration of a mark which “so resembles a mark * * * previously 
used in the United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion or mistake 
or to deceive purchasers. 

It is alleged in appellee’s petition, and established by its evidence, that 
long prior to appellant’s earliest claimed use of the notation GooD HOUSE- 
KEEPER April 29, 1938, petitioner, and those from whom it derived title, 
has continuously employed the trade mark GOOD HOUSEKEEPING, since its 
first use in 1880. 

Only Hearst Magazines, Inc., took testimony, but counsel for appellant 
appeared at the hearings and cross-examined appellee’s witnesses. There 
is no controversy with respect to the involved facts. They are succinctly 
set forth in this excerpt from the decision of the Examiner of Interferences, 
which was thus quoted with approval by the Acting Commissioner of 
Patents, 97 USPQ at 302: 
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“With regard to the merits of the petition for cancellation, the 
record shows that the petitioner, since many years prior to any use 
claimed by the respondent, has been engaged in the publication and 
sale under the mark GOOD HOUSEKEEPING of a home service magazine 
having a circulation of more than three million copies per month; that 
said magazine, which is designed primarily to appeal to women, 
features editorials covering such subjects as fashions, child care, home 
decoration and design, food preparation, and the like; that advertising 
space in the petitioner’s GOOD HOUSEKEEPING magazine is much in 
demand, and that before any product is accepted for advertising 
therein it must first undergo and pass laboratory tests conducted by 
the petitioner to determine the relative merits thereof; that the pett- 
tioner for more than forty years has featured in the initial portion 
of its magazine a warranty that the products advertised are of good 
quality, and are as advertised; and that, should the contrary be shown, 
GOOD HOUSEKEEPING magazine will replace them or refund the purchase 
price thereof. This warranty, which is referred to as the GooD HOUSE- 
KEEPING GUARANTEE SEAL, is widely publicized not only by the pett- 
tioner but also by its customers who make use thereof in connection 
with the advertising of their products in competitive magazines, and 
in newspapers, and the like. (Emphasis added.) The record further 
shows that among the products advertised in the petitioner’s magazine, 
and in connection with which the petitioner’s guarantee seal is used, 
are articles of apparel identical in kind with those of the respondent ; 
that the petitioner cooperates with its customers and the retailers of 
such goods in promoting the sale thereof by permitting and encour- 
aging their use of its GooD HOUSEKEEPING guarantee seal in connection 
with the advertising and display thereof, and by furnishing them, 
upon request, hang tags bearing said seal for use thereon; and that 
the association of the petitioner’s GooD HOUSEKEEPING guarantee seal 
with such goods greatly enhances the sales appeal thereof.” 


Appellant argues here as it did before the tribunals of the Patent 
Office that the goods to which the respective marks of the parties, maga- 
zines and women’s wear, are not goods of the same descriptive properties 
and therefore no likelihood of confusion will result. The tribunals of the 
Patent Office in concurrent decisions flatly rejected that contention properly 
pointing out that such a consideration explicitly provided for in the Act 
of 1905 is no longer a test of equal significance to be applied under the 
Act of 1946. In re Sylvan Sweets Co., 40 C.C.P.A. (Patents) 1048, 1050, 
205 F.2d 207, 98 USPQ 220 (44 TMR 60); Sprayed Insulation, Inc. v. 
Sprayo-Flake Co., 40 C.C.P.A. (Patents) 732, 200 F.2d 703; 96 USPQ 
152 (43 TMR 220), and authorities therein cited. 

The concurring decisions by the Patent Office unequivocally held that 
the respective marks were confusingly similar. In so doing, the Primary 
Examiner made these pertinent remarks: 

The term “mark” as used in Section (d) is defined in Section 45 
of the Act of 1946 as “any trade mark, service mark, collective mark 
or certification mark entitled to registration under this Act whether 
registered or not” (Italics by the Examiner) ; and the term “certifi- 
eation mark” is defined therein as “a mark used upon or in connection 
with the products * * * of one or more persons other than the owner 








; 
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of the mark to certify * * * quality * * * of such goods.” Jt 1s clear 

from the allegations contained in the petition, and the record adduced 

in its behalf, that the petitioner here relies primarily upon its prior 
use of the notation GOOD HOUSEKEEPING as a certification mark for 
articles of apparel within the meaning of Section 45 of the Act of 

1946; and it is the opinion of the examiner that the contemporaneous 

use by the respondent of the substantially identical notation Goop 

HOUSEKEEPER as a trade mark for identical goods, inevitably would 

lead purchasers to suppose that such goods were sponsored by the 

petitioner. Cf. Triangle Publications, Inc. v. Hanson (D. C., E.D., 

Missouri, E. Div.), 70 USPQ 478 (36 TMR 283) (affirmed, C.C.A., 8th 

Cir., 74 USPQ 280) (37 TMR 645); Triangle Publications, Inc. v. 

Rohrlich et al., etc. C.C.C.A., 2nd Cir.,), 77 USPQ 196 (38 TMR 516) 

(Italics not quoted.) 

For practical purposes, the respective marks of the parties are iden- 
tical in sound, meaning, and appearance, and when appellee’s certification 
mark is concurrently applied to identical goods, the likelihood of confusion 
in trade is inevitable. The predominant rights of the purchasing public in 
such a situation are to be protected regardless of the contentions and 
private interests of the respective parties. Tidy-House Paper Products, Inc. 
v. Tidy House Products Co., 38 C.C.P.A. (Patents) 1099, 189 F.2d 280, 
89 USPQ 599 (41 TMR 683); Burmel Handkerchief Corp. v. Cluett, 
Peabody & Co., Inc., 29 C.C.P.A. (Patents) 1024, 127 F.2d 318, 53 USPQ 
369 (32 TMR 308). 

Appellant in its answer to appellee’s petition for cancellation sets 
up the affirmative defense of laches: 

17. Further answering, Registrant alleges that since 1938 Peti- 
tioner knew or should have known of Registrant’s use and registration 
of its trade mark GOOD HOUSEKEEPER, and upon the equitable principles 
of laches and acquiescence, Petitioner should not prevail in this 
proceeding. 

Appellant submitted no evidence in support of that defense. It has 
been universally recognized by the courts down through the years that 
mere delay in asserting a trade mark right, unaccompanied by a proper 
showing by the defendant, which establishes an estoppel, cannot sustain 
the defense of laches. Menendez v. Holt, 128 U. S. 514, 524; Sprayed 
Insulation, Inc. v. Sprayo-Flake Co., supra; Hylo Co., Inc. v. Jean Patou, 
Inc., 42 C.C.P.A. (Patents) 723, 215 F.2d 282, 103 USPQ 52 (44 TMR 
1428). See also Callmann, Constructive Notice and Laches, 42 TMR 395, 
398 ; Halliday, Laches, Acquiescence and Estoppel in Registration Cases, 40 
TMR 85, 93; Independent Nail and Packing Co., Inc. v. Stronghold Screw 
Products, Inc., 205 F.2d 921, 98 USPQ 172 (44 TMR 46) (7th Cir., 1953) ; 
Rothman et al. v. Greyhound Corp., et al., 175 F.2d 893, 82 USPQ 143 (39 
TMR 685) (4th Cir. 1949) ; Anheuser-Busch, Inc. v. DuBois Brewing Co., 
175 F.2d 370, 81 USPQ 423 (39 TMR 573) (3rd Cir. 1949) ; Hanson v. 
Triangle Publications, 163 F.2d 74, 74 USPQ 280 (37 TMR 645). 

Another reason, however, is this: appellee had no right to cancel appel- 
lant’s mark prior to the passage of the Act of 1946, because the goods to 
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which the respective marks were affixed were not goods of the same descrip- 
tive properties, as required by the Act of 1905, in order for a cancellation 
petitioner to prevail. In other words, laches presupposes failure to assert 
a right. Appellee had no such right until the Act of 1946 abolished the 
“same descriptive properties” test. Appellee then moved with dispatch to 
cancel GOOD HOUSEKEEPER. 


Appellant, among other cited authorities, relies on the case of The 
Lightnin Chemical Co. v. Royal Home Products, Inc., 39 C.C.P.A. 1031, 
197 F.2d 668, 94 USPQ 178 (42 TMR 743), in urging the application 
of laches. While the delay there on the part of the cancellation petitioner 
was 18 years, that case is clearly distinguishable, as appellee had a right 
there which he failed to assert over this period, because the goods were 
of the same descriptive properties. Appellee herein had no such right 
until the Act of 1946 gave it such right. As pointed out in appellee’s brief, 
the doctrine of Willson et al. v. Graphol Products Co., Inc., 38 C.C.P.A. 
(Patents) 1030, 188 F.2d 498, 89 USPQ 382 (41 TMR 591), does not 
apply for the same or similar reasons. 

Appellant by its application to register its mark on the principal 
register thereby sought in the use of its mark to acquire more extensive 
rights at home and abroad. Steele v. Bulova Watch Co., 344 U.S. 280, 95 
USPQ 391 (43 TMR 57). Appellant also having sought to acquire the 
new and substantative property rights provided for by the Act of 1946, 
as distinguished from the mere procedural rights which it had enjoyed 
under Act of 1905, and the competing marks without question being con- 
fusingly similar, “a sound public policy,” as Judge Learned Hand wrote 
in Johnson v. Johnson, 175 F.2d 176, 178, 81 USPQ 509, 512 (39 TMR 
557), certiorari denied 338 U.S. 860, 83 USPQ 543, “requires that [pre- 
viously existing] trade marks should receive nationally the greatest pro- 
tection that can be given them.”* 

In view of the nation-wide publicity which GooD HOUSEKEEPING and its 
Good Housekeeping Institute have developed through the years, it is diffi- 
eult to conclude that appellant’s appropriation and use of the mark, Goop 
HOUSEKEEPER, was an innocent use which entitled appellant to further 
impose not only upon the purchasing public but also upon the rights of 
the petitioner. 

For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents is affirmed. 


Because of illness, Garrett, Chief Judge, did not participate in the 
hearing or decision in this case. 


1. The decision of the Examiner-in-Chief held the respective trade marks were 
confusingly similar and felt that there was no necessity for resort to the provisions 
of the Act relative to the registration of certification marks in deciding the issues 
presented. 
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YARD-MAN, INC. v. SAVAGE ARMS CORPORATION 
Appl. No. 6118 — C.C.P.A. — March 30, 1955 


CANCELLATION PROCEDURE—APPEALS—CoURT OF CUSTOMS AND PATENT APPEALS 


Savage adopted and registered the composite mark of head of Indian Chief 
within a circle with the word SAVAGE in large block letters and YARD CHIEF in 
smaller letters for power mowers. Yard-Man, Inc. seeks to cancel this mark on the 
basis of its prior mark YARD-MAN for lawn mowers. Parties stipulated that domi- 
nant portion of appellee’s composite mark was SAVAGE and head of Indian Chief. 
Examiner held no confusion likely and this decision is affirmed since the marks 
must be considered in their entireties and in such consideration the dominant 
word or feature may be given greater force than the other portions of the mark. 
The marks differ widely in appearance, sound and significance. 


Cancellation proceeding No. 5801 by Yard-Man, Inc. v. Savage Arms 
Corporation, Registration No. 536,200 issued January 9, 1951. Petitioner 
appeals from decision of Commissioner of Patents dismissing petition. 
Affirmed. 

Case below reported at 44 TMR 322. 

Townsend F. Beaman of Jackson, Michigan (Robert J. Patch, of Wash- 
ington, D.C., of counsel) for appellant. 

Francis J. Sullivan of New York, N. Y., for appellee. 

Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorRLEY and 

CoE, Associate Judges. 

Cote, Judge. 

The Savage Arms Corporation, appellee herein, adopted and has used 
since August, 1949, a composite trade mark consisting of the pictorial 
representation of the head of an Indian Chief enclosed within a circle, the 
word SAVAGE in large block letters superimposed thereon, and YARD CHIEF 
written in smaller script letters within the enclosure. The mark, applied 
to gasoline power driven lawn mowers, was registered on the Principal 
Register of the United States Patent Office on January 9, 1951, yarp being 
disclaimed. 

Yard-Man, Inc., appellant herein, adopted and has continuously used 
since 1933 the trade mark notation YARD-MAN as applied to hand and motor 
propelled lawn mowers. The mark was registered on the Principal Register 
on June 11, 1940, and republished July 6, 1948 under the Trade-Mark 
Act of 1946. 

On August 28, 1951, appellant petitioned for cancellation of appellee’s 
mark on the ground that the latter’s composite notation so resembled its 
mark, YARD-MAN, as to be likely, when applied to the goods of the parties, 
to cause confusion, mistake, or deception of purchasers as to the source of 
origin of such goods. 

In lieu of taking testimony, counsel for the respective parties stipulated 
all facts deemed material to a proper determination of the controversy. 
Included in the agreed statement of facts was a concession by the cancella- 
tion petitioner (appellant) that appellee’s composite mark was dominated 
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by its corporate name, savaGE, and the picture of the head of an Indian 
Chief. 

The Examiner of Interferences of the Patent Office, before whom the 
case came for hearing, held that the marks considered as a whole were not 
likely to cause confusion in trade if concurrently used. This decision dis- 
missing appellant’s petition was affirmed by the Assistant Commissioner of 
Patents. Yard-Man, Inc. v. Savage Arms Corporation, 99 USPQ 215 (44 
TMR 322). In the latter’s opinion, confusion was unlikely for the following 
reasons, 99 USPQ at 215-216: 

The two marks differ widely in appearance. An examination of 
respondent’s mark shows that it is dominated by the word sAvaGE in 
large black letters and the representation of an Indian Chief’s head 
in red. The words YARD CHIEF are secondary in size and position. 
Petitioner’s mark consists only of the compound word YARD-MAN. 

The marks differ widely in significance. The word savaag, the 
pictorial representation of the head of an Indian, and the word cHIEF 
result in a single connotation completely different from the connota- 
tion of petitioner’s compound word YARD-MAN. 


The sound of the marks—YARD-MAN and SAVAGE YARD CHIEF—is 
different. 


The appeal here is seemingly predicated on appellant’s belief that 
YARD-MAN and YARD CHIEF, standing alone, are confusingly or deceptively 
similar and that such is sufficient reason to entitle appellant to prevail 
in a cancellation proceeding. Appellant contends that its mark is well 
established, unique, and of great value. It urges recognition of the asserted 
fact that appellee, a late-comer, has appropriated the essential portion of 
that mark by the mere addition of another word or feature, citing cases 
of this and other courts in condemnation of that practice. 


We do not think the appellant’s position is well taken. First, it is 
elementary that trade marks alleged to be confusingly similar must be 
considered and compared in their respective entireties. Second, the word 
SAVAGE and the pictorial representation of the head of the Indian Chief 
clearly dominate appellee’s composite mark as conceded by appellant in 
the stipulation to which we have hereinbefore referred. 

The predominating features of appellee’s mark have per se been in 
use as a trade mark by appellee since 1906, presumably in connection with 
its manufacture and sale of firearms and ammunition. Appellant has stated 
in its brief that such trade mark usage by appellee is “so well known as to 
warrant judicial notice of that fact.” 

There is a likelihood of confusion between trade marks if their over-all 
presentations in any of the particulars of sound, appearance, or meaning 
are such as would lead the purchasing public into believing that the prod- 
ucts to which the marks are affixed emanated from the same source. In 
applying this test, it is well settled that the dominant word or feature of 
a mark may be given greater force and effect than other portions thereof. 

That YARD-MAN and SAVAGE YARD CHIEF (SAVAGE being dominant) 
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differ sufficiently in sound to obviate any likelihood of confusion is manifest. 
Equally evident is the difference in appearance between the contested marks, 
the prominently displayed Indian head in appellee’s mark being an eye- 
catching and well remembered medium of identification in combination with 
the compound word expression, SAVAGE YARD CHIEF. In meaning, the word 
SAVAGE has direct reference either to the Indian or appellee’s corporate 
name, and thus is not comparable in significance to appellant’s YARD-MAN. 

We cannot divorce one segment of appellee’s composite mark from the 
whole and then proceed to compare the portion so isolated with the mark 
of another. It becomes apparent, therefore, and as we view it free from 
any doubt, that the decision of the Assistant Commissioner of Patents is 
clearly correct and should not be disturbed. So clearly is this the case 
that nothing would be served by prolonging this opinion and discussing 
other questions raised in the appellant’s brief. 

The decision appealed from is accordingly affirmed. 


EX PARTE HAYMARKET VETERANS UNIFORM COMPANY, INC., 
doing business as LEGIONNAIRE UNIFORM CO. 


Commissioner of Patents—April 4, 1955 


TRADE-MarK Act OF 1946—REGISTRABILITY—TRADE NAMES 
Application to register LEGIONNAIRE UNIFORM CO. with a pictorial representation 
of a man wearing a uniform is refused since it is obvious that applicant seeks to 
register its trade name with pictorial representation, and trade name even with 
addition of pictorial representation is not registrable. 

Application for trademark registration by Haymarket Veterans Um- 
form Company, Inc., doing business as Legionnaire Uniform Co., Serial 
No. 585,280 filed September 24, 1949. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Pearson & Pearson of Lowell, Massachusetts for applicant. 


Leeps, Assistant Commissioner. 

Application has been filed to register as a secondary meaning mark 
LEGIONNAIRE UNIFORM Co. with a pictorial representation of a man wearing 
a uniform. The uniform appears to be that of a member of the American 
Legion. Use is claimed since June of 1936. Registration has been refused 
on the ground that the mark sought to be registered is incapable of dis- 
tinguishing applicant’s goods. Applicant has appealed. 

The specimens are labels showing the pictorial representation of a man 
in uniform, the emblem of the American Legion, the words OFFICIAL UNI- 
FORM, the name LEGIONNAIRE UNIFORM Co., and the address “Boston. Mass.” 

An affidavit of the president of applicant states, among other things, 
that applicant is doing business under the name of LEGIONNAIRE UNIFORM 
COMPANY, and the specimens show the name and address. it is obvious that 
what applicant seeks to register is its trade name with the pictorial repre- 
sentation. Trade names are not registrable, Ex parte Duncan Electric Co., 





Vol. 45 T. M. R. ANHEUSER-BUSCH v. ARIZONA BREWING 727 


95 USPQ 242 (42 TMR 919) D.C.D.C., 1952) Ex parte Walker Process 
Equipment Inc., 102 USPQ 443 (45 TMR 320) (Com’r., 1954), and the 
addition of the pictorial representation does not make the trade name 
registrable. 


The decision of the Examiner of Trademarks is affirmed, but for the 
foregoing reasons. 


ANHEUSER-BUSCH, INCORPORATED v. ARIZONA BREWING 
COMPANY, INC. 


No. 29361 — Commissioner of Patents — April 6, 1955 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Opposer’s record showing “A and Eagle” emblem mark indicates use as a 
“house mark” in connection with. its various types of beer BUDWEISER, MICHELOB, 
ANHEUSER-BUSCH root beer and other beverages. Application for registration of 
composite mark comprising A-1 with spread winged eagle perched upon the hyphen, 
three stars above the eagle’s head, a star beneath each wing and PILSEN BEER 
(disclaimed) includes records of labels and advertisements of other breweries using 
eagles in various forms. This suggest that use of eagle as emblem is more or less 
common in trade. Considerable resemblance between entire marks only can deter- 
mine likelihood of confusion. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant’s beer is ordered and dispensed under mark A-1l, and opposer’s beer 
under their specific identifications. Although marks look alike, opposer’s representa- 
tion of eagle and letter “A” performs no real function in dispensing goods, but 
opposer’s A-1 has connotation of superior quality. Therefore, confusion or deception 
are unlikely and opposition is dismissed. 

Opposition proceeding by Anheuser-Busch, Incorporated v. Arizona 
Brewing Company, Inc., application Serial no. 563,839 filed August 23, 
1948. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Carr & Carr & Gravely, of St. Louis, Missouri for opposer—appellant. 


Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D. C., for ap- 
plicant—appellee. 


LeEps, Assistant Commissioner. 


Application has been filed to register a composite mark comprising 
A-1 with a spread winged eagle perched upon the hyphen, three stars above 
the eagle’s head, a star beneath each wing, and the name of the product 
PILSNER BEER (disclaimed) all enclosed within an oval design. Use is 
claimed since January 2, 1943. 


Registration has been opposed by the registrant’ of a composite mark 
comprising “A” with a star at the top and a spread winged eagle perched 


1. Reg. No. 28,866, issued Sept. 8, 1896 for bottled lager beer, renewed; Reg. No. 
188,362, issued Aug. 26, 1924 for ginger ale, renewed; Reg. No. 302,556, issued Apr. 25, 
1933 for a malt beverage, renewed; Reg. No. 336,622, issued July 14, 1936 for dough 
conditioner; and Reg. No. 352,909, issued Dec. 14, 1937 for malt powder, 





728 THE TRADE-MARK REPORTER Vol. 45 T. M. RB. 


upon a shield and arrows, and looking through the “A” as if held by the 
eross-bar of the letter. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that its “A and Eagle” emblem mark has been 
used by it and its predecessors since as early as 1872 in connection with 
beer, malt, and subsidiary products of the brewing industry; the mark has 
been used nationwide on a large scale for many years; expenditures for 
advertising and merchandising have amounted to sixty million dollars 
from 1936 through 1951, with almost ten million dollars having been spent 
in 1951; advertising media have included radio, television, periodicals of 
national circulation, newspapers, trade magazines, outdoor signs, coasters, 
window decalcomanias, trays, book matches, and other point of sale adver- 
tisements; the “A and Eagle” emblem appears in about 99% of the adver- 
tisements; sales have increased from approximately fifteen million dollars 
in 1933 to more than one hundred seventy-nine million dollars in 1951; 
sales in Arizona where applicant is located have ranged in volume from 
around a half-million dollars in 1941 to more than a million dollars in 1951; 
and opposer’s emblem mark is conspicuously displayed at its plants, on its 
sales and distribution trucks, on its stationery and stockholders reports, 
and on other company material. 

The emblem mark upon which the opposition is based is what might 
be termed a “house mark.” It has been used to indicate origin of opposer’s 
BUDWEISER beer, MICHELOB beer, MALT-NUTRINE beverage, BEVO beverage, 
BUSCH ginger ale, A-B ginger ale, ANHEUSER-BUSCH root beer, A-B table syrup,’ 
MAYPOLE syrup, DELTA syrup, COTTON CLUB syrup, KING COTTON syrup, A-B 
DRI-MALT, A-B powdered starch, a-B yeast food, ANHEUSER-BUSCH brewers 
yeast, BUDWEISER yeast, and ANHEUSER-BUSCH confectioner’s corn syrup ; and 
it is still being used on most of these products. On some of the labels the 
“A and Eagle” is prominently displayed, and on others it is displayed in a 
manner quite secondary to the above-mentioned marks. 

In the point of sale advertising used by opposer, the mark appears as 
an emblem above BUDWEISER and MICHELOB in a display less prominent, and 
less likely to create a real commercial impression, than the word marks. 
The same is true of most all of the national advertisements which are in 
evidence. Opposer’s record does not show what, if any, impact—either con- 
scious or subconscious—the use and advertising of the emblem mark has 
created upon consumers. 

Applicant’s record, however, includes labels and advertisements of 
other breweries which presently use eagles in one form or another (Los 
Angeles Brewing Company, The Geo. Weidemann Brewing Co., Magnus 
Beck Brewing Co., Goebel Brewing Company, Jacob Ruppert, The Erie 
Brewing Company, Phoenix Brewery Corporation, Pilsen Brewing Co., 


2. At one time opposer used a spread winged eagle eo — the hyphen in 
connection with this mark, but this display was discontinued in 1 
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Geyer Bros. Brewing Co., Becker Brewing & Malting Co., Wausau Brewing 
Company, and Koerber Brewing Co.) which suggest that the use of eagle 
as an emblem is more or less common to the brewery trade. Under such cir- 
cumstances, the resemblance between the entire marks must be considerable 
before likelihood of confusion will be found. 

Applicant’s record also includes testimony of dealers who handle the 
products of both parties to this proceeding. The substance of their testimony 
is that customers order beer by word marks—opposer’s BUDWEISER or BUD 
and applicant’s A-l—and they do not look closely at the labels; the wit- 
nesses have never had orders for EAGLE brand or A-EAGLE brand beer; that 
although there is an eagle on applicant’s label, it makes very little impres- 
sion, since the mark is A-1, and that although they have BUDWEISER and A-1 
advertising in their outlets, they do not know, unless they have looked care- 
fully at the signs, whether opposer’s “A and Eagle” emblem appears or 
whether applicant’s advertising pieces show an eagle. 

Applicant’s president testified that at the time he originated the A-1 
label he was not aware of the fact that opposer used the “A and Eagle” em- 
blem, although he has been in the brewing business since 1933, has been 
familiar with opposer’s beers all of his business life and has followed the 
advertising and checked the labels of his competitors, including opposer. It 
seems incredible that in such circumstances he would not have known of 
the opposer’s emblem mark. According to his testimony, he conceived the 
applicant’s mark before he purchased the brewery while sitting in a business 
office in the warehouse district of Tucson and he saw a truck go by; at that 
time there was a drayage company known as the A-1 Transfer Company in 
Tucson, and when he saw the name on the door of the truck, he said “there 
is our label” ; and that outside of being a beer label it is practically identical 
to the A-1 trade mark that was on the truck door. Later in his testimony, 
however, he was not sure that the transfer company used an eagle, but he 
“wanted something on the crossbar [hyphen] to give it life.” Though he 
testified that more than two and a half million dollars had been spent in 
advertising, oddly enough, there is not a single advertisement in evidence, 
nor is there any data to substantiate the statement of expenditures. And 
although he testified that there is more A-1 beer sold in the Phoenix trade 
territory, there is no evidence of any kind which indicates either the volume 
of sales or the geographical distribution. The testimony of this witness is 
not too convincing. 

The question to be resolved, however, is whether applicant’s mark so 
resembles opposer’s registered mark, when applied to the respective goods, 
as to be likely to cause confusion, mistake or deception of purchasers, or 
whether other facts appear from which it can be concluded that registration 
of applicant’s mark is likely to result in damage to opposer. 

The marks look alike only to the extent that they each embody a repre- 
sentation of an eagle and the letter “A”; but the record indicates that the 
eagle performs no real function in ordering or dispensing the goods. Ap- 
plicant’s beer is ordered and dispensed under the mark A-1, and opposer’s 
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beers are ordered and dispensed under their specific identifications of 
BUDWEISER Or MICHELOB, as the case may be. As used in the trade, there is 
no similarity in sound between the involved marks, since the record indi- 
cates that opposer’s emblem mark is not employed in ordering or dispensing 
its products. The mark of opposer has no connotation other than to indi- 
cate origin; whereas applicant’s mark A-1 has a connotation of superior 
quality or excellence. 

The foregoing facts lead to the conclusion that confusion, mistake or 
deception of purchasers is not likely ; and no other facts appear from which 
damage to opposer can be presumed. 

The decision of the Examiner of Interferences is affirmed. 


WEST DISINFECTING COMPANY v. ONORATO (ONORATO 
et al., assignees, substituted, doing business as 
VALTEX PRODUCTS COMPANY) 


No. 4943 — Commissioner of Patents — April 8, 1955 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SAVOLE for liquid soap is confusingly similar to SAVOL with representation of 
open hand for hand cleaning cream, 
REGISTRATION PROCEDURE—INTERFERENCE 
In interference proceedings burden of proof is on applicant to establish prior 
and continuous use of its mark on its goods. But although testimony of applicant’s 
witnesses was taken in his offices, where records normally are available, no competent 
documentary evidence was introduced in support of testimony concerning continuity 
of use. Records fail to establish applicant’s rights in SAVOLE superior to registrant’s 
rights in sAvoL. While invoices were introduced to show sales of SAVOLE between 
1921 and 1934 the record contains no proof of sales after 1934 and since it must 
be presumed that applicant has made the strongest showing possible the conclusion 
is inevitable that applicant did not make and sell SAvoLE for many years prior to 
date upon which registrant filed its application to register savot. Decision of 
Examiner of Interferences is reversed. 


Interference proceeding between West Disinfecting Company, ap- 
plication Serial No. 625,166 filed February 18, 1952 and Samuel A. Onorato 
(Harry J. Onorato and Michael A. Onorato, assignees, substituted, doing 
business as Valtex Products Company), Registration No. 512,632, issued 
July 19, 1949. Registrant appeals from decision for applicant of Examiner 
of Interferences. Reversed. 


Joseph J. Juhass, of New York, N. Y., for applicant-appellee. 


B. Edward Shlesinger, of Rochester, N. Y., for registrant-appellant. 
LeEeEps, Assistant Commissioner. 

Application was filed on February 18, 1952 to register savoLE for 
liquid soap. Use is claimed since January 1, 1915. Registration was 
refused on the ground of likelihood of confusion with savou, with the 
representation of an open hand enclosed within a circle,’ registered on 


1. Reg. No. 512,632. 
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July 19, 1949 for hand cleaning cream. The application which matured 
into the registration was filed on August 14, 1948. 

At the request of applicant, an interference was instituted between 
its application and the previously issued registration. The Examiner of 
Interferences found adversely to registrant and authorized applicant’s 
registration. Registrant has appealed. 

It is apparent that the marks so resemble each other, when applied 
to the products of the parties, as to be likely to cause confusion, mistake or 
deception of purchasers. The only question presented, then, is which of 
the parties is entitled to registration. The burden is on the applicant to 
establish prior and continuous use of its mark on its goods. 

Applicant took the testimony of its board chairman, its vice-president 
and secretary, its chief supervisor of the chemical department, and a 
printer. 

The chairman of applicant’s board testified that he had been associated 
with applicant a little over fifty years; he has “been in touch” with ap- 
plicant’s trade marks, records and sales of its products; he “guessed” the 
SAVOLE mark was adopted a little over thirty years ago; and to the best 
of his knowledge the mark has been continuously used since it was adopted. 

The vice-president and secretary of applicant testified that he had 
been associated with applicant since 1927; that applicant sells between 
250 and 300 different items and that about 170 or 175 of them are trade 
marked items; that records of applicant show sales of SAVOLE liquid soap 
“as far back as 1921”; that savoLe is applicant’s largest selling liquid soap; 
that to his knowledge savoLE has been advertised to the trade since its 
inception ; and that savoLE has been used continuously since he has known 
the company. 

The chief supervisor of the chemical department of applicant testified 
that he has been associated with applicant since 1924; that he first heard 
of SAVOLE liquid soap while being employed in the filling department; 
that he believed that within a month after he started work there he filled 
SAVOLE soap once, in gallon cans, or ten gallon cans; and he has made and 
has seen applicant make and sell SAVOLE soap since he has been associated 
with the company. 

The printer testified that he has printed labels for applicant for the 
last ten years and that his predecessor in business had printed them since 
1914; that he prints applicant’s labels for approximately 300 items; and 
that he printed the label submitted with the involved application. 

Applicant’s exhibits include a page from a book showing an entry 
dated January 11, 1918 stated by the witness to show that an 8 ounce 
sample of SAVOLE soap was sent to an independent laboratory for testing; 
a card which the witness identified as a sales record card showing a sale 
of 5 gallons of SAVOLE soap on September 2, 1921; a page from a book 
identified as a formula book dated July, 1921 (no date is shown on the 
exhibit) showing the formula for making 800 gallons of savoLE soap; a 
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page from a book identified as a formula book dated February 25, 1922 
showing that concentrated liquid soap No. 2 is SAVOLE; a page from a 
booklet identified as a salesman’s book printed on January 2, 1923 and 
listing descriptions and illustrations of various products sold by applicant, 
on page 15 of which SAVOLE appears; a page from a book identified as a 
formula book showing the formula for making 800 gallons of savoLe liquid 
soap as of December 24, 1926; a card identified as a sales record card 
showing sales of a total of 55 gallons of SAvoLE soap from February 6, 1923 
to October 4, 1927; a card identified as a sales record card showing sales 
of 90 gallons of savoLE soap from May 5, 1930 to May 6, 1932; a card 
identified as a sales record card showing the sale of 15 gallons of SAVOLE 
soap on April 30, 1931; a page from a book identified as a formula book 
showing the formula for making 800 gallons of savoLE soap as of May, 
1931; a paper dated September 1, 1931 identified as a copy of a certificate 
of analysis of SAVOLE soap submitted by Pease Laboratories, Inc., an 
independent laboratory; a paper identified as being a chemical analysis 
of SAVOLE soap as of June 23, 1932; a card identified as a sales record card 
showing sales of 20 gallons of sAvoLE soap from July 12, 1932 to June 6, 
1933; a card identified as a sales record card showing sales of 48 gallons 
of SAVOLE soap from July 13, 1931 to April 25, 1934; a page from a book 
identified as a formula book showing the formula as of March 17, 1933 for 
15% Pine Green Soap which included 64 ounces of SAVOLE soap; a page 
from a book identified as a formula book showing a formula as of January 
15, 1935 for 650 gallons and 3,575 gallons of SAVOLE soap; a booklet pub- 
lished by applicant on August 25, 1936 entitled “The Scope of Sanitation” 
which lists SAVOLE as one of the liquid soaps available from applicant; a 
price list dated January, 1938 which shows sAvoLe listed under liquid hand 
soap; a card identified by the printer as a sales card showing the sale of 
2,000 five-gallon labels for sAvoLE liquid soap on June 21, 1939; and a 
label identical with the specimens submitted with the application showing 
SAVOLE liquid soap and a printer’s notation that 3,000 of such labels were 
printed in October of 1951. 

In summary, and accepting all of the exhibits as competent evidence, 
we find: 


Sales of 233 gals. savoLE soap from 1921 to 1934 

3 chemical analyses of SAVOLE soap, in 1918, 1931 and 1932, respec- 
tively 

Entries in formula books in 1921, 1922, 1926, 1931, 1933 and 1935. 

A salesmen’s book listing saAvoLE in 1923 

A booklet listing savoLE published in 1936 

A price list including savoLe dated 1938 

A purchase of 2,000 savoLe labels in 1939 

3,000 savoLE labels printed in 1951. 


With reference to the formula book pages, at no time did the witness 
state how much, when or whether savoLE soap was manufactured under 
any of the formulae listed. Although he testified in response to a leading 





Vol. 45 T. M. R. WEST DISINFECTING v. ONORATO 733 


question that he had been making savoLE soap since he had been employed 
by the company, and since he had been associated with the applicant (from 
1924), he had seen the company make and sell it, the testimony is incon- 
clusive as to continuous manufacture and sale of the product. 

Although applicant’s board chairman, in reply to a leading question, 
stated that to the best of his knowledge the mark had been continuously 
used since it was adopted, the record does not show what either he or his 
counsel meant by “continuously used.” The absence of documentary 
evidence showing sales after 1934, the absence of proof of label purchases 
between 1939 and 1951, and the latest price list in evidence being dated 
1938, suggest that he may have thought that non-use during that consider- 
able period of time between 1938 and 1951 did not affect “continuity of 
use” so long as use had been resumed. 

Although applicant’s vice-president and secretary testified that the 
mark had been continuously used since he had known the company and 
that the product sold under the savoLe mark is applicant’s largest selling 
liquid soap, it is difficult to understand why sales of only 233 gallons from 
1921 to 1934 were proved, with no proof of any sales since 1934. It is 
especially odd when this witness is an officer having access to the records 
of applicant, and his testimony was taken in the offices of applicant’s plant 
where the records presumably are kept. So, too, is it noteworthy that 
although this witness testified that savoLE soap had been advertised to the 
trade since its inception, no proofs of advertising expenditures and no 
copies of advertisements were introduced into the record. 

It must be presumed that applicant has made the strongest showing 
possible. The Longini Shoe Mfg. Co. v. Ratcliff, 44 USPQ 28 (30 TMR 40) 
(C.C.P.A., 1939) ; Plough, Inc. v. Coupland, 45 USPQ 617 (30 TMR 409) 
(Com’r., 1940) ; H. D. Hudson Mfg. Co. v. Wizard, Inc., 100 USPQ 24 (44 
TMR 558) (Com’r., 1953). 

The testimony of applicant’s witnesses is characterized by leading 
questions, indefiniteness and some inconsistencies. Although it was taken 
in the offices of applicant where records were available, no competent docu- 
mentary evidence was introduced in support of the testimony concerning 
continuity of use. The fact that it contented itself with proof so incon- 
clusive, indefinite and vague in nature leads to the conclusion that applicant 
did not make and sell savoLe liquid soap for a period of many years prior 
to the date upon which registrant filed its application to register savoL 
(See: Horowitz Bros. and Margareten v. Homart Foods, Inc., 100 USPQ 
60 (44 TMR 585) [Com’r., 1953]). 

Since the record fails to show that applicant has rights in SAvoLE 
superior to registrant’s rights in savoL, applicant has failed to discharge 
its burden of proof. 

The decision of the Examiner of Interferences is reversed. 
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ROHM & HAAS COMPANY v. THE C. P. HALL COMPANY 
No. 28121—Commissioner of Patents—April 13, 1955 


REGISTRATION PROCEDURE—APPLICATION 
Application should identify by their common, ordinary, or usual names the 
products on which mark is used. 
Applicant is not entitled to rely on such use of mark as may have been made 
after application was filed. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PARA-FLUX for steam reduced asphalt is not confusingly similar to PARAPLEX 
for resinous condensation products. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Fact that goods have been used more than 20 years without evidence of con- 
fusion substantiates holding of lack of likelihood of confusion. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PARA-FLUX for plasticizer and flexing material for rubber and synthetic rubber 
is confusingly similar to PARAPLEX for resinous condensation products, the goods 
being substantially identical. 
TRADE-MARK Act or 1946—IN GENERAL 
Trademarks are the essence of competition, and rights in them may not be 
asserted broadly to stifle competition or to restrict markets when confusion is 
unlikely. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Trademarks grow out of their use on goods and they may be registered only 
for those goods upon which they have been used. 
TRADE-MARK AcT OF 1946—IN GENERAL 
A trademark is a word, name, symbol or device, or any combination thereof, 
adopted and used by a manufacturer or merchant to identify his goods and dis- 
tinguish them from those manufactured and sold by others. A trademark identifies 
not origin, but goods. It is true that trademark function is to “indicate source” but 
it indicates source of goods upon which it has been used, not source in vacuum. 
TRADE-MARK ACT OF 1946—RBEGISTRABILITY—IN GENERAL 
TRADE-MARK AcT OF 1946—ScoPpE OF PROTECTION 
Trademarks are registered for products, not for “fields” or “markets.” Scope 
of protection ordinarily is broader than specific items for which registration issues, 
but extent of protection is based upon facts in each case and not merely upon 
content of registration. 


REGISTRATION PROCEDURE—APPLICATION 
Application for registration is required by Act of 1946 to specify goods upon 
or in connection with which mark has been used; goods may have many or varied 
uses, but must be specifically named, and when possible, by their common, ordinary, 
or usual name. 


TRADE-MARK Act or 1946—NATURE OF RIGHTS 
Trademark registration is not government grant, but is government’s recogni- 
tion of rights which have been acquired by applicant as result of use of mark on 


goods. 


Opposition proceeding by Rohm & Haas Company v. The C. P. Hall 
Company, application Serial No. 545,982 filed January 2, 1948. The C. P. 
Hall Company counterclaims to cancel Registration Nos. 279,547 and 
440,490 issued January 20, 1931 and October 12, 1948. Applicant appeals 
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from decision of Examiner of Interferences sustaining opposition and dis- 
missing counterclaim. Affirmed. 


See also 41 TMR 1109. 


John F. Bergin and T. Wallace Quinn, of Philadelphia, Pennsylvania, and 
Arthur G. Connolly, of Wilmington, Delaware for opposer-appellee. 

Gordon C. Mack, of Akron, Ohio, and Parry & Giese, of Washington, D. C., 
for applicant-appellant. 


LEEDs, Assistant Commissioner. 


Application has been filed to register PpARA-FLUX for “plasticizer and 
flexing material for rubber and synthetic rubbers.” Use is claimed since 
February 20, 1925. Applicant owns a registration of PARA-FLUX' issued 
on August 28, 1925 (renewed) for asphaltum. Registration has been 
opposed by the registrant of PARAPLEX” issued to a predecessor on January 
20, 1931 for “a viscous, resinous, or rubber-like condensation product or 
solution thereof used in the production of nitrocellulose lacquers, plastics, 
and other types of coatings”; and PARAPLEX® issued to opposer on October 
12, 1948 for “synthetic resinous materials or solutions thereof primarily for 
use, in pigmented or unpigmented form, as protective coatings.” 

Applicant counterclaimed for cancellation of opposer’s registrations.‘ 


The Examiner of Interferences sustained the opposition and dismissed 
the counterclaim. Applicant has appealed both actions. 

Stripped of all of the extraneous charges and counter charges, and the 
beclouding arguments and counter arguments, the issues on this appeal 
are essentially very simple. They are: 

1. Has opposer established facts from which it can be reasonably 
concluded that probable damage to opposer will result from registration 
of applicant’s mark on the involved application? 

2. Has applicant-counterclaimant established facts from which it can 
be concluded that damage has resulted or probable damage will result 
from opposer’s registrations? 

3. Is applicant entitled to the registration sought on the basis of 
the pending application? 

The material and relevant facts which appear in the record are: 


1. Reg. No. 205,178. 
2. Reg. No. 279,547, published under Sec. 12(c) on June 1, 1948 (renewed). 
3. Reg. No. 440,490. 

Applicant filed its application involved here on Jan. 2, 1948. On May 10, 1949, 
eight months after applicant’s mark was published for opposition purposes and seven 
months after the opposition was filed, opposer filed an application (S.N. 578,522) to 
register PARAPLEX for “synthetic resinous condensation products of the polyester type 
and solutions thereof suitable for use as plasticizers and modifiers for surface coatings.” 
In its application, opposer recited use of PARA-FLUX by the applicant involved here and 
requested the institution of concurrent use proceedings. The concurrent use proceedings 
were dissolved by the Examiner of Interferences, and application S.N. 578,522 was 
rejected. No appeal has been taken from such disposition of the proceedings. 
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Opposer has used PARAPLEX as a trade mark for its resinous synthetic 
condensation products of the polyester type since 1930. The mark has been 
registered since 1931. 

Applicant has used PARA-FLUX as a trade mark for an asphalt product 
since 1925. The mark has been registered since 1925. 

Opposer’s resins were first sold for use in nitrocellulose lacquers, and 
later as plasticizers for vinyl compounds, ethyl cellulose and other elas- 
tomers, and more recently they have been sold to the rubber industry for 
use in connection with polyvinyl chloride and copolymers. 

Applicant’s asphalt product has been sold primarily to producers of 
rubber and rubber products for use as a rubber-softening agent. 

Opposer’s product is a chemical composition falling in the broad class 
of polyesters of long chain dibasic acids, and although the specific compo- 
sition of the various resins sold under the PARAPLEX mark may differ, the 
basic class remains the same. 

Applicant’s product is a steam reduced asphalt, and although the vis- 
cosity of the product is not necessarily constant, the basic identification 
remains the same. 

The primary purpose of using opposer’s products is to give flexibility, 
durability, toughness and resilience. 

The primary purpose of using applicant’s product is to break the 
rubber and make it easier to disperse the pigment, i.e., to soften the rubber 
for milling. 

Opposer’s prices range from 32¢ to 77¢ per pound. 

Applicant’s prices range from 16¢ to 24¢ a gallon (slightly more than 
7 lbs. per gallon). 

Opposer has sold more than $15,000,000 worth of its PaARA-FLUX resins 
since 1930. 

Applicant has sold “upwards of forty million pounds” of its PaRA- 
FLUX asphalt in the best year, but the total sales volume does not appear. 

Opposer has spent more than $200,000 in advertising and promoting 
the sale of its products. 

Applicant’s advertising expenditures do not appear. 

Opposer’s witnesses had not known of applicant’s PARA-FLUX prior to 
the present proceeding. 

Applicant’s operating head has known of opposer’s PARAPLEX mark 
for twelve to fifteen years. 

It is clearly apparent from the foregoing fact statement that these 
parties have been conducting their respective commercial operations, sell- 
ing their respective products under their respective marks without diffi- 
culty and without confusion for more than twenty years. 

All seems to have gone well until the advent of large scale production 
of synthetic rubbers and other synthetic products made by the rubber 
industry. Applicant’s operating head testified that from 1926, when he 
obtained a patent on a process for softening rubber, until expiration of 
the patent in 1943, his company had no competition in the use of such a 
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softener. It is common knowledge that in the early 1940’s the production 
of synthetic rubbers, and other synthetics generally included in the term 
“synthetic rubbers,” was undertaken on a considerable scale as a result 
of the exigencies of World War II. The record shows that in the early 
1940’s opposer extended the sale of its resins to producers of such prod- 
ucts. As of the time the testimony of the parties was taken in this proceed- 
ing, they were selling to common purchasers in the rubber industry, but 
there is no conclusive evidence which indicates that the products of the 
parties were sold for the same purpose or that they have been or could be 
commercially used for the same purpose. Some inconclusive laboratory 
tests conducted four years after commencement of these proceedings indi- 
cate that they might possibly achieve a similar end result in use in the 
rubber industry ; but it is believed to be common knowledge that the rubber 
industry, as well as others, attempts to operate at a profit, and the price of 
opposer’s resins, if used in lieu of applicant’s asphalt, would seem to militate 
against the likelihood of substitution of resins for asphalt. 

The first difficulty arose when applicant filed its application to register 
PARA-FLUX for a “plasticizer and flexing material for rubber and synthetic 
rubbers.” From that point on, the situation seems to have developed into 
a study in semantics. Opposer takes the position that applicant’s product 
is not a “plasticizer and flexing material” for use in rubber and synthetic 
rubbers, but that it is a “softener.” Applicant contends that its products is 
a “plasticizer” and it is entitled so to designate it in its application. One of 
applicant’s expert witnesses testified that the term “flexing material” 
for rubber has no definite meaning. Its experts also testified that Para- 
FLUX is a “softener” or a “softening agent,” and that although “plasticizer” 
and “softener” are sometimes used interchangeably in the rubber indus- 
try, it is not proper so to use them. Applicant’s expired patent identifies 
its “asphalt residue” as a “rubber softening agent.” None of applicant’s 
evidence shows any use, in advertising or otherwise, of the word “plasti- 
cizer” in connection with PARA-FLUX prior to the commencement of this 
action. 

It is unnecessary to resort to semantics when the ultimate facts are 
that applicant is selling PARA-FLUX steam reduced asphalt, and opposer is 
selling PARAPLEX resinous condensation products of the polyester type. 
Under these circumstances it is also unnecessary to make any reference in 
the application to the uses of the products or to identify the actual or 
potential industrial purchasers. Trademark applications should identify 
by their common, ordinary, or usual names the products on which the 
mark is used. The identification of goods in the present application is so 
broad as to include substances upon which the mark has not been used, 
possibly even resinous condensation products of the polyester type. The 
record indicates that some three or four years after this proceeding was 
instituted applicant may have offered for sale and sold an “ester type 
plasticizer” under the PARA-FLUX mark as a “primary plasticizer and 
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softener for nitrocellulose, ethyl cellulose chlorinated rubber, polystyrene 
and other synthetic rubbers.” Whether or not this represents a deliberate 
attempt on the part of applicant to extend use of its mark to products 
falling within the basic class of opposer’s products for purposes of this 
proceeding, applicant is not, for obvious reasons, entitled to rely upon 
such use as may have been made after the application was filed. 

The differences in the marks PARAPLEX and PARA-FLUX when applied 
to resinous condensation products and steam reduced asphalt, respectively, 
are held to be sufficiently dissimilar to obviate likelihood of confusion. 
The fact that they have been so used for more than twenty years without 
evidence of confusion substantiates this holding. 

If used on identical products, however, it is believed that confusion 
would be inevitable. If applicant were to obtain a registration of PARA- 
FLUX for a “plasticizer and flexing material for rubber and synthetic 
rubbers,” the registration would be prima facie evidence of applicant’s 
right to exclusive use of the mark on all plasticizers for rubber and syn- 
thetic rubbers. The term “synthetic rubbers” is an elastic term which may 
include polyvinyl chloride and copolymers. Under these circumstances, 
such a registration might well extend to products identical with opposer’s. 
Applicant has no rights in PARA-FLUX which are superior to opposer’s 
rights in PARAPLEX for these products. In fact, the record shows that 
at the time it filed its application it had no rights whatever in PARA-FLUX 
for resins. Such a registration might be used to attempt to interfere with 
opposer’s continued freedom to use its mark to identify and distinguish 
its products, with resultant damage to opposer. That the registration 
would be likely to be so used is removed from the realm of speculation by 
applicant’s arguments in its brief and at the hearing of the appeal. Thus, 
in the brief we find: 

“There was no conflict between PARA-FLUX and the early PARA- 

PLEXES. They were sold in different markets: the PARAPLEXES for use 

in nitrocellulose and then ethyl cellulose also, and PARA-FLUX was sold 

for use in rubber. But now the PARAPLEXES are sold to the rubber 
companies—Goodyear, Firestone, Goodrich, U. S. Rubber, General—in 
large quantities and the possibility of confusion with PARA-FLUX is 


present.” 
* * * 


“The likelihood of confusion with PARA-FLUX arose when Rohm & 
Haas [opposer] started selling to the rubber industry.” 


* * * 


“Rohm & Haas [opposer] proved there is no sale of PARAPLEX for 
use in ‘the natural rubber or rubber-substitute field’—they are not 
competitive in that field * * *.” 

“Hall [applicant] claims that Hall is entitled to use PARA-FLUX on 
any plasticizer or flexing material used in any rubber or synthetic 
rubber, and that that right belongs to it as of the date of its first 
use of PARA-FLUX in any rubber. That is the field to which it 1s 
entitled.” (Emphasis added) 

“Hall [applicant] submits that the definition covers the field he 
would be permitted to protect in the event of litigation. He can cer- 
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tainly protect himself against the sale of other plasticizers than asphalt. 
He can protect himself against the sale of PARAPLEX condensation 
products as plasticizers for rubber * * *. The trademark does not indi- 
cate the composition of the goods, but the source * * *. There is no 
reason why Hall must limit its registration to asphalt. Any such argu- 
ment is contrary to the fundamentals of trademark law, viz. that the 
trademark indicates sources, not composition.” 
* * * 


“The definition clearly points up the market in which the product 
is to be sold. There is no more competent and exact manner of nam- 
ing the goods in a trademark registration than by defining their prop- 
erties and their use.” 

At the argument on appeal applicant’s counsel stated, in substance, 
that the reason registration was sought for the broad “definition” of goods 
was so that opposer could be stopped from selling its products to the rubber 
industry. 

The arguments advanced overlook the fundamental concept of trade- 
marks and the law which provides for their registration. Trademarks are 
the essence of competition, and rights in them may not be asserted broadly 
to stifle competition, or to restrict markets when confusion is unlikely. 
Rights in trademarks grow out of their use on goods, and they may be 
registered only for those goods upon which they have been used. A trade- 
mark is a word, name, symbol or device, or any combination thereof, adopted 
and used by a manufacturer or merchant to identify his goods and dis- 
tinguish them from those manufactured and sold by others. A trademark 
does not identify origin—it identifies goods. (See Ex parte Walker Process 
Equipment Inc., 102 USPQ 443, 45 TMR 320 [Com’r., 1954]. It is true 
that a function of a trademark is to “indicate source,” but it indicates 
source of the goods upon which it has been used, not source in a vacuum. 

Trade marks are registered for products—not for “fields” or “markets.” 
The scope of their protection may be, and ordinarily is, broader than the 
specific items for which a registration issues; but the extent of protection 
is based upon the facts in each case and not merely upon the contents of 
a registration. An application for registration is required by the statute 
to specify the goods upon or in connection with which the mark has been 
used. The goods may have many and varied uses, but the goods must be 
specifically named—when possible, by their common, ordinary or usual — 
name. 

Applicant’s product is asphalt (or asphaltum). It was so identified 
in the registration obtained in 1925. The record shows that the product 
being sold now is the same as that sold then—with changes in viscosity. 
Calling it a “plasticizer and flexing material for rubber and synthetic 
rubbers” does not change its identity or its character; but to permit a 
registration to issue to this applicant on the basis of the present applica- 
tion under the circumstances of the case would not coincide with the facts. 
A trademark registration is not a government grant; it is the government’s 
recognition of rights which have been acquired by an applicant as a result 
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of use of a mark on goods. This applicant has acquired rights in PARA-FLUX 
for “asphalt”—in a more restricted form “asphalt used as a rubber-soften- 
ing agent.” It is entitled to a registration for such goods, but only for 
such goods. 

Since no facts appear from which it can be concluded that applicant- 
counter-claimant has been or is likely to be damaged by opposer’s registra- 
tions, the parties to this proceeding are left in the positions which they 
have occupied for the past twenty years. Opposer’s registrations for its 
resinous condensation products of the polyester type are undisturbed; 
applicant’s registration for asphaltum is undisturbed; and a registration 
on the basis of the present application will not issue. Leave is given, how- 
ever, for applicant to submit, within the appeal period, an amendment 
identifying its goods broadly as “asphalt,” or more narrowly as “asphalt 
for use as a rubber-softening agent,” or “a petroleum base agent for soften- 
ing rubber.” 

The opposition is sustained; the counterclaim is dismissed; and the 
decision of the Examiner of Interferences on these proceedings is affirmed. 


LL 
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